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The TRADEMARK REPORTER 


Part I 


CURRENT PROBLEMS IN TRADEMARK LAW 


For the first time in recent years the Fall program of the Practising 
Law Institute has included a series of lectures on “Current Problems in 
Trademark Law’, co-sponsored by The United States Trademark Associa- 
tion. We are fortunate to have secured the text of some of the papers 
delivered during the session, and the first two of these are printed in this 
issue. Others will be carried in the Reporter during the coming months.—Eb. 





THE PLAINTIFF'S CASE* 
By Wallace H. Martin** 


This lecture is concerned with the preparation and presenta- 
tion of plaintiff’s case involving trademark infringement and un- 
fair competition. 

If the plaintiff is an old client, you can proceed immediately 
with the work on the case, but if the client is a new one, there are 
at least three questions which should be satisfactorily answered 
before acceptance of the case. 

The first is whether you or your partners have represented 
the defendant in previous litigation. 

The second question where a new client is involved is whether 


the representation of the new client will in any way conflict with 
the interest of another client. 


The third question has to do with a fee arrangement. If the 
new client is a well-known reputable company, we do not require 
a retainer. On the other hand, if we are not familiar with the 
reputation of the company, it is our practice to ask for a substan- 
tial retainer. In these cases, investigations usually run into heavy 
expenditures on the part of plaintiff’s lawyers. If the new client 
is unknown to us, it is only reasonable that an advance be made 
to take care of such expenditures. Of course, legal expenses and 
fees are charged against the retainer. 


* Lecture delivered before the Practising Law Institute, October 19, 1955, New 
York City. 

** Member of the New York Bar; partner of the firm of Nims, Martin, Halliday, 
Whitman & Williamson, New York City; Associate Member U. 8. T. A. 
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If the plaintiff is a satisfactory old client, or if the plaintiff 
is acceptable as a new client, the facts can then be examined. 

Facts bearing on plaintiff’s rights should first be considered. 
In the usual case, plaintiff has a trademark which he claims is 
being infringed. There are various types of trademarks, as you 
know. A trademark may consist of anything which identifies the 
source or origin of the goods bearing the trademark: names of 
places (WALTHAM,' BUDWEIS’), persons (GILLETTE,*’ SWIFT,* WEST- 
PHAL’), descriptive words (coca-coLA,® PRO-PHY-LAC-TIC’), non- 
descriptive words (ESQUIRE," BOND,’ BEECHNUT’’), and even invented 
or made up words (ksso,’’ KopAK™) have all been used as trade- 


marks. 

Plaintiff’s case may be strong or weak in direct proportion 
to the strength or weakness of the trademark involved, and this 
fact has a direct bearing upon the cost of the litigation. Usually 
the weaker the mark involved, the costlier the litigation. 

By way of digression, you will appreciate that in selecting 
trademarks, your client should take this point into consideration. 


The selection of trademarks, in many eases, is done by inexperi- 
enced persons with no knowledge of the significance of the mark 
or how the mark should be used. The trademark is selected usu- 
ally because of its association with the place of manufacture, or 
the purchaser, in one form or another, and this association makes 
the trademark more readily understood and more easily remem- 
bered by the public. The trademark describes or suggests the 
product or its place of manufacture, and, at the same time, it 
identifies, or at least it is intended to identify, the manufacturer 
as the source or origin of the product. From the merchant’s view- 


1. Waltham Watch Company v. U. S. Watch Co. 173 Mass. 85; 53 N.E. 141. 

2. Anheuser-Busch, Inc. v. Du Bois Brewing Co. 175 F. 2d 370, 39 TMR 573 
(C.A. 3, 1949). 

3. In Gillette v. Triangle 4 F. Supp. 319, 23 TMR 219, 334 the injunction included 
a prohibition of the use of the name GILLETTE. 

4. Swift § Co. v. Ray Sales Co. Inc. 13 F. Supp. 340, 25 TMR 643, (D. C. S. D. 
N. Y. 1935). 

5. Westphal v. Westphal’s World’s Best Corporation 216 A.D. 53; 243 N.Y. 639, 
16 TMR 139. 

6. For Coca-Cola cases see Table of Cases Nims, Unfair Competition & Trade- 
Marks, 4th Ed., 1947. 

7. Pro-phy-lac-tic Brush Co. v. Abraham ¢ Straus 11 F. Supp. 660, 25 TMR 382. 

= Esquire, Inc. v. Esquire Bar 37 F. Supp. 875 (31 TMR 308) (D.C. S.D. Fla., 
1941). 

9. Bond Stores, Inc. v. Bond Stores Incorporated 104 F. 2d 124 (29 TMR 520). 

10. Beechnut Packing Co. v. Lorillard 273 U.S. 629 (17 TMR 159). 

11. Esso, Inc. v. Standard Oil Company 98 F. 2d 1 (28 TMR 386) (C.A. 8, 1938). 

12. Eastman Kodak Co, vy, Weil 137 Mise. 506 (21 TMR 471). 
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point, such a trademark is much more effective than the non- 
descriptive or invented trademark. Its use avoids the necessity 
of educating the public as to the place of manufacture or the type 
of product on which the mark is used as is required in the case of 
a fanciful or strong mark. At the same time, however, in selecting 
a trademark, consideration should be given to the fact that geo- 
graphical and descriptive trademarks are much more difficult to 
sustain in litigation. It may be that in the long run, it will be 
more economical to educate the public as to the significance of 
the trademark by appropriate advertising than it will be to sustain 
rights by litigation in a geographical or descriptive mark. 

In order to determine the strength of plaintiff’s trademark, 
we find it always advisable, whether plaintiff’s trademark is regis- 
tered or not, to make a Patent Office search as well as a common 
law search, to determine whether other marks are registered or 
are in use which bear any similarity to plaintiff’s trademark. The 
facts disclosed in this search will assist in determining whether 
plaintiff is entitled to a broad or limited protection of its mark. 

Another point to be considered in determining plaintiff’s rights 
is prior litigation in the courts, registrations and prior proceedings 
in the Patent Office, and other facts of record. The litigation or 
proceedings might very well have the effect of strengthening or 
weakening plaintiff’s rights. It is necessary not only to consider 
the decisions in such cases, but also the pleadings, motions and 
evidence so that the attorneys will be fully advised of any admis- 
sions against interests or any other facts, either helpful or harm- 
ful, in determining plaintiff’s rights. 

Another type of investigation which should be made has to 
do with records in the various courts and departments which 
might disclose information bearing upon the rights of the parties 
including the County Clerk’s Office,’* the Office of the Secretary of 
State, various departments in the United States Government in 
addition to the Patent Office, as well as the Federal Trade Com- 
mission and other divisions of the Department of Commerce, such 
as the Food and Drug Administration. 

Probably the most important point to be considered involving 
plaintiff’s rights in its trademark is the sales and advertising of 
plaintiff. If the trademark involved is a strong mark, the only 





13. Royal Silver Mfg. Co. v. National Silver Co., 65 USPQ 463 (35 TMR 215). 
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vital fact involved will be the question of first use of plaintiff’s 
mark. That fact will establish plaintiff’s rights, unless a defense 
of estoppel is available. Usually, however, plaintiff’s rights rest 
upon an extended period of use and wide advertising, in which 
case these facts should be assembled. The amount of sales, the 
different products involved, together with specimens of the various 
packages on which the trademark is shown, should all be con- 
sidered. Also, amounts expended for advertising, together with 
specimens of the advertising should be considered. It will be 
obvious that the more impressive these figures regarding sales 
and advertising are, the stronger will be plaintiff’s case. It will 
also be obvious that the weaker plaintiff’s mark is, the more 
impressive should be the exhibits bearing upon the products and 
advertising. In a case which I tried last year in Fargo, North 
Dakota“ for the Standard Oil Company (Indiana), involving the 
right of the defendant to use the name THE STANDARD OIL COMPANY 
OF NORTH DAKOTA, plaintiff’s exhibits included not only the amount 
of plaintiff’s sales and expenditures for advertising, but also a 
rack of several shelves, at least twenty feet long, showing more 
than a hundred different products sold under the trademark 
STANDARD, STANDARD OIL and the name STANDARD OIL COMPANY, to- 
gether with hundreds of advertisements displaying the trade- 
marks and trade name. 

Having considered the facts supporting plaintiff’s trademark 
rights, we are now in a position to consider the defendant’s acts 
showing infringement and unfair competition. 

In the usual case, defendant’s mark is used on goods of the 
same descriptive properties as plaintiff’s goods, in which case the 
products of both parties are likely to be distributed through the 


same outlets and the likelihood of confusion is more readily ascer- 
tainable. In other cases, however, the goods are sufficiently dif- 


ferent that they are sold through entirely different outlets, and in 
such cases, proof of likelihood of confusion becomes more difficult. 
In the days gone by you will remember that under the statute 
whether the goods were of the same descriptive properties was 
stated to be an issue, but the Lanham Act put the emphasis where 


it belongs by stating the issue to be likelihood of confusion. 
It is not necessary to show that defendant’s goods have 


actually been confused as and for plaintiff’s goods, but it is neces- 


14. Standard Oil Company v. The Standard Oil Company of North Dakota 123 
F. Supp. 227 (44 TMR 956) (D.C. N.D. 1954). 
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sary to convince the court of likelihood of confusion. The acts of 
defendant should be considered with this controlling issue in mind. 

It sometimes happens that a client will be able to submit to 
his attorney the full facts with reference to defendant’s infring- 
ing acts and unfair competition. Usually, however, client will 
merely exhibit a package bearing the claimed infringing mark and 
perhaps some advertising. In such cases, it becomes necessary for 
the attorney to make a full investigation of the facts. This inves- 
tigation will include a Dun & Bradstreet report on the defendant 
and appropriate Patent Office searches. Of course, if the infring- 
ing mark is substantially the same as plaintiff’s mark, and the 
goods on which the marks are used have the same descriptive 
properties, the searches with reference to plaintiff’s mark will 
cover defendant’s mark. It is also necessary to ascertain the 
length of time of defendant’s use of the mark, the extent of such 
use, and to investigate the methods used in the sale and adver- 
tising of defendant’s products by its distributors. 

Where there is any doubt of likelihood of confusion, it is our 
practice to make a survey to determine this fact before the com- 
plaint is filed. 

In addition to survey evidence showing likelihood of confusion, 
there are various other types of confusion evidence which are 
helpful in a trademark infringement case. Of course, the best 
possible evidence is actual confusion of consumers. Usually, in 
a survey evidence of actual confusion will be developed. In most 
cases, the plaintiff will receive letters from consumers showing 
actual confusion. 

In many eases, it is helpful to show that both wholesale and 
retail distributors will pass off the defendant’s goods on call for 
plaintiff’s. I remember in the BUuDWEISER case” there was sub- 
stantial evidence that bars, on call for a glass of Bup, would supply 
the defendant’s brew. This evidence was persuasive before the 
District Court, but not so before the Court of Appeals. In some 
cases, it is possible to show that distributors use various means 
of deceiving the public into the belief that defendant’s goods are 
plaintiff’s goods, such as by the use of deceptive posters and other 
forms of advertising. Evidence of passing off and deception all 
tend to show that defendant’s acts are likely to result in the con- 





15. See footnote 2. 
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fusion of defendant’s goods as and for plaintiff’s, and, therefore, 
support the controlling issue of likelihood of confusion. 

Even though the facts bearing on infringement show likeli- 
hood of confusion, or there is evidence of other acts of unfair 
competition, still another investigation should be made, and that 
has to do with the law. 

While it is true that trademark infringement and unfair 
competition, for the most part, follow a uniform pattern, never- 
theless, in most cases, the facts are sufficiently different to justify 
an examination of the cases to find the cases where the facts are 
closest to the facts in your case. Sometimes you find decisions 
which are somewhat enlightening and may affect your advice to 
client, and certainly your approach to the case. 

If you find that the decided cases support an action by your 
client, you are then in a position to give your opinion to client 
with reference to the proposed cause of action and to secure client’s 
instructions with reference to future action. 


It is our practice to give notice of infringement in advance 


of filing a complaint. Sometimes client has already notified de- 
fendant of the claimed infringement, but if not, then the attorney 
should do so. 


In connection with the notice of infringement, it is also our 
practice to consider with client the possibility of settling the con- 
troversy without suit. It may be that a suggestion can be made 
to defendant or to defendant’s attorney which will eliminate the 
infringement, and, at the same time, be satisfactory to defendant. 
For example, there is a possibility that you can suggest the use 
of a word in lieu of defendant’s claimed mark which will be 
satisfactory to defendant and, at the same time, you can offer 
to reimburse defendant for the cost of making the necessary 
changes and give defendant a reasonable time within which to 
make the changes and use up old material. I have settled a number 
of cases by this method, but I must admit that I have failed to 
settle many more than I have settled. 

Having tried your best to settle the case, and failed, you then 
take up the complaint. 

While the allegations of the complaint having to do with 
plaintiff’s rights and the claimed infringement may be the same 
in complaints in the various courts in which the action may be 
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brought, jurisdictional allegations and rights under various laws 
require different allegations in the complaints filed in the different 
courts and under the different laws. It follows that in considering 
the complaint, it is necessary to determine the jurisdiction, venue 
where, and law under which the action will be brought. 

If the action is based upon a trademark registered in the 
Patent Office, it can be brought in the appropriate Federal court 
and the jurisdictional allegation should allege the statute which 
gives jurisdiction as well as citizenship and residence of the 
parties. 

Section 44(h) of the Lanham Act provides that foreigners 
entitled to benefits under the Lanham Act ‘‘shall be entitled to 
effective protection against unfair competition, and the remedies 
provided herein for infringement of marks shall be available so 
far as they may be appropriate in repressing acts of unfair 
competition. ’’ 

Section 44(i) gives to U.S. citizens the same benefits granted 
to foreigners. In the Stauffer case’ in the Ninth Cireuit these 
provisions alone were held to give the Federal Court jurisdiction 
in an unfair competition action. 

The Ninth Circuit has reaffirmed this doctrine in the Pagliero 
case." 

In Ross v. Newman,’** Judge Ryan of the Southern District 
of New York refused to give the Lanham Act the same construc- 
tion which was given to it in the Stauffer case. The Second Cireuit 
Court of Appeals in A.A.A. v. Spiegel’® refused to take juris- 
diction in an action where the only ground for jurisdiction was 
the Lanham Act Section 44(i). It held that the purpose of Section 
44(i) quite clearly is no more than to extend to citizens and 
residents those benefits that any convention or treaty gives to 
aliens including the same remedies for protection against unfair 
competition that Subsection (h) gives to aliens. 

Judge Hastie in the Third Circuit in reversing a judgment 
of dismissal by the District Court in the L’Aiglon Apparel case 





16. Stauffer v. Exley, 184 F. 2d 962 (40 TMR 960) (C.A. 9, 1950). 

17. Pagliero v. Wallace China Co., 198 F. 2d 339 (42 TMR 839) (C.A. 9, 1952). 

18. Ross v. Newman 94 F. Supp. 566 (41 TMR 161) ( S.D. N.Y. 1950). 

19. American Automobile Assn. v. Spiegel, 205 F. 2d 771 (43 TMR 1070) (C.A. 
2, 1953). 

20. L’Aiglon Apparel vy. Lana Lobell Inc. 214 F. 2d 649 (C.A. 3, 1954). 
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on the ground that a cause of action had been stated under 
Section 43(a) of the Lanham Act felt that since the complaint 
had also predicated jurisdiction on 44(b) (h) (i) and the District 
Court had held that this section was not applicable, the matter 
was in issue and was of sufficient importance that the Circuit Court 
should give some guidance to the district courts in the construc- 
tion of Section 44. Judge Hastie said that he was in accord with 
the view of the Second Cireuit and he specifically rejected the 
view of the Ninth Circuit. 

If there is diversity of citizenship, the action can be brought 
in the appropriate Federal court, and in addition to the necessary 
allegation of citizenship and residence of the parties, a further 
allegation is required that ‘‘The amount in controversy, exclusive 
of interest and costs, exceeds the sum or value of Three Thousand 
Dollars.’’ 

If it is decided to bring the action in the State court, it will 
be necessary to allege the residence of the parties, and if the action 
is brought under the State trademark law, it is advisable so to 
allege. 

State Trademark statutes of a number of States now include 
dilution as a cause of action. Decisions bearing on dilution hereto- 
fore have generally associated dilution with confusion.” The State 
statutes give injunctive relief ‘‘notwithstanding the absence of 
competition between the parties or of confusion as to the source 
of goods or services.’’ It will be interesting to watch decisions 
under this statute. 

Attorneys seem to believe that there is an advantage to client 
in choosing the place of trial. From my experience, it is difficult 
to say whether the State or Federal court is to be preferred. Most 
of our cases are brought in the Federal courts, but that is due 
primarily to the fact that registrations in the Patent Office are 


21. Dilution Cases: 

The Pep Boys—Manny, Moe and Jack vy. Pilivan 77 USPQ 265 (38 TMR 
681) (D.C. Mass. 1948). 

Food Fair Stores, Inc. v. Food Fair, Inc. 83 F. Supp. 445 (38 TMR 1085) 
(D.C. Mass. 1948), aff’d 177 F. 2d 177. 

Cole of California, Inc. v. Colletté of California, Inc. 79 USPQ 266 (39 
TMR 42) (D.C. Mass. 1948). 

Tiffany M4 Co. v. Tiffany Productions, Inc. 147 Mise. 679 (23 TMR 117) 
(1932). 

Philadelphia Storage Battery Co. v. Morris Mindlin 163 Misc. 52 (N. Y. 
Sup. Ct. 1932). 

Stork Restaurant, Inc. v. Sahati 166 F. 2d 348, (838 TMR 431) (C.A. 9, 1948). 
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involved. One thought should be kept in mind, namely, once the 
plaintiff gives notice of a claim of infringement, the defendant is 
in a position to file an action for declaratory judgment, and in so 
doing, choose the place of trial. It follows that the plaintiff should 
be in a position to file a complaint promptly unless defendant gives 
a satisfactory response to the notice of infringement. 


The advantages of choosing the place of trial vary with the 
ease. Usually they can be enumerated as (1) convenience in pro- 
ducing witnesses and exhibits, (2) selection of the court in the 
home community of the party, and (3) selection of a court where 
it is believed the judges have had experience in trying unfair com- 
petition cases. 


A further fact which might have bearing on the selection of 
the place of trial is how far behind the court is in the trial of cases. 
Sometimes it is desired to have a prompt trial; other times it is 
desired to delay the trial. All these facts must be considered in 
choosing the place of trial. 


The rules require that the allegations of the complaint be 
short and to the point. It is our practice, after including the 
necessary jurisdictional allegations first to allege the facts having 
to do with plaintiff’s adoption and use of its trademark and the 
establishment of trademark rights in plaintiff. Allegations of 
the manner and extent of use over the years on the products and 
in advertising should be included. These allegations will be along 
the same lines regardless of whether the action is based upon a 
registered or common law trademark or trade name. 

Following the allegations with reference to plaintiff, it is our 
practice to set forth the acts of defendant which constitute in- 
fringement. Usually an infringing trademark is involved. Other- 
times a trade name or other acts of unfair competition may be 
the basis of the action. Following the allegation with reference 
to the defendant, we conclude with allegations concerning infringe- 
ment, confusion and deception and dilution, and allege that de- 
fendant’s acts have been committed with the intent and purpose 
of appropriating and trading upon plaintiff’s good will, defendant 
is now committing the acts and threatens to continue the same, 
plaintiff has suffered serious damage, and that plaintiff has no 
adequate remedy at law. 
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The form of these allegations differs somewhat in complaints 
filed in the State court from complaints filed in the Federal court. 

At the time the complaint is prepared, it is necessary to de- 
termine whether a motion for preliminary injunction should be 
filed. If the defendant has just begun its infringing acts and wide 
confusion can be shown, it would seem advisable to bring on a 
motion for a preliminary injunction. This is particularly true 
where it can be shown that it will be to the convenience of both 
parties to stop the infringing acts promptly since defendant would 
incur less damage if the infringing acts are stopped promptly 
than he would if he is permitted to proceed for a substantial length 
of time, and at the same time damage to plaintiff will be minimized. 
On the other hand, where an action is not brought promptly, or 
if the plaintiff is not being seriously damaged, it would seem 
advisable not to bring on a preliminary injunction motion. 

Plaintiff in a federal case can give notice of examination of 
defendant’s officers twenty days after the complaint is served, 
but the normal practice is to wait for the answer, and possibly a 
counterclaim. It sometimes happens, however, that it is believed 
necessary to examine defendant’s officers and executives promptly 
after the filing of the complaint. Any such examination can be 
had only by order of the court secured on motion. In New York 
State, it is possible to secure an examination of defendant’s offi- 
cers and executives in advance of filing the complaint for discovery 
of facts necessary to frame the complaint. Normally, however, 
after the complaint is filed, nothing is done until the answer is 
filed. If a counterclaim is filed, then it is necessary to prepare and 
file a reply. 

Under modern practice, there seems to be a definite belief 
on the part of attorneys that there is an advantage in securing 
the right first to examine officers and executives of the opposing 
party. It is common practice for the defendant to serve with the 
answer a notice of examination of plaintiff’s officers and execu- 
tives. If the answer is served promptly the only way plaintiff 
can avoid this possibility is to secure an order of the court for 
an examination of the defendant’s officers and executives in ad- 
vance of the filing of the answer. In the absence of some special 
reason for such an examination, it is not likely that the court will 
permit such an examination. 
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The believed advantage in the examination of the opposing 
party first is based upon the theory that the opposing party can 
be foreed to disclose his full knowledge of the facts bearing upon 
the litigation before he has the opportunity of considering the 
other side’s facts. From my experience, however, I have found 


that there are advantages both ways. It is true that the one to 
examine first has the advantage of forcing the other to a full and 
complete disclosure. On the other hand, the one who examines 
later has the advantage of the opportunity to consider the testi- 
mony which has been given by the other party and sometimes this 
is important. 

The practice of pretrial examinations has minimized the 
importance of interrogatories. In many cases, however, both in- 
terrogatories are filed and examinations are had. The advantage 
of oral examinations over interrogatories seems to be that you 
are better able to explore the facts and avoid evasive answers. 
Our general practice is to file interrogatories with reference to 
facts which are not subject to evasion and to examine on the facts 
hearing on the important and vital issues. In some cases, we have 
thought it advisable to have the examinations take place first, 
followed later by interrogatories, and in other cases, we have 
filed interrogatories first and later conducted the examinations. 
It is difficult to determine which should precede without knowing 
the facts of the case. 


Where notice of an examination of opposing party’s officers 
and executives has been given, it is common practice also to give 
notice to produce at the hearing certain books, papers, and docu- 
ments, and usually a satisfactory arrangement can be made be- 
tween counsel with reference to the production of such documents, 
but, on occasion, difficulties arise. In a recent case,” Judge Mce- 
Gohey chided counsel for their inability to get together with 
reference to the production of documents, and in doing so, denied 
defendant’s motion to dismiss the complaint or adjudge the plain- 
tiff in contempt unless the documents were produced, and, at the 
same time, denied plaintiff’s motion for discovery and inspection 
of defendant’s records. One way to avoid such difficulties is to 


22. Hubert Baking Company v. Stroehmann Brothers Company et al. (D.C. 8.D. 
N.Y.) Civil No. 75-368, Order of 7/7/54 (Pending). 
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subpoena ‘‘designated documents’’ under Rule 45(d), as pointed 
out by Judge McGohey. 

In the days gone by, it was not unusual for a trademark and 
unfair competition case to last several weeks. The International 
Silver v. Oneida case,” which Mr. Nims and I, and others of our 
partners tried in 1935 in the Northern District, lasted six weeks. 
A similar period of time was taken in the Esso case.* 

In 1954, I tried two important trademark and unfair compe- 
tition cases, one in Fargo, North Dakota*® and the other in Win- 
ston-Salem, North Carolina** and each case was finished in three 
days. These trials were shortened in part by the insistence of the 
courts and in part by the improvement of the technique of the 
trials. In the old days, it was common practice at the trial to 
examine plaintiff’s officers at length, to bring out the necessary 
facts showing use of the marks, and thereafter, to examine in- 
numerable witnesses showing likelihood of confusion. The courts 
now endeavor to avoid such extended examinations and usually 
permit only a reasonable number of witnesses to be called. The 
modern practice is to arrange to shorten such testimony at a 
pretrial conference. In both of the cases above mentioned, the 
courts approved a stipulation between counsel which provided 
that each of the parties could submit to the other, thirty days in 
advance of trial, affidavits setting forth the facts with reference 
to sales and advertising of the parties under the trademarks in 
question, together with appropriate exhibits identified in said 
affidavit, providing the affiant was produced at the trial for cross- 
examination, if desired, and at the trial such affidavits were offered 
as exhibits together with exihibts referred to in the affidavits. 
Furthermore, the stipulation approved by the courts limited the 
number of likelihood of confusion witnesses to fifteen. 

These stipulations approved by the courts shortened the 
trials materially since it was not necessary to go into great detail 
with the officers and executives of the parties and the confusion 
witnesses were limited to a reasonable number. 





23. International Silver Company v. Oneida Community Ltd. 73 F. 2d 69 (24 
TMR 479). 

24. See footnote 11. 

25. See footnote 14. 

26. Swift § Co. v. T. W. Swift Company 124 F, Supp. 434 (45 TMR 280) (D.C. 
M.D. N.C, 1954). 
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During the past year we have had two cases, one of which, 
The Staley case*’ took eight weeks to try and the other, another 
Standard Oil case* has already taken six weeks and is still pend- 
ing. The length of time in each case was due primarily to the 
court’s acceptance of extended testimony bearing upon the like- 
lihood of confusion. These cases, however, were not normal cases, 
and in my opinion do no reflect the trend which is toward shorter 
trials. 

There are various other matters which should be taken up at 
a pretrial conference, such as the use of soft copies of Patent 
Office registrations, photostatic copies of advertisements, circu- 
lation of publications, admission of allegations of the complaint 
which the defendant is then willing to concede in addition to the 
admissions in the answer and various other arrangements which 
will shorten the trial. 

In preparing for trial, of course, it is necessary to confer with 
witnesses. It is our practice to prepare an outline of the questions 
to be asked witnesses and to ask them the same questions which 
we expect to use at the trial. It sometimes happens that a witness 
will give special meaning to wording of the questions and we find 
it advisable, therefore, to find out the reaction of witnesses to 
specific questions. If their reaction is not clear, we revise the 
question so that the witness understands it. 

Normally. the first witness to testify is an officer of the plain- 
tiff, probably the same officer who made the affidavits with ref- 
erence to sales and advertising. If the affidavits have been 
submitted, his examination is limited to special circumstances and 
incidents, giving emphasis to the importance of the trademark 
involved. The same witness may be in a position to give testimony 
with reference to the acts of the defendant. On the other hand, 
it may be necessary for another witness to testify to defendant’s 
acts. 

In preparing the case, it is also necessary to give special atten- 
tion to the exhibits which will be submitted to the court not only 
in support of plaintiff’s rights, but also showing infringement. 
The exhibits supporting plaintiff’s rights may be submitted by 


27. A. E. Staley Mfg. Co. v. Staley Milling Co. (D.C. Ill.) Civil No. 1291, 1954 
(not reported) 

28. Standard Oil Company v. The Standard Oil Company and Sohio Petroleum 
Company (D.C. Wyo.) Civil Action No. 3745 (Pending). 
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the before mentioned affidavits, in which event it will be necessary 
to prepare the witness to point out special instances of the use of 
the mark on products and in advertising. The appropriate witness, 
of course, should be prepared to identify the products on which, 
and the advertising in which the infringing mark has been used. 
All the exhibits should be prepared to impress the court. 

In getting ready for trial, we find it advisable to prepare a 
trial memorandum which will set forth the facts we expect to 
prove to the court having to do with plaintiff’s rights and the 
infringing acts of defendant. We also include in this memorandum 
points of law which support our cause of action with citation of 
pertinent cases. In the case of points, which may or may not be 
called to the court’s attention, it is our practice to prepare, in 
advance of trial, a separate memorandum on each point, and if it 
is brought up, we are then in a position to submit a memorandum 
to the court. 

Usually at the opening of the trial, the court permits a brief 
opening statement on behalf of plaintiff and reserves defendant’s 
opening statement until defendant opens its defense. 

It is my practice first to submit a trial memorandum and then 
to review briefly the issues involved, the facts which we expect to 
prove, and the infringing acts of defendant. If the court is well 
versed in trademark and unfair competition law, there is no neces- 
sity to discuss at any length the pertinent cases on the opening. 
On the other hand, I have found in many instances that the courts 
were not well versed in this branch of the law, and, therefore, it 
was of substantial importance on the opening to point out that 
under the common law, as well as the statutes, in a trademark 
infringement and unfair competition case, it is not vital to prove 
that any consumer has ever actually purchased defendant’s pro- 
duct believing it was plaintiff’s, or that plaintiff has otherwise 
actually been damaged; all that is required is proof of likelihood 
of confusion, and both the common law and the statutes make 
this clear. If consumers are likely to purchase defendant’s product 
believing it is plaintiff’s, there is threatened damage which is 
sufficient justification for an injunction. I also point out that the 
court must determine the issue of likelihood of confusion and that 
the evidence submitted is intended to assist the court in reaching 
a conclusion. If there has been actual confusion, that is positive 
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proof of likelihood of confusion. On the other hand, there are 
various ways of proving likelihood of confusion which do not 
include proof of actual confusion, and one of these methods is 
the use of surveys, which the court may or may not permit. We 
believe the cases support the right to use surveys.” 

After the opening statement, usually plaintiff’s counsel pro- 
ceeds with plaintiff’s case along the lines previously discussed. 


Following plaintiff’s case, the defendant then makes its open- 
ing statement and puts in its case, after which plaintiff may sub- 
mit reply testimony. It is our practice to avoid reply testimony 
unless it is essential or can be used as a dramatic close to the case. 
In the Fargo case*, which I have mentioned, plaintiff called a 
Post Office employee who testified that the employees had difficulty 
in distinguishing the defendant’s mail from the plaintiff’s, plain- 
tiff’s name being STANDARD OIL ComMPANY and defendant’s THE STAND- 
ARD OIL COMPANY OF NORTH DAKOTA. He stated that in numerous 
vases the mail of one party was filed in the box of the other and, 
as a result, delivered to the wrong party. After plaintiff had 
closed its case, defendant put in evidence numerous letters which 
it had received and which were addressed to defendant, intending 
such evidence to show that defendant’s letters had been delivered 
without any trouble. It so happened that the postal employee was 
in the courtroom at the time defendant closed its case. We there- 
after recalled this employee and submitted the letters to him. 
We asked him to state whether he had any knowledge of confusion 
on the part of the Post Office employees with reference to the 
letters in question. Immediately, he identified markings on the 
letters which indicated that the letters had been filed in the wrong 
box and had been removed to the proper box by the employees. 
This was not an important piece of evidence but obviously it 
counteracted the effort of defendant to create the impression that 
there was no confusion in the Post Office. 


29. Surveys: 
Oneida Ltd. v. National Silver Company 25 N.Y.S. 2d 271 48 USPQ 33 
(31 TMR 64) (N.Y. Sup. Ct. 1940). 
Cleo-Syrup Corporation vy. Coca-Cola Co. 139 F. 2d 416 (34 TMR 34) (C.A. 
8, 1943); cert. den. 321 U.S. 781 (1944). 
U. S. vy. 88 Cases More or Less containing Bireley’s Orange Beverage, 187 F. 
2d 967 (C.A. 3 1951) cert. den. 342 U.S. 861. 
Household Finance Corp. v. Federal Finance Corp. et al. 105 F. Supp. 164 
(D.C. Ariz. 1952). 
30. See footnote 14. 















Vol. 45 T. M. R. 





THE TRADEMARK REPORTER 


The importance of an honest and straightforward approach 
in the preparation and presentation of plaintiff’s case cannot be 
over-emphasized. The morals of plaintiff’s executives come to 
light during the preparation of the case. Sometimes they are 
exposed in digging into the facts. More frequently, however, you 
run into them in preparing the witnesses. You then will be able to 
judge whether or not the executive you are preparing as a witness 
is a stickler for accurate statements or is evasive and attempts to 
give an impression which is not warranted by the facts. The best 
witness is one who shows he is honest and straightforward. He 
will impress the Court. 

In preparing a witness, it is essential to find out about his 
past history. If he has had any bad experiences which cannot be 
explained, he should not be used as a witness. If such experiences 
are brought out at the trial, they are bound to affect your chances 
of success. 

It is important to the plaintiff’s case to present the testimony 
to the Court in a way to convince the Court that the plaintiff is a 
good and honest concern. It is also important to show, if it is the 
fact, that the @efendant is unreliable, and, if possible, that his 
present acts of infringement are typical of past acts. 

In the recent case in Winston-Salem, North Carolina, for 
Swift & Company, which I have mentioned, the defendant was T. 
W. Swift Company, which sold hair shampoo and other products. 
The business was incorporated and operated by its president, 
Thomas W. Swift, who felt that he was entitled to use his own 
name. Plaintiff did not object to the use of his full name, but 
rather to the sale of defendant’s products as swirr’s SHAMPOO and 
the like. Swift & Company for many years had sold soaps and 
shampoos, as well as meats. On a pre-trial examination, as well 
as on cross-examination at the trial, defendant’s president was 
forced to admit that the pending case was not the first time a 
competitor had complained about his packages, that some years 
ago he had changed the colors used on his packages and destroyed 
substantial quantities of his old packages at the demand of another 
competitor. I cannot say what effect this evidence had, but de- 
fendant was enjoined from using swirt apart from his name. ° 

It is also important to plaintiffs’ case for plaintiffs’ attorney 
to impress the Court with his straightforwardness. Nothing will 
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put a case in jeopardy more than calling the dishonesty or trickery 
of counsel to the attention of the Court; and this is important to 
plaintiffs’ case whether applied to plaintiffs’ attorneys or de- 
fendants’ attorneys. 

I remember once on a motion in Oneida, N. Y. Counsel for 
the moving party had submitted an affidavit in which he referred 
to a decision in the New York State Court of Appeals. He stated 
that he had read the record of the case, and he included in his 
affidavit a quotation from the record, which quotation seemed to 
give full support to a favorable decision on his motion. For- 
tunately, we sent one of our boys to the Bar Association Library 
to check the complete record, and on other pages of the record 
statements were found which fully explained away the quoted 
language of counsel and had the effect of destroying the significance 
of the decision on the pending motion. An affidavit of the librarian 
of the Bar Association, with attached photostats of the pertinent 
portions of the record, were submitted at the argument of the 
motion. Counsel for the moving party gave no explanation for 
his error. Suffice it to say that the Court denied the motion. 

I repeat that an honest and straightforward presentation of 
the facts in law are essential in cases involving trademark infringe- 
ment and unfair competition. 


oO 
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PREPARING AND PRESENTING DEFENDANT'S CASE 
IN TRADEMARK LITIGATION* 


By Sylvester J. Liddy** 


Many lawyers who specialize in the field of trademarks and 
unfair competition find that they are called upon to advise pro- 
spective plaintiffs more frequently than they are asked to advise 
prospective defendants. This is understandable since most of their 
practice is devoted to protecting trademarks and accordingly, it 
is natural that their services are most sought after by trademark 
owners whose marks are in jeopardy rather than by the occasional 
businessman or corporation accused of trademark infringement 
and unfair competition. 

When, therefore, a client first presents to you for your opinion, 
advice and possible defense, a charge made against him that he is 
competing unfairly with another by infringing such other’s trade- 
mark, the most important point for you to remember at the outset 
is that you must withhold your judgment, advice and opinion (and, 
naturally, your decision as to whether or not you will represent 
him) until all the available facts are in and properly evaluated. 
This, of course, is elemental but its importance needs stressing 
particularly since, subconsciously, you may at first be inclined to 
view the important facts solely from the standpoint of a plaintiff’s 
counsel. 

The proper frame of mind is, therefore, essential to a proper 
evaluation of a case. In all probability your client will not, at this 
initial conference, be in possession of all the facts—either in his 
favor or against him. In gathering for your consideration what 
he considers to be the pertinent data, he may have failed to recog- 
nize the importance of many factors. This is not surprising since 
the average businessman has at best only a vague knowledge of 
the foundation of trademark rights and the fact that a trademark 
is property only in a limited sense. You will have considerable 
digging to do and here your possible tendency to view a case froni 
a standpoint of a plaintiff’s counsel will be most helpful in evalu- 
ating the case against your client. 


* Lecture delivered before the Practising Law Institute, October 26, 1955, New 
York City. 

** Member of the New York bar; senior member of the firm of Munn, Liddy, 
Nathanson & March, New York City; special counsel to United States Trademark 
Association on state trademark matters; chairman of Committee on Trademarks of 
the American Bar Association, Patent, Trademark and Copyright Section. 
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You will impress upon your client that the case is one in equity 
and that mere technicalities will receive little consideration from 
a court. The ultimate decision of the court will be based on what 
the judge considers will be most equitable from the standpoint of 
the parties and from the standpoint of protection to the purchasing 
public. 

As the pattern of your client’s case unfolds, it will be well to 
continue to examine the facts from the standpoint of a plaintiff. 
When thus viewed, you will be less likely to overlook damaging 
factors and in so viewing the case you will be more likely to recog- 
nize at once defects in the plaintiff’s case. These defects or weak- 
nesses may not necessarily be controlling but, on the other hand, 
one or more may conceivably be fatal to plaintiff’s position. 

After all the facts in favor of the plaintiff have been cata- 
logued, then attempt to list your favorable facts from the defend- 
ant’s standpoint and thus try to meet and offset the plaintiff’s 
contentions point by point. This procedure will soon disclose your 
client’s strong points as well as his weak ones. 

It is at about this time that you will be in a position to decide 
for yourself whether or not you will act for the defendant. Your 
client, of course, is entitled to have his defense handled by counsel 
who believes in his case. 

Don’t waste time on defenses that will not stand up. I shall 
mention some defenses you can forget since reliance on them may 
lead to a false sense of security in your case and possibly cause 
you to overlook more substantial defenses on which you could 
otherwise concentrate. It is a mistake, in my opinion, to proceed 
on the theory that you will throw in ‘‘everything but the kitchen 
sink’’ in the hope that one defense will stick. Your strong defenses 
will be lost in the maze and are bound to suffer by being grouped 
with defenses which are untenable. I mention the following few 
‘*defenses’’ which will not stand up only because they have been 
frequently advanced. By way of example, the defense that plaintiff 
is a foreign corporation which has failed to obtain a certificate 
to do business in the state, will not be sustained. The state alone 
can complain of plaintiff’s failure to comply with the statute.’ 


‘Tt is not the concrete right to do business in a state that is 


1. General Film Co. of Missouri v. General Film Co. of Maine, 237 F. 64 (7 TMR 
50) (CLA. 8, 1916). 
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in question, but the right of a corporation of any state, right- 
fully doing business, to be free from unfair competition on 
the part of anyone in any state.’” 

Let us take another example. A defendant sometimes uses 
the accused mark as part of its corporate name. The fact that the 
defendant has secured a corporate charter from the state of its 
incorporation is no defense if the corporate name or any part of 
it infringes a trademark. 

‘*The issuance of its charter did not confer on the defendant 

any right wrongfully to use a name already used by another, 

nor was it an adjudication by the state of the legality of the 
name chosen. That is a matter for this court to determine. 

Hudson Tire Co. Inc. v. Hudson Tire & Rubber Corporation 

(D.C.) 276 F. 59.’” 

Another defense that is often raised is that there can be no 
unfair competition if there is no competition. It is true that up 
until the latter part of the nineteenth century actions for trade- 
mark infringement and unfair competition appear to have involved 
use of a mark on competing goods only.‘ But that has long since 
ceased to be the law. The Lanham Act provides that the owner of 
a registered mark will be protected against use by another that 
is ‘‘likely to cause confusion or mistake’’.’ The emphasis is on 
unfairness not on competition. Long before the passage of the 
Lanham Act many cases have held that actual confusion need not 
be shown but only the likelihood of confusion.* 


2. United Drug Co. v. Parodney, 24 F. 2d 577, 581 (18 TMR 70) (E.D. N.Y. 1928) ; 
United States L. & H. Co. of Maine v. U.S. L & H Co. of N.Y., 181 F. 182 (6 TM Bull. 
348) (S.D. N.Y. 1910). 

3. Great Atlantic § Pacific Tea Co. v. A. & P. Radio Stores, Inc., 20 F. Supp. 703 
at 707 (27 TMR 783) (D.C. E.D. Penna. 1937). 

4. “Developments in the Law—Trade-Marks and Unfair Competition”, 68 Harvard 
Law Review 814 at 844. For a collection of early cases see Sawyer v. Horne, 1 Fed. 24 
at 33-38. 

5. Act of 1946, Sec. 32(1) (a). 

6. Yale Electric Corporation v. Robertson, 26 F. 2d 972, 974 (18 TMR 321) 
(C.A. 2); Walter v. Ashton, 1902, 2 Ch. 282; Aunt Jemima Mills Co. v. Rigney ¢ Co., 
247 F. 407, L.R.A. 1918, 1039 (8 TMR 163) (C.A. 2); cert. den. 245 U.S. 672, 38 
S.Ct. 222, 62 L. Ed. 540; Aluminum Cooking Utensil Co. v. Sargoy Bros. §& Co., 276 
F. 447 (12 TMR 53 (D.C. E.D. N.Y.); Vogue Co. v. Thompson-Hudson Co., 300 F. 509 
(15 TMR 1) (C.A. 6); Wall v. Rolls-Royce of America, 4 F. 2d 333 (15 TMR 239) 
(C.A. 3); Hudson Motor Car Co. v. Hudson Tire Co., 21 F. 2d 453 (17 TMR 459) 
(D.C. N.J.); Duro Co. v. Duro Co., 27 F. 2d 339 (18 TMR 430) (C.A. 3); Standard 
Oil Co. v. California Peach § Fig Growers, 28 F. 2d 283 (19 TMR 1) (D.C. Del.) ; 
Del Monte Special Food Co. v. California Packing Corporation, 34 F. 24 774 (19 TMR 
443) (C.A. 9); Waterman Co. v. Gordon, 72 F. 2d 272 (24 TMR 343) (C.A. 2); Alfred 
Dunhill of London v, Dunhill Shirt Shop, 3 F. Supp. 487 (D.C.); Great Atlantic ¢ 
Pacific Tea Co, v. A. & P. Cleaners & Dyers, 10 F. Supp. 450 (25 TMR 557) (D.C. 
W.D. Pa.); Great Atlantic ¢ Pacific Tea Co, v. A. & P. Radio Stores, Inc., supra; 
for additional cases holding that only likelihood of confusion is necessary see Callmann, 
Unfair Competition and Trade Marks, Vol. 3, 1372 n. 61 (Second Edition 1950). 
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Even the traditional defense of unclean hands is subject to 
rather strict construction. It is still the rule, of course, that he 
who goes into equity must go with clean hands. But the uncon- 
scionable, inequitable or immoral conduct of a plaintiff must be 
germane to the issue. It must stem from the same matters as 
those about which he complains of the defendant or the plaintiff’s 
claim to relief must grow out of or depend upon his own prior 
fraud. Justice Holmes once said: 

‘‘Of course a man is not to be protected in the use of a device 

the very purpose and effect of which is to swindle the public. 

But the defects of a plaintiff do not offer a very broad ground 

for allowing another to swindle him.’” 

Courts are reluctant to apply the doctrine of unclean hands 
where mere technicalities are involved*® and plaintiff’s mark has 
acquired a secondary meaning. 

Where the plaintiff’s conduct causing the plaintiff’s unclean 
hands can be corrected within a short period of time, the defend- 
ant has been enjoined from infringing the mark on condition that 
the plaintiff cease his itaproper practices. In some cases the 


plaintiff’s action has been dismissed without prejudice so that if 
‘‘he cleans his hands’’ he ean return to court and obtain an 


injunction.° 

So much for examples of defenses without merit or at best 
of limited value. Let us now examine a few possible defenses of 
considerable value. Bearing in mind again that we are in equity 
and must show to the court some ground or grounds which would 
make it inequitable for the court to intervene and restrain the 
defendant from using his mark, let us re-examine the facts in 
our case. Have there been any business relations between the 
parties which would spell out an estoppel? We are not here 
considering mere laches. Mere delay without change of position 
on the part of the defendant will not bar plaintiff from an in- 
junction,” although it may prevent an accounting. We should 


7. Coca Cola Co. v. Koke, 254 U.S. 143, 145, 65 L. Ed. 189 (10 TMR 441). See also 
Nims on Unfair Competition and Trade Marks, 4th Edition, pages 1223-1228, 

8. Best Foods Inc. v. General Mills, Inc., 3 F.R.D. 459 at 462-464 note 4; 62 
USPQ 343 at 346 (34 TMR 278). 

9. W., A. Gaines & Co. vy. Turner-Looker Co., 204 Fed. 553 (3 TMR 311) (C.A. 6). 
See Chafee, “Coming Into Equity With Clean Hands,” 47 Michigan Law Review 1065, 
1076-80 (39 TMR 787) (1949). See also “Developments in the Law—Trade-Marks and 
Unfair Competition,” supra, at p. 887. 

10. Rothman v. Greyhound Corp., 175 F. 2d 893 (39 TMR 685) (C.A,. 4). 
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look for some action on the part of plaintiff on which the defendant 
has relied. For example, in the case of Dwinell-Wright Co. v. 
White House Milk Co." the plaintiff indicated its acquiescence in 
defendant’s adverse use by selling its product to the alleged 
infringing defendant’s parent corporation (The Great Atlantic 
& Pacific Tea Company) for resale and continued to deal with it 
for sixteen years without protest. At first blush this case appeared 
to have all the elements necessary to support adequately plain- 
tiff’s charge of trademark infringement and unfair competition. 

Priority of use was in the plaintiff. Plaintiff had adopted 
its mark for coffee and tea long prior to defendant’s adoption of 
the same mark for evaporated milk. The respective products 
while not identical, were certainly closely related and constituted 
goods of the same descriptive properties under the 1905 Act. The 
mark in question was a composite one consisting of the words 
WHITE HoUsE, together with the pictorial representation of the 
executive mansion in Washington. Defendant’s mark was identical 
down to the smallest detail. There was actual confusion and 
loss of sales as the result of such confusion. Plaintiff had been 
successful in cancelling defendant’s registration of its wHITE 
HOUSE mark which had been on the register for many years.’ It 
is true that plaintiff had delayed taking action for a long time 
but this normally would not have prevented the court from grant- 
ing injunctive relief. What completely defeated plaintiff was its 
own acts in relation to the defendant and defendant’s wH1TE HOUSE 
milk. The plaintiff knew of the general use of the wHITE HOUSE 
label in connection with the sale of evaporated milk by the defend- 
ant in 1928 or 1929 and knew that the product was being sold 
through the stores of defendant’s parent company, The Great 
Atlantic and Pacific Tea Company. Plaintiff’s general sales 
manager and plaintiff’s eastern sales representative met in New 
York with the supervisor of purchases for the Tea Company. 
Plaintiff’s sales manager offered to pay the Tea Company a 5% 
advertising allowance if the Tea Company would purchase wuHitTe 
HOUSE coffee for sale in its stores and advertise WHITE HOUSE 
coffee in the store ads of that company. Plaintiff’s eastern sales 
representative even suggested a combination advertising offer 


11. 44 F. Supp. 423 (32 TMR 102). Affirmed 132 F. 2d 822 (33 TMR 2) (C.A. 2). 
lla. 111 Fed. 2d 490 (30 TMR 351) (C.C.P.A.). 
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of WHITE HOUSE coffee and wHITE HOoUsE milk. It was his idea 
that this combination offer would help plaintiff’s sale of wurrr 
HOUSE coffee. This suggestion was turned down by the Tea Com- 
pany because it had its own brands of coffee. The conference 
resulted in an agreement between the plaintiff and the Tea 
Company. Thereafter under the agreement the Tea Company in 
newspaper ads told the public that wH1re Hovse coffee could now 
be purchased in all A & P stores. Thereafter and up to about 
three weeks before suit was commenced the plaintiff sold its 
coffee to the Tea Company for sale in its stores with knowl- 
edge that the Tea Company was advertising and distributing 
WHITE HOUSE milk and that it was using the trademark wuitTe 
HousE to identify the milk and that the product was being sold 
over the same counters to the same class of customers that pur- 
chased WHITE HOUSE coffee. During all of this period wHITE HOUSE 
milk was extensively advertised in A & P store ads. Frequently 
WHITE HOUSE coffee and wHiTe HoUsE milk were advertised in 
the same ad. All of this time plaintiff was paying the Tea Company 
an advertising allowance with knowledge that its product had 
been frequently advertised in A & P store ads where WHITE HOUSE 
milk was also advertised. In writing the opinion of the Court of 
Appeals Judge Learned Hand stated inter alia: 
‘‘We agree with the judge that it would be unjust to deny the 
defendant its right to use the mark in selling milk. From the 
first moment when it learned of the Wisconsin Company’s use 
of the mark down to 1936 — sixteen years — the plaintiff did 
nothing to stop that use; it merely stood aside and watched 
the business grow at great cost to colossal proportions. That 
alone would make us hesitate to intervene; but it is far from 
the measure of the plaintiff’s implied assurance. When it 
began to deal with the Tea Company in 1928 it affirmatively 
suggested the joint sale of milk and coffee under the same 
mark; after the Tea Company had refused this, it contributed 
to the joint advertising of both, and continued to do so for 
eight years, during which the milk business continued to grow. 
Even in 1930 when for the first time it began really to be 
injured, it did nothing; not a word of protest, or gesture of 
complaint, escaped it for six years more; and still the milk 
business kept increasing. What equity it can have the hardi- 
hood now to assert; how it can expect us to stifle a competition 
which with complete complaisance, and even active encourage- 
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ment, it has allowed for years to grow like the mustard tree; 
why we should destroy a huge business built up with its con- 
nivance and consent; this we find it impossible to understand.’’ 


The above case and its companion case, Dwinell-Wright Co. 
v. National Fruit Products Co.,” bring us to a consideration of a 
further defense frequently and many times successfully advanced. 
This is the defense that so-called ‘‘weak’’ marks are entitled to 
less protection in scope than are so-called ‘‘strong’’ marks. An 
excellent treatment of the subject of strong and weak marks will 
be found in ‘‘ Developments in the Law—Trade-Marks and Unfair 
Competition’’ in the Harvard Law Review for March, 1955, here- 
tofore referred to in the footnotes. The authors point out that this 
doctrine of strong and weak marks establish a hierarchy of marks 
which are said to merit varying degrees of protection. The authors 
state: 
‘‘The rational behind such classification is that one who 
chooses a mark in common use or one suggestive of the 
qualities of his product needs protection against use of his 
mark only on closely related goods; the public, accustomed to 
frequent use of the mark, would not be likely to attribute 
different goods bearing the mark to a single source. In addition 
the owner should receive no more protection than is necessary 
to prevent the passing off of closely related goods, in view of 
the interest of others in the use of the word as a mark for 
their own goods. * * * 
This fear of granting a trade monopoly in common words may 
result in courts tolerating a certain amount of public confusion 
when the weak mark is used on different goods, while pre- 
venting the same amount of confusion when the strong mark 
is used on even less closely related goods. 
The difficulty with classification into strong and weak marks 
is that it may tend to obscure the basic question of likelihood 
of confusion of origin. Whether a mark is strong or weak 
should only be evidence of such likelihood, along with such 
factors as similarity of the two products and resemblance of 
the two marks. In fact, several recent cases under the 
Lanham Act, relying on Judge Hand’s observation that the 
question of how far the penumbra of a mark has extended is 
a ‘matter of proof and of that alone’ have considered the 
reputation the plaintiff has built around his mark, even though 





12. 140 Fed. 2d 618 (34 TMR 128) (C.A. 1). 
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the mark is weak, as being determinative of the question of 
likelihood of confusion.’’ (Citing several cases)” 


In the White House case referred to above, the mark wHITE 
HOUSE was not, strictly speaking, a weak mark. It was in fact 
arbitrary but, nevertheless, in common use. 


I should like to here insert a word of caution in establishing 
common use at the trial. Many defendants have been content in 
the past to introduce third-party registrations in support of the 
proposition that plaintiff’s mark is in common use for other and 
sometimes related products. Do not rely solely on third-party 
registrations. Wherever and whenever possible, prove the third- 
party use and bring into your record testimony and exhibits 
establishing such third-party use. This has become particularly 
important in recent years. Assuming that use of other marks by 
third parties can be considered and assuming that registrations 
of others can be accepted as evidence of use of the marks in a 
proceeding not involving the registrations (which may be doubted, 
see Stardust, Inc. v. The Finer Full Fashioned Hosiery Co.) the 
registrations prove nothing concerning continued use after the 
registration, nor do they prove anything concerning the extent 
of use of the marks disclosed. Since the defendant’s argument is, 
in effect, that the public is so familiar with the accused mark in 
issue that members of the public would give little or no consider- 
ation to such mark as an indication of origin without looking to 
additional factors to determine such origin, the burden is on the 
defendant to offer proof of the extent of familiarity by the public 
with the mark.** In other words, for example, it is not sufficient 
to show a number of third-party registrations of the words wHiTE 
HOUSE but actual proof of third-party use at the time of the trial 
is most important. As pointed out above, the argument is that 


13. Landers, Frary & Clark v. Universal Cooler Corp., 85 F. 2d 46, 48 (26 TMR 
591) (C.A. 2, 1936); Admiral Corp. v. Penco, Inc., 106 F. Supp. 1015 (42 TMR 853) 
(W.D. N.Y., 1952), aff’d 203 F. 2d 517 (43 TMR 616) (C.A. 2, 1953), doctrine of 
strong and weak marks expressly repudiated) ; Sunbeam Corp. v. Spear, 120 F. Supp. 
5388 (44 TMR 490) (E.D. Pa., 1954). Pure Foods, Inc. v. Minute Maid Corp., 214 
F, 2d 792 (44 TMR 1408) (C.A. 5, 1954). 

14. 85 USPQ 507 (40 TMR 592). 

15. The Upjohn Company v. Nance, 94 USPQ 198 at 199 (42 TMR 790). See 
also B. A. Railton Co. v. Schell Ranch §& Packing Co., 102 USPQ 401 (44 TMR 1453), 
in which case evidence of actual use of third-party marks was introduced, not merely 
third-party registrations. This evidence of actual use the Commissioner held “is indica- 
tive of a probability that the minds of purchasers have been ‘conditioned’ in respect 
of these words as components of trademarks to the extent that they are apt to be more 
conscious of the marks in their entireties.” 
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there are so many users of the mark in question that the public 
has come to distinguish various products bearing the same mark 
and understands that they come from different sources. This, 
therefore, is a matter of proof and should be established by actual 
evidence of extensive and current use and not mere reliance on 
third-party registrations. 

We next come to a consideration of the defense that the marks 
in issue are not deceptively similar and that defendant’s trademark 
is not an infringement. In establishing this defense, it is well to 
ascertain, first, whether plaintiff’s mark has ever been ajudicated 
either in the courts or before the Patent Office tribunals. We begin 
with the proposition that each case must be considered separately 
and precedents in trademark cases are not conclusive."* We also 
face at the outset the well established rule that decisions in cases 
between the same parties on the right to registration in the Patent 
Office or in the United States Court of Customs and Patent Ap- 
peals are not controlling on a court of equity in an infringement 
suit. Despite this fact decisions of the Patent Office tribunals and 
the Court of Customs and Patent Appeals are persuasive and are 
entitled to great weight. In the recent case of the Perry Knitting 
Company et al. v. Meyers et al.," Judge Leibell stated: 


‘‘The decision of the Patent Office on the questions of similar- 
ity of the two marks in oral speech, and the likelihood of con- 
fusion of the purchasing public, although not res adjudicata, 
nevertheless carries substantial weight, because of the Com- 
missioner’s familiarity in dealing with such problems. Miles 
Shoes, Inc. v. R. H. Macy & Co. Inc., 199 F. 2d 602, 42 TMR 
911 (C. A. 2). 


Since the courts will give considerable weight to decisions of 
the Patent Office tribunals and the decisions of the United States 
Court of Customs and Patent Appeals, a careful study, particu- 
larly of recent decisions, may well lend support to the defendant’s 
contention that his mark is not deceptively similar to the mark of 
the plaintiff and hence is not likely to cause confusion or mistake 
of the purchasing public. In ‘‘The Eighth Year of Administration 
of the Lanham Trademark Act of 1946’’, Dr. Walter J. Derenberg™ 


16. LaTouraine Coffee Co. Inc. v. Lorraine Coffee Co. Inc., 157 F. 2d 115 at 117 


(36 TMR 271) (C.A. 2). 
17. 120 F. Supp. 880 at 882, 883 (44 TMR 821) (D.C. 8.D. N.Y., 1954). 


18. 45 TMR 987 at 1029. 
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points out that there has been in the last two years a noticeable 
tendency both in the decisions of the Court of Customs and Patent 
Appeals and in those of the Commissioner of Patents toward favor- 
ing the applicant rather than the opposer in determining the like- 
lihood of confusion. The decisions reflect a much more liberal 
policy. Dr. Derenberg points out that of course it must be realized 
that each case depends upon its own facts and that there are fre- 
quently collateral circumstances which do not directly affect the 
question of similarity of marks or goods involved. Nevertheless, 
‘*it still must be found significant that, for instance, during the 
period from October 1954 to June 1955, oppositions have been sus- 
tained on appeal to the Commissioner in only about five out of 
twenty-five cases, and a similar trend is noticeable since June.’”” 
It may be of considerable help to a defendant to be able to point 
out to the court that the Commissioner of Patents in some instances 
and the Court of Customs and Patent Appeals in others have held 
the following marks not confusingly similar: 


COLORTINT and coLoraToNE both for hair coloring prepara- 
tions.” 


TExcon for molded concrete structural members and TExcor 
for portland cement.” 


BUBBLE STREAM and BUB-L-aIR both for aerators.” 

MEL.O.PoPs for hard candy and MELo-pop for popcorn season- 
ing.** 

OLD FASHION for sausage seasoning and OLD FASHIONED for pre- 
pared meat products.” 


MAYA DE MExiIco for women’s lightweight clothing and Maya 
for women’s cloth and fur coats.” 


HURRICANE for internal combustion engines and HURRICANE for 
outboard motors, etc.” 


19. Ibid. 
20. Monroe Chemical Company v. The Nestle Lemur Company, 106 USPQ 339 
5 TMR 1382) (Com’r of Patents, 1955). 
21. Lone Star Cement Corp. v. Texas Concrete Products Corp., 102 USPQ 309 
5 TMR 73) (Com’r of Patents, 1954). 
22. Wrightway Engineering Company v. Knickerbocker Rubber Co., 106 USPQ 
338 (45 TMR 1384) (Com’r of Patents, 1955). 
23. The Humko Co. v. Favia, 103 USPQ 239 (44 TMR 1346) (Com’r of Patents, 
1955). 
24. Ex Parte Pee Dee Company, 106 USPQ 367 (Com’r of Patents, 1955). 
‘ Ex Parte Maya de Mexico, 103 USPQ 158 (45 TMR 227) (Com’r of Patents, 


Kiekhaefer Corporation v. Willys-Overland Motors, Inc., 103 USPQ 148 (45 
TMR 213) (Com’r of Patents, 1954). 
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TALK-A-PHONE and SELECT-0-PHONE both for communication 
equipment.”’ 

DORIAN-SPUN for men’s suits, coats, etc. and 

poRIAN for ladies’ nightgowns and negligees, etc.” 

TURKS and 

TURKISH CANDY both for candy.” 

CLIMATROL for gas furnaces and 

CLIME-MaTIc for air conditioning units.*° 

TWEEZ-EEZ and 

Twissors both for tweezers.” 

PENoptic for welding goggle and welding helmet lenses and 
PANOPTIK for prescription lenses.” 


sun-c for fresh grapefruit and 
sunny for a line of processed foods and food products 


including canned fruits.* 


[ call your particular attention to the last case cited above 
on this point wherein the Commissioner of Patents held that sun-c 
and sunny were not deceptively similar under the facts in that 
case. The case illustrates two cardinal points which I have stressed 
earlier. The first point is that there are frequently collateral 
circumstances which substantially determine the outcome of a 
ease. This case furnishes a very good example. The collateral cir- 
cumstance there involved was the fact that the applicant, the party 
in position of defendant, proved that many registered marks which 
included a portion of the applicant’s mark (sun) were in common 
use by third parties for the same or similar products. These third- 
party marks were SUNNY MOUNTAIN, SUNNY HEIGHTS, SUNNY MESA, 
SUNNY COVE, SUNNY CAL, SUN GARDEN, SUNDOWN, SUN IDOL, SUNNY 
DAWN, SUN-E-TEX, SUNNY HILLS, SUNVIEW and suN-RAPT. The Assist- 
ant Commissioner held, and properly, that this evidence showed 
actual use by at least fourteen different entities of marks com- 


27. Kellogg Switchboard ¢ Supply Co. v. Talk-A-Phone Co., 42 CCPA (Patents) 


766, 104 USPQ 398 (45 TMR 470). 
28. Dorian-Macksoud Corp. v. Rose Bros. Inc., 103 USPQ 367 (45 TMR 122) 


(Com’r of Patents, 1954). 
29. Price Candy Company v. Gold Medal Candy Corporation, 105 USPQ 266 (45 


TMR 715) 220 F. 2d 759 (C.C.P.A. 1955). 
30. L. J. Mueller Furnace Company v. United Conditioning Corp., 106 USPQ 


(45 TMR 1223) (C.C.P.A. 1955). 
31. Kurlash Co. Inc. v. Millers Forge Mfg. Corp., 100 USPQ 21 (44 TMR 561) 


(Com’r of Patents, 1953). 
32. Bausch & Lomb Optical Co. v. Pennsylvania Optical Co., 102 USPQ 213 (44 


TMR 1324 (Com’r of Patents, 1954). 
33. B. A. Railton Co. v. Schell Ranch §& Packing Co., 102 USPQ 401 (44 TMR 


1453) (Com’r of Patents, 1954). 















Vol. 45 T. M. R. DEFENDANT’S CASE 1433 


prising sUN or sunNy together with other components for food 
products and held that this fact was ‘‘indicative of a probability 
that the minds of purchasers have been ‘conditioned’ in respect 
of these words as components of trademarks to the extent that they 
are apt to be more conscious of the marks in their entireties’’. 
The second cardinal point to be remembered with respect to the 
above case is that the applicant did not rely merely on third-party 
registrations. The applicant took testimony and proved the use 
and, more importantly, the extent of use of the third-party marks. 
The testimony on this point consisted of that of the president of 
a wholesale fruit and produce company who was called as a witness 
by the applicant. He testified that the business of his company 
was that of growers, shippers, commission merchants, hotel and 
restaurant purveyors, and jobbers of fresh fruit and produce, and 
he testified further that he personally had had experience with 
brand names used on fresh fruits and vegetables since 1909. 
Having thus qualified, he thereafter identified labels bearing each 
of the marks referred to above. 

Another possible defense worth exploring is the plaintiff’s 
title to his mark, particularly if the plaintiff’s history discloses a 
number of purported assignments. The late Edward S. Rogers 
pointed out long ago that there is no magic in the words ‘‘ business 
and good will’’ and if it is clear that no good will has been in fact 
transferred the courts will hold the assignment a mere sale of a 
naked symbol and consequently void. 

‘‘In trade-mark matters the place where the most numerous 
and the most costly mistakes are most frequently made is in 
the matter of transfers. The regrettable part of it is that most 
of them could have been avoided. It is a common thing at a 
conference of lawyers discussing the conduct of a trade-mark 
case to hear someone say ‘Oh well, the title looks well enough 
on paper, but wait till he tries to prove up. There are four 
or five transfers and its dollars to doughnuts there’ll be a hole 
in some of them’. And there usually is.’ 

It is to be noted in passing that the entire good will of a busi- 
ness need not pass with the trademark. The Lanham Act provides 
that a mark may be assignable either with the entire good will 
or with that part of the good will of the business connected with 
the use of the mark.* 


34. Rogers “Good Will, Trade-Marks and Unfair Trading”, pp. 107-108. 
35, Lanham Act. See. 10. 
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It should also be noted that the Lanham Act also provides 
that proof that a mark is being used by an assignee ‘‘so as to 
misrepresent the source of the goods or services in connection with 
which the mark is used’’ is ground for cancellation.” 

Since we are searching primarily for equitable defenses, it 
would be well to ascertain if the plaintiff has ever entered into 
any agreements with third parties with respect to the use of 
plaintiff’s mark. We have heretofore discussed the possible effects 
of dealings between the plaintiff and the defendant on which deal- 
ings the defendant has relied. Of equal importance are dealings 
with respect to his mark which the plaintiff may have had with 
someone other than the defendant. For example, an agreement 
by the plaintiff with another providing for joint use of plaintiff’s 
mark for different products but in the same field may result in 
severely restricting the protection given plaintiff’s mark in other 
fields. A case in point is that of California Fruit Growers Exchange 
and California Packing Corporation v. Sunkist Baking Co." The 
California Fruit Growers Exchange and the California Packing 
Corporation had entered into an agreement long previous to the 
institution of the above mentioned suit wherein the California 
Fruit Growers Exchange used the mark sunxist for oranges, 
lemons, citrus fruits, oils and acids, pectin, citrus-flavored non- 
alcoholic maltless beverages as soft drinks, and concentrates for 
making soft drinks. California Packing Corporation used the 
mark sun-kist for canned and dried fruits and vegetables, milk, 
butter, walnuts, catsup, pickles, olive oil, jams, jellies, olives, cof- 
fee, tea, beans, pineapple juice, grape juice, tomato juice, raisins, 
grapes, and various other products. This joint and concurrent 
use arrangement of the trademarks sunxkist and suNn-kKist by both 
plaintiffs resulted from an agreement between the parties whereby 
each granted the other the right to employ the mark on the goods 
enumerated above. Many years later the California Fruit Growers 
Exchange and the California Packing Corporation joined as party 
plaintiffs against the defendant, Sunkist Baking Co., who were 
engaged in baking and selling bread and buns, including raisin 
bread, under the firm name and style of Sunkist Baking Co. The 


36. Lanham Act, Sec. 10. See also E. F. Pritchard Co. v. Consumers Brewing Co. 
136 F. 2d 512 (33 TMR 370) (C.A. 6, 1943). 
37. 166 F. 2d. 971 (38 TMR 188) (C.A. 7, 1947). 
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defendant also used the words SUNKIST BREAD and SUNKIST in con- 
nection with its business. 


The lower court found that the use of the name suNKIsT on 
bread or buns was likely to cause confusion or mistake in the 
minds of the public and to deceive purchasers. The Cireuit Court 
of Appeals reversed and ordered the complaint dismissed. The 
Circuit Court’s decision was based in part on the agreement be- 
tween the plaintiffs referred to above. In its opinion the Court 
stated inter alia :** 


‘‘There is another strange aspect about this confusion which 
the plaintiffs contend is likely to occur. It will be observed 
that the plaintiffs have launched into the market two classes 
of goods under the marks sunkist and suN-KIsT, which goods 
are much more nearly of the same class and descriptive prop- 
erties than the defendants’ bread is of the same class and 
descriptive properties as any of the products of the two 
plaintiffs; and this is all done without confusion because the 
parties have agreed, forsooth, there shall be no confusion. 
Granted the plaintiffs had a right to contract away the public’s 
likelihood of confusion from their closely related products 
sold all over the United States and in foreign countries, their 
ery that there is a likelihood of confusion of the source of a 
loaf of bread put out by a local bakery at Rock Island, Illinois, 
with their products because they market fruits and vegetables 
under the same name, is hardly audible to us. When a cus- 
tomer bought a jar of jelly under the name sunxist, he could 
not be confused as to whether it came from California Fruit 
Growers Exchange or California Packing Corporation. The 
Plaintiffs had taken care of that by contract. We are sup- 
posed to believe that when a customer bought fruits or vege- 
tables under the name sunxist, he was not confused as to 
whether the fruit came from the California Fruit Growers 
Exchange or the vegetables from the California Packing Cor- 
poration; but if he bought a loaf of bread under the name 
SUNKIST, he was likely to think that he bought it from one or 
the other of the plaintiffs because they sold fruits and vege- 
tables, but never bread. With the plaintiffs practicing such 
hocus-pocus with the trade name sunxkiIst, we shall ask to be 
excused when we are admonished by these dividers of confu- 
sion by contract to hear their vice president and advertising 
manager about confusion on behalf of the purchasing public. 


What these plaintiffs seek to do is to monopolize the word 


38. 166 F. 2d 971 at 975 (38 TMR 188). 
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SUNKIsT as applied to all edible foods. That is the opinion of 
the advertising manager of Exchange, above quoted. We think 
that there should be more substantial evidence than this record 
affords before we give our sanction to such extension.’’ 


A similar result was reached in the case of Campbell Soup 
Co. and Carnation Company v. Armour & Co.** In this case the 
plaintiff companies, Campbell and Carnation, adopted the iden- 
tical trademark. This trademark consisted of a rectangular panel 
having an upper half of red and a lower half of white. Campbell 
used this mark principally on soups and other food products. Car- 
nation used the same mark principally on evaporated milk and con- 
densed milk products. Campbell’s business began on the eastern 
seaboard and Carnation’s business began on the western seaboard 
but both had achieved national distribution as early as 1911. Fora 
period of 35 years Campbell and Carnation concurrently used vir- 
tually the identical red and white banding on their products, during 
a large period of which time the respective products were in 
national distribution and sale in the same stores. After 35 years of 
such concurrent use, in January of 1934 Campbell and Carnation 
entered into an agreement in writing regarding their respective 
rights in the use of red and white banded labels. In general, the 
agreement provided that Carnation should use the red and white 
labels on dairy and cereal products and Campbell was to use the 
label on soups and all other food products. One of the effects of 
the agreement was that the plaintiffs agreed not to dispute the 
rights of the other. A number of years later Campbell and Carna- 
tion joined as plaintiffs against Armour & Company in an action 
in the District Court in Pennsylvania seeking to restrain Armour 
from using a red and white banded label as applied to its canned 
foods, primarily meat products. Armour had begun the use of its 


red and white label in 1945. The District Court in its decision com- 
mented caustically on the effect of the agreement between the 


plaintiffs. The District Judge concluded his comments on this 
point as follows :*° 


‘*This agreement while defining the rights between the con- 
tracting parties, it seems to me, could give no right as against 


39. 81 F. Supp. 114 (39 TMR 566) aff’d 175 F. 2d 795; cert. den. 238 U.S. 847; 
94 L. Ed. 518. 

40. Campbell Soup Co. and Carnation Company v. Armour § Co., 81 F. Supp. 
at 120 (39 TMR 566). 
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third persons because the consuming public was no more 
aware of the agreement after its enactment than they were 
before, and confusion of origin, if any, as to the source of 
the goods, obtained as much before as after its adoption. 
California Fruit Growers Exchange v. Sunkist Baking Co., 
7 Cir. 1947, 166 F. 2d 971 (38 TMR 188). In other words, 
the plaintiffs have obtained no exclusive right of user to the 
red and white band for the reason that each of them have 
used it and diluted of whatever of value there was in it by 
reason of the registration to both of them. The registration 
of a mark conveys no property right. Hanover Star Milling 
Co. v. Allen & Wheeler Co., 7 Cir. 208 F. 513 (3 TMR 521). 
Ownership of the mark depends upon its adoption and use, 
not on its registration. Columbia Mill Co. v. Alcorn, 150 U. 8. 
460, 14 S. Ct. 151, 37 L. Ed. 1144. It seems to me it is very 
dubious reasoning to say that as to the consuming public 
there is now confusion as to the source of origin of the de- 
fendant’s goods even though its band is white over red and 
is a specially blended red, distinguishable at 30 feet from 
either of the plaintiffs red, and yet there is no confusion as 
to source of origin on the part of the consuming public with 
respect to either Carnation or Campbell products even though 
the red in their bandings is more closely imitative one of the 
other than is the Armour red, merely because by agreement 
all has been taken care of.’’ 


The Court found that there was neither trademark infringe- 
ment nor unfair competition. 


When the case was in the Circuit Court of Appeals, the 
Appellate Court in affirming, did not comment specificially on this 
agreement. The Circuit Court did comment on the fact that a 
number of other points were raised in the presentation of the 
appeal and they felt that it was not necessary to go into that. 
The Cireuit Court concluded with the statement: 


‘‘Our failure to do so is not an indication that we disagree 
with the District Court upon them.”’ 


We next come to the last defense I shall mention. Where 
the goods of the parties while possibly related are, nevertheless, 
specifically different, the defendant will find his greatest support 
in the present trend away from what has come to be known as 
the ‘‘Hand’’ doctrine. In the year 1928, Judge Learned Hand 
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in the case of Yale Electric Corporation v. Robertson™ laid down 
the rule as follows: 


‘*Tt has of recent years been recognized that a merchant may 
have a sufficient economic interest in the use of his mark 
outside the field of his own exploitation to justify inter- 
position by a court. His mark is his authentic seal; by it he 
vouches for the goods which bear it; it carries his name 
for good or ill. If another uses it, he borrows the owner’s 
reputation, whose quality no longer lies within his own con- 
trol. This is an injury, even though the borrower does not 
tarnish it, or divert any sales by its use; for a reputation, 
like a face, is the symbol of its possessor and creator, and 
another can use it only as a mask. And so it has come to be 
recognized that unless the borrower’s use is so foreign to 
the owner’s as to insure against any identification of the two, 
it is unlawful.’’ 


This case has been relied on many times to support plaintiff’s 
position where there was a wide variance in the goods. I relied 
on it myself in an interesting case I had in Philadelphia in 1937.“ 
That case probably stretched the Hand doctrine to its limit. In that 
ease a Mr. Aronberg and a Mr. Podolsky secured a charter in the 
State of Pennsylvania to conduct business under the name a «& P 
RADIO STORES, INC. They used the letters a & P as insignia on their 
store windows; they also used a & P on the radios and washing 
machines which they sold and they also used two slogans, THE 
NAME A & P ASSURES YOU SATISFACTION and A & P REPUTATION DESERVES 
YOUR PATRONAGE. We brought suit on behalf of the Great Atlantic 
& Pacific Tea Company for violation of our client’s trademark 
a & P, which was used as such on a number of the products sold 
by the plaintiff, and for violation of plaintiff’s trade name and 
what had come to be plaintiff’s nickname a « p. Please note that 
the full name of the plaintiff is the Great Atlantic & Pacific Tea 
Company. Judge Maris of the Third Circuit Court of Appeals, 
then a District Judge, in a very well reasoned opinion, in which 
he cited the rule laid down by Judge Learned Hand upon which 
I have commented, restrained the defendants from using the letters 
aA & P in their corporate name and otherwise in their business. Many 

41, 26 F, 24.972 at 974 (18 TMR 321). 


42. Great Atlantic §& Pacific Tea Company v. A. & P. Radio Stores, Inc., 20 
F. Supp. 703 (27 TMR 783). 





Vol. 45 T. M. R. DEFENDANT'S CASE 1439 


defenses were raised and the fact was stressed that there was no 
direct competition between the parties since the plaintiff sold 
groceries and the defendant sold washing machines and radios 
and did not sell groceries. The Court swept this factor aside, and 
in my opinion properly so, and held for the plaintiff. On this 
general subject, you will find of interest the very well known 
opinion of the late Mr. Justice Shientag in Philadelphia Storage 
Battery Co. v. Mindlin, decided in 1937.* 

On the other side of the picture, the current trend away from 
the Hand doctrine reached its present limit, in my opinion in the 
case of Hyde Park Clothes, Inc. v. Hyde Park Fashions, Inc.“ 
In that case the plaintiff, Hyde Park Clothes, Inc., used the trade- 
mark HYDE PARK for men’s suits and coats and the corporate name, 
Hyde Park Clothes, Inc. The defendant used the words HYDE PARK 
as applied to women’s suits and coats and the defendant used the 
corporate name Hyde Park Fashions, Inc. Judge Leibell, writing 
the opinion in the District Court, held that there was neither 
trademark infringement nor unfair competition involved and the 
Cireuit Court of Appeals, with Judge Clark dissenting, affirmed 
that finding. In his strong dissent, Judge Clark stated inter alia :* 

‘*Plaintiff-apellant has had the misfortune—so it seems to 

me—to come before a panel of this court allergic to the doc- 

trine historically associated with us because of its nurture 
by our most illustrious judges of protecting trade names 
against competition which will create confusion as to the 

source of goods sold under such names. * * * * 


** True, there are other recent cases reflecting the apparently 
developing wave which the opinion herewith represents and 
adequately illustrated by the two cases it particularly cites: 
Federal Telephone & Radio Corp. v. Federal Television Corp., 
2 Cir., 180 F. 2d 250 (40 TMR 219) (in theme, if not neces- 
sarily in result), and S. C. Johnson & Son v. Johnson, 2 Cir., 
175 F. 2d 176 (39 TMR 557) (where I stressed in dissent the 
effect of the holding in falsifying our earlier finding of wrong- 
doing, 2 Cir., 116 F. 2d 427, by refusing any realistic relief). 
Differences of view on such issues seem to me not unnatural 
and, while inconvenient, need no apology. I think we ourselves 


43. 296 N.Y.8S. 176 (27 TMR 375). 

44. 93 USPQ 250 (42 TMR 650), aff’d by a divided court, 204 F. (2d) 223 
(43 TMR 934). 

45. 204 F. 2d at 226, 227 (43 TMR 934). 
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should recognize the existence of such divergence, just as 
others are doing, e.g., Lunsford, Trade Mark Infringement and 
Confusion of Source; Need for Supreme Court Action, 35 Va. 
L. Rev. 214 (39 TMR 520), Pattishall, Trade Marks and the 
Monopoly Phobia, 50 Mich. L. Rev. 967 (42 TMR 588), and as 
the opinion below demonstrated by its careful selectivity in 
choice of precedents.’’ 


Judge Leibell, who decided the case in the District Court, had 
ample support for his opinion in the cases he relied upon and the 
eases relied upon by the majority of the Court of Appeals. For 
example, in S. C. Johnson & Son, Inc. v. Johnson,” the plaintiff was 
the owner of the registered trademark sonnson’s for floor wax and 
similar products. The defendant used the word soHnson’s for 
cleaning fluid used chiefly for fabrics. The Second Cireuit re- 
fused to absolutely restrain the defendant’s use and approved 
only a limited injunction against defendant’s use of soHNSON’s 
except in combination with the word ‘‘Cleaner’’ and a legend 
giving the manufacturer’s name in equally conspicuous type. 

In Federal Telephone & Radio Corp. v. Federal Television 
Corp.” the Court held that the plaintiff was not entitled to a 
preliminary injunction. The plaintiff was engaged in the business 
of making and selling to manufacturers parts for telephone, tele- 
graph, radio, television equipment and other like equipment. From 
1946 on the plaintiff began to sell radio receivers at retail under 
the trademark FeperaL. The defendant was organized in 1948 and 
manufactured and sold at retail television receivers under the name 
FEDERAL. In his opinion, Judge Hand stated inter alia :** 

‘‘ Although there appears to be a persistent belief that the 
first use of a specific name or description gives a power to 
the first user to prevent its use by others, it is important to 
remember that no such doctrine exists. In all such cases there 
is only one question: what damage to the first user will the 
second do by the use of the first user’s mark, or name or 
make-up, and what burden will it impose upon the second 
user effectively to distinguish the goods?”’ 


Time will not permit a detailed discussion here of the Hyde 
Park case. A word of caution, however, to any defendant who 
intends to place his reliance on that case. All of the factors in 

46. 116 F. 2d 427 (31 TMR 82) (C.A. 2, 1940). 


47. 180 F. 2d 250 (40 TMR 219) (C.A. 2, 1950). 
48. 180 F. (2d) at 251. 
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that case must be carefully noted and not merely the ultimate 
fact that the plaintiff was using the mark HYDE PARK on men’s 
suits and coats and that the defendant was using the mark on 
women’s suits and coats and that both parties were using corpo- 
rate titles embodying the name HYDE PARK. 

In a recent case of mine wherein I represented the plain- 
tiff,** the defendant placed his main reliance on the decision in 
the Hyde Park case. It was necessary for me to distinguish the 
case at bar from that case. The case to which I refer is of par- 
ticular interest because it was also decided by Judge Leibell. In 
his opinion you will find that in distinguishing the two cases he 
pointed out a number of factors in the Hyde Park case which he 
considered to be of controlling importance. 

Judge Leibell pointed out that in the Hyde Park case the de- 
fendant had acted in good faith and had applied its trademark 
HYDE PARK principally to a special type of women’s suits covered 
by a patent. He also pointed out that the plaintiff had manufac- 
tured only men’s suits and coats whereas the defendant manufac- 
tured women’s suits and coats. The two litigants were not in 
competition on any manufactured item. In the Hyde Park case 
the plaintiff delayed for almost four years after notice of defend- 
ant’s use of the name and mark before bringing suit. In that 
period the defendant had expended large sums for advertising. 
Judge Leibell stated that the plaintiff in the Hyde Park case ar- 
argued that it had been thinking of expanding into the field of 
women’s suits and coats but right down to the day of trial it had 
done nothing concrete to show that its alleged plan was genuine. 
In the Hyde Park ease, said Judge Leibell, plaintiff’s suits and 
coats would ordinarily be displayed only in the men’s department 
and the women’s suits only in the women’s department. In the 
Perry Knitting Company v. Meyers case involving infants’ and 
children’s wearing apparel, Judge Leibell pointed out that chil- 
dren’s wearing apparel, especially for young children, would 
ordinarily be displayed in the same department on counters with- 
in sight of each other. As I previously indicated, Judge Leibell 
stressed the fact that the defendant in the Hyde Park case was 
more than paying its own way in advertising and had spent a 


49. Perry Knitting Company et al. v. Meyers et al., 120 F. Supp. 880 (44 TMR 
821) (D.C. S8.D. N.Y., 1954) 





1442 THE TRADEMARK REPORTER Vol. 45 T. M.R. 


larger percentage of its gross income for national advertising 
than had plaintiff. 

Too much emphasis should not be placed on the defense that 
the defendant’s expenditures for advertising exceeded the expen- 
ditures of the plaintiff. If a defendant’s acts should be subsequently 
held to infringe on the rights of a plaintiff, such extensive adver- 
tising by defendant can act as a boomerang. ‘‘Of course financial 
power and its exercise serve as no excuse for infringing on the 
rights of others; and if a violation were found to exist, the circum- 
stance that defendant had spent more than a million dollars in 
advertising its new product would not serve to protect it. Indeed, 
it would serve to aggravate the offense.’’° 

I have a few suggestions as to procedure which you may find 
helpful. In the preceding excellent lectures on the preparation and 
trial of a plaintiff’s case, many suggestions were made which would 
of course apply with equal force to a defendant’s case and which 
I shall not repeat. Many points will also be covered in lectures to 
follow and I shall endeavor not to duplicate. 

Interview all your prospective witnesses, if possible, and out- 
line in detail the questions you will ask them. When you have 
finished your proposed direct examination, tell them that you are 
now going to cross-examine them on all material points. Your 
witnesses will appreciate this because they will then have some 
idea in advance of the nature of both their direct and cross- 
examination. They will be more at ease at the trial and you will 
find that your own examination will proceed smoothly. Check all 
your proposed exhibits and make a list of such exhibits together 
with a list of the names of the particular witnesses through whom 
you will introduce them. Since you are representing the defendant, 
the order of your proof may well be determined to some extent by 
plaintiff’s case which, of course, will go in first, but despite this, 
it is well for you to make your over-all plan even though it may 
have to be modified somewhat at the trial. 

A day or two before the trial go to the court-room in which 
the trial is to take place and get the ‘‘feel’’ of it. Each court-room 
differs somewhat from every other. You may be there quite awhile 
so get to know it in advance. Sit in on the case currently on trial so 


50 G B. Kent ¢& Sons v. P. Lorillard Co., 114 F. Supp. 621 at 627 (44 TMR 
153), aff’d 210 F, (2d) 953 (44 TMR 676) (C.A, 2, 1954). 
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that you may observe the judge. It doesn’t matter what type of 
case is being tried. You will soon learn a great deal about him 
by the way he conducts the trial before him. Judges are as human 
as the rest of us. Each has his own distinctive manner of handling 
a trial. You may learn much about his psychology. Once, many 
years ago, I heard a judge hold forth on the question of monopoly. 
He was opposed to it in every form. He advised one and all that 
he had been a member of Congress where he had always vigorously 
opposed monopoly. I would have been pleased at that time if I 
were about to represent a defendant in a trademark case before 
him but, unfortunately for me, on that occasion I was plaintiff’s 
counsel. 

Throughout the conduct of your trial, remember that most 
important point—you are in equity. That is where we began and 
that is where we shall end. 
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THE REGISTERED USER PROVISIONS OF THE 
CANADIAN TRADEMARKS ACT* 


By Peter J. Armstrong** 


It is the object of this paper to provide a brief sketch of the 
background of the registered user provisions of the new Trade 
Marks Act and to offer some suggestions as to practice under these 
provisions in the light of experience under the equivalent sections 
of the British Act.’ 

At common law, the rights of the owner of a trade mark are 
vitiated when the trade mark owner permits the use of his trade 
mark by another person on wares other than those of the owner 
of the trade mark. This common law rule found expression in 
a British case? where the owners of a patent licensed their sub- 
sidiary company to manufacture wares according to the speci- 
fication of the patent and granted permission to their subsidiary 
to place on such wares a trade mark that was registered in the 
name of the patentee. It was held, on appeal to the House of Lords, 
that the registration of the trade mark by the patentee had been 
rendered invalid as a result of such licensing and it was directed 
that the registration should be expunged. The basis of the common 
law rule was explained by Lord Loreburn (p. 392): ‘‘The object 
of the law is to preserve for a trader the reputation he has made 
for himself, not to help him in disposing of that reputation as of 
itself a marketable commodity, independent of his goodwill, to 
some other trader. If that were allowed, the public would be mis- 
led, because they might buy something in the belief that it was the 
make of a man whose reputation they knew, whereas it was the 
make of someone else.’’ 


After first following the decision of the British House of 
Lords in the Bowden Wire Ltd. v. Bowden Brake Co. case’, the 


* Reprinted by permission from the June 1955 issue of the Canadian Patent 
Reporter. 

** Member of the firm Gowling, MacTavish, Osborne & Henderson, Ottawa, Canada; 
member of Canadian group of A.I.P.P.I.; member of The Institute of Trade Mark 
Agents, London. 


1. Trade Marks Act, 1938; 1 & 2 Geo. VI, c. 22, s. 28; Sch. III, s. 5; Rr. 102-113. 

2. Bowden Wire Ltd. v. Bowden Brake Co. (1913), 30 R.P.C. 45 and 580; (1914), 
31 R.P.C. 385. 

1 (See. I)—23 c.P.R. 

3. See Dobbs & Co. v. Crean & Co., [1929] Ex. C.R. 164; [1930], 3 D.L.R. 22, 
S8.C.R. 307. 
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Courts in Canada appear to have leaned towards a more lenient 
interpretation of the common law rule prohibiting licensing. Thus, 
in the case Good Humor Corp of America v. Good Humor Food 
Products Ltd.* it was held that certain trade marks were not in- 
validated, although used by corporations which were separate 
legal entities, since the evidence showed that these various corpora- 
tions constituted, in fact, one organization.° 

Recognition by the British Departmental Committee on Trade 
Marks’ of the hampering effect of the common law rule in regard 
to licensing resulted in recommendations which resulted in the 
enactment of provisions for the recording of the certain licensees 
as registered users. 

Similarly, in Canada, the report of the Trade Mark Law Re- 
vision Committee stated in regard to the licensing of trade marks 
‘‘Origin and ownership are by no means the sole indication of a 
trade mark. We feel that modern commercial development has 
demonstrated that the public is not so much interested in source 
as in the maintenance of quality, kind and type. Rules which were 
valid in the days of simple and closely connected trade relation- 


ship show many discrepancies and absurdities when forced to 
accommodate themselves to the established circumstances of mod- 


ern commercial practice and usage’’.’ 


As a result of the recommendations of the Trade Mark Law 
Revision Committee registered user provisions similar to those 
in force in Britain have been incorporated in the new Trade 
Marks Act.* 

Section 49(1) of the Trade Marks Act provides that ‘‘a person 
other than the owner of a registered trade mark may be registered 
as a registered user thereof for all or any of the wares or services 
for which it is registered’’. It will be noted that the common law 
rule as to licensing has not been wholly abrogated. A statutory 
exemption from the common law rule is created which applies only 
to registered trade marks and only within the scope of the regis- 
tration. The licensing of unregistered trade marks or of registered 


[1937], 4 D.L.R. 145, Ex. C.R. 61. 
See also Magazine Repeating Razor Co. et al. v. Schick Shaver Ltd., [1939], 
2 D.L.R. 17, Ex. C.R. 108; [1940], 3 D.L.R. 129, 8.C.R. 465. 
London, 1934, pp. 30 et seq. 
. Ottawa, 1953, p. 38. 
. Trade Marks Act, 1952-53 (Can.), ¢. 49, ss. 49-50, Rr. 51-57 (see 20 C.P.R. 
56 (See I)). 
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trade marks in respect of wares to which the registration does not 
extend still draws the penalty of vitiation of the rights of owner- 
ship in such marks. 

Subsection (2) of s. 49 explains the term ‘‘permitted use’’ 
which is used in the Act with reference to the use of a registered 
trade mark by a registered user thereof in accordance with the 
terms of his registration as such. Here again use of the trade 
mark outside of the terms on which the permitted user was regis- 
tered, receives no protection under the Act and attracts to the 
licensor and the licensee the same consequences as did all licensing 
prior to the promulgation of the Trade Marks Act. 

By the terms of the next succeeding subsection of s. 49, namely 
s-s. (3), it is provided that ‘‘the permitted use of a trade mark 
has the same effect for all purposes of this Act as a use thereof 
by the registered owner’’. The effect of this subsection is to afford 
an immunity to the registered user against thé consequences of 
his use of the registered owner’s trade mark. In the absence of 
this subsection, such use would, of course, be an infringement of 
the registered owner’s rights. To the registered owner, this sub- 
section conveys a dispensation from the necessity of himself 
making use of the trade mark. Non-use of a registered trade mark 
by the registered owner exposes the registration to the danger of 
cancellation on the initiative of the Registrar or at the request of 
any person.’ A challenge on the grounds of non-use of the trade 
mark by the registered owner may now be met with a reference 
to the use thereof by the registered user. 

It is provided by s-s. (4) of s. 49 that ‘‘subject to any agree- 
ment subsisting between the parties, a registered user of a trade 
mark may call upon the owner thereof to take proceedings for 
infringement thereof, and, if the owner refuses or neglects to do 
so within two months after being so called upon, the registered 
user may institute proceedings for infringement in his own name 
as if he were the owner, making the owner a defendant; but an 
owner so added as defendant is not liable for any costs unless he 
takes part in the proceedings.’’ The right to take action for 
infringement in the absence of an agreement to the contrary and 
where the registered owner either refuses or neglects to take 


9. Section 44. 
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action, is the only positive right given to the registered user by 
the statute. All other privileges accorded to the registered user 
are in the nature of immunities or negative rights. 

It has been suggested” that it is generally advisable for the 
registered owner to reserve to himself the right to institute in- 
fringement proceedings. In infringement proceedings the defend- 
ant may raise the question of the validity of the registration. 
An adverse decision on this question would result in the expunge- 
ment of the registration. It would not appear prudent for the 
registered owner to place himself in the position where his regis- 
tration may be exposed to such a risk against his wish. 

While the statute does permit the registered user to take 
action for infringement, it is silent as to the possibility of the 
registered user taking action for passing-off. Where use of trade 
mark has been made only by the registered user and not by the 
registered owner of the trade mark, it may be difficult to deter- 
mine in whom the common law rights in the trade mark reside. 
The common law right to take action in passing-off receives 
statutory recognition under the Trade Marks Act". The Act pro- 
hibits the passing-off of other wares or services as and for those 
ordered or requested. It would seem that the question as to who 
has the right to institute an action for passing-off must be answered 
by reference to the manner in which the trade mark has been used. 
If the trade mark has been used only by the registered user and 
the public has received no intimation that the wares so marked are 
other than those of the registered user, it would seem that only 
the registered user would have the right to bring an action for 
passing-off since the wares or services ordered or requested would, 
so far as the public is concerned, be those of the registered user. 
If, on the other hand, the common law action is now to be deemed 
as merged with the statute and since the statute provides that use 
by the registered user is deemed to be use by the registered owner, 
then it may be that the registered owner alone is entitled to seek 
relief from passing-off. The equivalent provisions of the British 
Trade Marks Act® clearly state that the permitted use of the 
trade mark shall be deemed to be used by the proprietor thereof 
for any purposes for which such use is material under the Act, 





. S&S. Venkateswaran. The Trade Marks Act, 1940. Madras 1945, p. 599. 
. Section 7(c) 
. Section 28(2) and (3). 
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or at common law. While the position in Canada cannot be certain 
unless and until the Courts have passed judgment upon this point, 
it is the writer’s opinion that the common law rights in the trade 
mark belong to the person with whom the trade mark is associated 
in the mind of the public. In other words, that the Trade Marks Act 
has done nothing to affect the common law right of action. 


The registered user provisions of the Trade Marks Act con- 
tinue by laying down the procedure to be followed in pursuance 
of an application for the registration of a person as a registered 
user of a trade mark.** The application is a joint application by 
the registered owner and the proposed permitted user.** The 
application may be made either concurrently with the filing of an 
application for registration of the trade mark or at any time there- 
after. An application for registration of a permitted user may be 
made in respect of a proposed trade mark and in such a ease the 
Registrar shall register the trade mark upon receipt of a declara- 
tion that the person approved as a registered user has commenced 
the use of the mark.** The application for the registration of a 
permitted user should disclose particulars of the relationship 
either existing or proposed between the registered owner and the 
registered user, with particular reference to the degree of control 
that such relationship will confer. The wares or services in respect 
of which the proposed registered user is to be permitted to use the 
trade mark should be defined, as should the proposed duration of 
the permitted use. Finally, the application should reveal the con- 
ditions or restrictions, if any, which the registered owner proposes 
to impose upon the use of the trade mark by the registered user. 
The Registrar is entitled to receive such further documents, infor- 
mation or evidence as he may require. It is, in effect, essential 
that the fullest possible disclosure be made to the Registrar in 
order that he may properly reach a decision as to whether the 
application should be granted. 


It is provided by s-s. (6) of s. 49 that ‘‘the Registrar shall, 
if so required by an applicant under subsection (5), take steps to 
ensure that any documents, information or evidence furnished for 
the purpose of that application other than matter entered in the 

13Section 49(5). 


14FPorm 10. 
15Section 39(2). 
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register, is not disclosed to any other person except by order of 
a court’’. It may be worthwhile to note that it has been the practise 
of the Trade Marks Office in Britain to disclose information given 
in pursuance of a registered user application only on the written 
permission of the parties to the registered user entry, whether or 
not either party has requested such privacy. If such practise is 
followed in Ottawa it should serve to help overcome the reluctance 
that some applicants may feel towards making that full disclosure 
which is essential to the proper examination of their application. 


The test by which the Registrar must decide all applications 
for registration of a registered user is laid down in s-s. (7) of 
s. 49: ‘*The Registrar may approve a person as a registered user 
of the trade mark for any of the proposed wares or services, sub- 
ject to any conditions or restrictions that he considers proper, if 
he is satisfied that in all the circumstances the use of the trade mark 
in association with such wares or services by the proposed regis- 
tered user would not be contrary to the public interest.’’ The 
Registrar is, thereby given a wide discretionary power in accepting 
or refusing these applications. 


It is the main object of the registered user provisions to ensure 
that the permitted use of a registered trade mark shall, at all 
times, be subject to control by the owner of the trade mark regis- 
tration. The Registrar has to be satisfied that the registered owner 
can secure the maintenance of quality, kind and type of wares in 
association with which the registered user uses or proposes to use 
the trade mark. This control may arise either by virtue of the 
relationship existing between the parties, or as a result of an 
agreement existing between the parties. 


Where this control arises out of the relationship between the 
parties, it is the degree of relationship which determines whether 
sufficient control exists for the parties to be admitted to the benefits 
of the registered user provisions of the Act. The Act requires 
that the parties should be ‘‘related companies’’ within the mean- 
ing ascribed to this term by s. 2(r). The definition provided in 
s. 2(r) reads: ‘‘ ‘related companies’ means companies that are 
members of a group of two or more companies one of which, 
directly or indirectly, owns or controls a majority of the issued 
voting stock of the others.’’ It is the practise of the Registrar of 
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Trade Marks to apply a literal interpretation to this definition by 
requiring control or ownership of at least 51% of the stock. 

The most obvious form of control by relationship is that which 
is exercised by a parent company over its subsidiaries. It would 
not, however, appear to be material whether it is the registered 
owner of the trade mark which controls the registered user or 
vice-versa since the result will be the same in either case. The 
definition of related companies provided by s. (2)(r) also covers 
a situation where both the registered owner and the registered 
user are owned or controlled by a third company. 

Agreements which license the use of trade marks should, in 
general, contain the following provisions, if they are to qualify 
as a proper basis for registration under the Act. 

Firstly, the permitted use of the trade mark should be re- 
stricted to wares which comply with specifications laid down or 
standards set by the registered owner. 

Secondly, the registered owner should be given the right to 
inspect the wares and their manner of manufacture on the premises 
of the permitted user before distribution and sale. Alternately, 
or additionally, the registered owner should be given the right to 
be provided on request with samples of the wares in order that he 
may be satisfied as to their standard of quality. 

Thirdly, the registered owner should reserve the right to can- 
cel the agreement at reasonably short notice if he is not satisfied 
that the other provisions of the agreement are being carried out. 
This last mentioned provision is not one upon which the Registrar 
will insist, but it is the opinion of the writer that this provision 
should be included in all registered user agreements chiefly for the 
protection of the registered owner. 

One of the most common forms of control by agreement is that 
arising out of a license under letters patent. Where the regis- 
tered user has been granted a license by the registered owner to 
use his trade mark only in respect of wares manufactured in 
accordance with the patent specification and the registered owner 
is given the right to inspect such wares before sale, proper con- 
ditions of control can be said to exist. 

It is usual in many commerical contracts to insert an arbitra- 
tion clause whereby any matters in dispute may be referred to 
an arbitrator whose decision shall be binding upon both parties. 
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It has been most wisely pointed out” that such an arbitration clause 
does not belong in any contract which purports to grant a trade 
mark license. The reason for this is that the arbitration clause 
removes control from the registered owner or licensor and subjects 
the actions of the permitted user or licensee to the authority of 
the arbitrator. A contract which contains such an arbitration 
clause does not ensure that degree of control by the registered 
owner over the permitted use which is necessary in the public 
interest. In the opinion of the writer, the Registrar would be 
justified, as guardian of the public interest, in refusing to register 
a permitted user which provides for arbitration. 


Upon approval of the registered user application, the Regis- 
trar will register same and give notice of the registration to any 
other registered user of the trade mark.*’ Notice of the registra- 
tion will also be published in the Trade Marks Journal. Such 
notice includes the date of registration, the wares and services 
for which it has effect, the name and address of the registered 
user, the number and date of the trade mark registration and a 
summary of the conditions and restriction subject to which the 
registration has effect.** The notice in the Journal merely sets 
out the principal conditions affecting the permitted use. Ex- 
amples of notices as to conditions that have already been pub- 
lished are as follows: 


‘‘The Registered Owner and the Registered User are related 
companies within the meaning of section 2(r) of the Trade Marks 
Act. The Registered User will be permitted to use the trade mark 
as long as the aforementioned relationship exists. The permitted 
use is without definite period.’’ * 


‘The trade mark is to be used by the Registered User, (who 
is to be the sole Registered User while he remains registered) in 
Canada in relation to the wares manufactured by or for him sub- 
ject to approval by the Registered Owner of the quality and 
workmanship of the wares, and the form and style of the said mark 
when so used; when the said mark is used by him in advertising 
material, reference shall be had in each case to his Registered 





16. George H. Sage, Trademark Licenses and Control, 43 TMR 690. 
17. Section 49(8). 

18. Rule 20. 

19. Trade Marks Journal, vol. 1, p. 4. 
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User and the trade mark registration number. The proposed per- 
mitted use is for a period ending December 31, 1984.’’ *° 

Provision is made for the amendment of a registered user entry 
on the register by s-s (9) of s. 49 as follows: 

‘‘The registration of a person as a registered user of a trade 
mark may be varied by the Registrar as regards the wares or 
services for which, or any conditions or restrictions subject to 
which, it has effect, on the application in writing of the registered 
owner of the trade mark and not less than one month after giving 
notice of such application to such person and all other registered 
users, if the Registrar is satisfied that in all the circumstances such 
variation would not be contrary to the public interest.’’ 

The application for variation of the registration should be 
filed on Form 11 and if the registered user consents to the variation, 
then his written consent should accompany the registration.” If 
the variation affects the conditions controlling the permitted use of 
the trade mark, it may be necessary to execute and file a fresh 
agreement. In any case where the conditions of control have altered 
since the date of registration of the permitted user the variation 
should be recorded. Failure to do so, may involve the risk of can- 
cellation of the registration of the registered user under s-s. (10) 
of s. 49. Subsection (10) of s. 49 provides for the cancellation of the 
registration of a person as a registered user upon the application 
of the registered owner or the registered user or by the Registrar 
on his own motion in respect of any wares or services for which 
the trade mark is no longer registered. Cancellation may also be 
sought under s-s. (10) on the application of any person to the 
Exchequer Court of Canada on any of the following grounds: 

‘‘(i) that the registered user has used the trade mark other- 
wise than by way of the permitted use, or in such a way as to 
cause, or to be likely to cause, deception or confusion, . 

‘¢(ii) that the owner or the registered user misrepresented or 
failed to disclose some fact that if accurately represented or 
disclosed would have justified the Registrar in refusing the applica- 
tion for registration of the registered user, 

‘¢(iii) that the circumstances have changed since the date of 
the registration in such a way that at the date of such application 


20. Ibid. 
21. Rule 53. 
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for cancellation they would have justified the Registrar in re- 
fusing the application for registration of the registered user, or 

‘*(iv) that the registration ought not to have been effected 
having regard to rights vested in the applicant by virtue of a 
contract in the performance of which he is interested.”’ 

There can be little doubt that the yardstick by which the 
Court will determine whether the registration of a registered 
user should be cancelled is that of the public interest. So long as 
there is no deception of the public and provided that the continued 
registration of the registered user does not adversely affect con- 
tractual rights enjoyed by the plaintiff, it is doubtful whether the 
Court will order cancellation. 

The position of trade mark licenses which were in force be- 
fore July 1, 1954 is dealt with by s. 50 of the Trade Marks Act. 
Such licensing shall not be held to invalidate the trade mark if 
the licensing was between related companies. 

The validity of a trade mark which has been licensed before 
the coming into force of the Act will not be impaired if ‘‘in any 
proceeding in the Exchequer Court of Canada, the Court de- 
clares that to hold such trade mark valid will not adversely affect 
any existing right of a party to the proceeding acquired before 
the coming into force of this Act or be contrary to the public 
interest’’.2*? Likewise if an application is made within one year 
of July 1, 1954 to register the licensee as a registered user, 
licensing previous to such registration will not invalidate the 
trade mark. 





a  —— 
22. Section 50(b). 
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AN EFFECTIVE TRADEMARK — YOUR BEST SALESMAN* 
By Jim Nash** 


As you remember, the trademark started as a prime selling 
device back in the days before everybody could read. Because of 
the great demands being made on people’s time today, the trade- 
mark is again emerging as a tremendously important part of the 
selling process. 

I might say right at the beginning that as an independent 
designer, I’ve had a good deal of selling experience. In considering 
your selling problems, I am going to cover five main topics. 

1. The special demands made on the trademark in today’s 

merchandising scramble. 

2. What the trademark should do at the point-of-purchase. 

3. The way it should work everywhere else. 


. 8 Rules of thumb for deciding whether a trademark is 
what you want it to be. 


. What are the risks in changing an established mark? 


1. THe Spectra, Demanps MADE ON THE TRADEMARK 
IN Topay’s MERCHANDISING SCRAMBLE 


First off, what is a trademark? What should it do? How should 
it perform? A trademark is a device that should identify your 
company and should represent it so strongly that it comes back 
into mind whenever the name of the company is mentioned. 

How many times we’ve all heard people say that a person’s 
face was familiar but they couldn’t remember the name! Words 
aren’t always easy to keep in mind, but a familiar trademark or 
symbol comes back to you quickly. 

Today it seems to me that it is urgent for companies to study 
their trademark with a vigor and enthusiasm never before neces- 
sary in our merchandising history. Here’s why — 


1. In a society that has fantastically reduced the time it 
spends in routine shopping, trademarks, must reach for 
consumer attention with commanding visual vitality. 


“Address delivered before the Society of Industrial Packaging and Materials 
Handling Engineers under the sponsorship of New York University, September 21, 1955, 
New York City. 

**Industrial designer, New York; founder and first president of Package Designers 
Council; Associate Member U.S.T.A. 
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2. Thanks to the startling number of products now offered 
in the simplest self-service stores there is an urgent need 
for strong brand identification on all packages — and that 
need increases every day. 

3. As the salesmen on the store floors disappear, your package 
stands more and more on its own and must with increasing 
urgency sell itself through the confidence established in 
your brand name and trademark. 

4. With the vast broadening since World War II of the 
product lines of manufacturing companies, it is becoming 
ever more necessary —if company identities are to be 
maintained — to use a strong trademark as a means of 
tying the product line together. 

5. As the cost of advertising has multiplied, the returns from 
each dollar spent for promotion must be increased. The 
trademark is the fastest and surest single method of tying 
all advertising to the package at the point of purchase — 
where the final buying decision is made. 

Everyone knows what has been happening at the point-of- 
purchase. The public is being brought into bigger and bigger 
stores, and exposed to a greater variety of products than would 
have been dreamed of twenty years ago. Back in the quiet old 
days of marketing, grocery stores used to handle about 1000 
items ... now they carry up to 7000, and the friendly clerk who 
formerly called your attention to new products is gone. 

When a store carried only one brand of an item, you just 
accepted that brand without question. Today there may be 5 or 
6 brands of the same product standing alongside of each other 
and only one brand at most will make the sale. 

Women, with the advance of such things as home food freezer 
units, have organized their shopping as carefuly as men organize 
their offices. They used to shop nearly every day for food and 
walk in and out of half a dozen stores doing it. Now it’s a big- 
purchase operation in one or two stores a few times a week. With 
automobiles carrying the load, they can even make it in one trip 
a week. 

A research man from Du Pont took a stop watch into one of 
these supermarkets not very long ago. Perhaps you saw his report. 
He states that the average woman is now taking 8 seconds to 
choose one food product from a display of about 37 different 
packages. 
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With the rapid multiplication of products and the reduction 
in time allotted to shopping, we have what I regard as a mer- 
chandising emergency on our hands. How can we get any real 
attention for a product under these conditions? 

In our studio we think a good trademark is one of the best 
answers to the situation. 










2. Wuat THE TRADEMARK SHOULD Do aT THE 
Point oF PurcHASsE 









Breaking through the Camouflage Effect. 






We believe that the first thing to do in planning a trademark 
and package program, is to get out and see what the situation is 
in the market place, where your package must fight for you. 

Before a study of market conditions was considered a neces- 
sary preamble to designing trademarks and packages, most pack- 
ages merely increased the vertical and horizontal lines of the 
store shelves, making the package fall into a perfect camouflage 
—monotonous to the eye and difficult to find. In one way or another, 
every package in the modern market must try to find some way of 
developing the visual impact necessary to attract and hold the 
customer’s attention. 

















Finding your Family in the Crowd. 






The picture is not all dark, of course. The shopper, with 
many other things on her mind, welcomes the reassuring flash 
of a familiar trademark. There’s the brand that she knows and 
trusts. If that’s an item on her list, or not, there’s one purchase 
she can make without a second thought. 

The trust and confidence built up in one product through 
good performance and effective advertising can be carried over 
to the whole line of products by establishing a recognizable family 
resemblance through the trademark. 


When I first started working for McCormick & Company, a 
spice and extract house in Baltimore, I was impressed with the 
need for a strong family mark. The Company was widely known 
in the South but not too well known in the North. When I proudly 
said I was working with McCormick, many people in the North 
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thought I was helping someone who made farm equipment. This 
brought home to me the necessity for a distinctive mark that 
could go on every one of the products manufactured by McCormick 
& Company. (See page 1462 for redesigned trademark.) 

A more recent trend in packaging among many manufacturers 
is to change packages at regular intervals. Where once we thought 
it was sufficient to redesign packages about every seven years, 
now one big manufacturer changes his packages every month. 
And so the trademark serves still another purpose in this com- 
plicated battle for attention. It not only stands as the reassuring, 
recognizable characteristic that keeps the manufacturer’s family 
together in the crowd. It permits him to change almost every- 
thing else in a flexible packaging program and still enjoy the 
public confidence he’s had all along. 


3. How rue TrapemMarK SHOULD Work In Your 
OTHER MERCHANDISING ACTIVITIES 


Once a trademark has been created that stands out on the 
shelf through its visual impact, that carries brand identification 
quickly, that instills confidence and that provides a recognizable 
family resemblance for many different products, you can be cer- 
tain that trademark has done a whale of a job. But there’s still 
one thing more it has to do: 

It should be carried right over into the whole complex process 
of advertising, merchandising and selling your products and 
building a reputation for the company. 

Since every organization has its own special way of doing 
things, I will not attempt to list a hard and fast set of rules for 
this part of the selling process. However, what two diverse 
organizations have actually done will give you an idea of what 
you might do. 


Using the Trademark in Advertising. 


Mrs. Smith’s Pie Company of Pennsylvania—a comparatively 
small company selling quality products—tells us that they are 
using their trademark in 11 widely varying ways— 

On letterheads and envelopes 


On trucks 
On window streamers and point-of-purchase advertising 
















THE TRADEMARK REPORTER Vol. 45 T. M.R 








On TV 
In a colored motion picture on pie making 

On business cards 

In newspaper advertising 

On clocks displaying advertising in restaurants 

On bag dispensers used for grocery store advertising 
On the back of sales tickets 

On invoices. 












You will see that considerable thought must have been given 
to developing a trademark that can be used in many places, on 
many different materials, each with its own limitations of repro- 
duction, and often in many color combinations; some suggested 
rules for a good trademark appear later on in the text. 

Red Owl Stores, a chain of over 400 grocery stores operating 
throughout 7 Mid-western States, did an even more ambitious job. 
They started off half a century ago with realistic looking drawings 
of owls, changed slightly from time to time. The new design is a 
stylized owl head in red, white and black.’ 

You can probably think immediately of many ways to use 
your trademark. The more you use it the more valuable it will 
become. 



















What about TV—especially color TV? 





Television, which makes it possible to bring the product right 
into the consumer’s living room and give everyone a good look at 
it, is of course a merchandising man’s dream! 

TV intensifies the good and bad points of package design for 
everyone. Good packages appear better; poor packages look worse. 
So a management who has been loath to make changes, sees a bad 
package in all its weaknesses on the screen and quickly wants a 
change. Actually, it had been poor in its sales value on the shelf 
all along—even though the fact was not previously recognized. 
Thus, the unwavering eye of the television camera is doing some- 
thing right now to step up packaging standards in stores. 

A good trademark and package design that reproduces well 
in black and white TV should reproduce equally well in color. It 
will simply mean the pleasing addition of color. 

















1. A full description with illustrations of this redesigned trademark can be found 
in the author’s article, “Modernizing Trademarks for Today’s Markets,” 44 TMR 760. 
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4. 8 Ruues or THumsB For Goop TRADEMARKS 


Robert Benchley, the humorist who wrote about so many of 
life’s problems, big and little, once did a piece on ‘‘ How to Tell 
a Major Poet from a Minor Poet.’’ If he could tackle that, per- 
haps I will not be out of step in attempting to give you a few 
rules on how to tell a good trademark from a bad one. 

First, let’s have a look at the ‘‘don’ts.’’ 


1. 


Don’t use common-place abstract shapes like squares, 
diamonds, ovals, stars, and triangles as major parts of 
your design. The manufacturer that goes in for ovals, for 
instance, shares common company with every other or- 
ganization using these pleasing but overworked shapes. 
Even a good mark enclosed in one of these familiar stand- 
ard shapes loses its individuality. To make room for the 
border that you are putting around it, the distinctive part 
of your mark has to be reduced in size right away. If at 
a later time your whole mark has to be fitted into a small 
space in an advertisement or on a package, the good part 
of your mark may get squeezed down still further to 
where it’s almost unrecognizable. So stay away from these 
geometrical picture frames ... and let the basic emblem 
have a chance to speak out. 

Don’t rely too heavily on color as the distinctive part of 
your mark. If you want a mark that you can promote and 
lay legal claim to, avoid color as your identifying device. 
It’s amazing how fast you run out of colors. You would 
be surprised at how many people think they own red, 
white and blue. It has been pretty well settled in court 
that you cannot lay claim to a particular color. 


Don’t go overboard with color for a decorative effect, 
either. Trademarks requiring many colors are often weak 
at best and they can lose their identity rapidly if it is 
necessary to reproduce them in smaller sizes. In this day 
of high production costs, it’s needlessly wasteful to use a 
trademark requiring special colors not necessary elsewhere 
on the package or in the advertising material. 


Those are some of the don’ts. Now let’s discuss some of 
the positive virtues that we believe are essential— 


1. 





Make your trademark interesting, individual and pictorial. 
A child starts off remembering pictures before words, and 
adults who can’t remember a brand name can walk right 
up to the package with the distinctive design on it. 
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2. Try for a trademark that concentrates on strong design. 
Aside from the disadvantages of relying on color that we 
have already mentioned, we believe that shapes and pic- 
torial elements are actually more clearly remembered 
than colors. 


The KEN-L trademark for dog foods tells quite a story 
and may serve as an illustration. It has direct product 
association. Since the dog is no specific breed it decreases 
sales resistance by owners of either large or small dogs 
and has memory value for repeat sales. 


Another illustration is the redesigned trademark of the 
Thos. D. Richardson Co., manufacturer of U-ALL-NO 
after dinner mints. The stylized ‘‘R’’ with its candy stick 
treatment has good product association and a uniquely 
dignified appearance which connotes the fine quality 
products of this company. 


The FLYING RED HORSE of the Socony Mobil Co., Ine. 
is also a good illustration of this point. This trademark 
has distinctive shape and sufficiently strong memory value 
to associate it with the company, whenever it is shown. 
This applies even though it is not always reproduced in 


red, i.e. in newspaper advertising or on the ordinary TV 
screen. (For illustrations of these trademarks see page 
1462). 


3. Study your existing trademarks and see if they can be 
boiled down to some of their essential elements. If you 
are using your company name and it is a long and com- 
plicated one, consider reducing it to an abbreviation or 
set of initials, as 1.8.m. has been substituted for InTER- 
NATIONAL BUSINESS MACHINES, Or SEARS has been used for 
SEARS ROEBUCK. If you will approach the pictorial portion 
of your trademark in the same spirit you can gain added 
punch, or save space, or do both. Analyze what elements 
of the mark the public remembers and eliminate unneces- 
sary details. 


. If possible, try also to have a trademark that can be 
described in a few words, such as the FLYING RED 
HORSE, THE SMILING QUAKER, or the mc symbol 
that we discussed earlier. This gives people another way 
of describing and remembering your product—in words— 
and is particularly helpful in radio advertising. If your 
trademark can be summed up vividly this way in a single 
phrase, it’s likely to be a strong mark. 
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5. Finally, a good trademark should be flexible and easy to 

use. It should be possible to use it effectively on a shipping 
carton or a chimney, a small label or a large billboard, a 
desk or a derrick. It should be in their pitching in all 
printed matter, including promotional material and adver- 
tising, and even stationery and billheads—because the 
more you use it, the more repeated impacts you will make 
on your customers. 
People often ask what I was paid for designing the riy1ne 
RED HORSE, assuming that I should have been able to retire 
after doing that. However, I was paid a very nominal 
sum for this mark. It is the millions that they have spent 
on promoting the mark that have made it so well known 
and so valuable. 


5. Wuat ARE THE Risks In CHANGING AN ESTABLISHED MARK? 


Many companies have puzzled over the question of whether 
to hold on to a well loved and familiar old design with its many 
handicaps—or go on to a mark that is more forceful and that can 
be used more efficiently on packages and in all the other adver- 
tising media today. 

I must say first, in all fairness, that there are old trademarks 
that are working well for their companies and are therefore finan- 
cial assets to the concerns that use them. However, the trademarks 
of too many concerns are anything but good, and those companies 
are losing sales every day that they use them. In these times of 
aggressive selling no one can lag very far behind the parade. 


Through our many means of communication it is possible 
now to make a song-number 1 on the Hit Parade overnight. If 
necessary, a new trademark can also be made familiar to the con- 
suming public in a hurry. In any case, a good new trademark, 
being more highly visible, will gain month by month in effective- 
ness. Sometimes a new mark, like that of the RED ow. srorEs, 
will be a smash hit, lifting everything around it practically over- 
night. 

One word of warning, however! You can go wrong by tinker- 
ing on a bit-by-bit basis rather than doing a well planned effective 
job. Some people nibble away on their old designs without sub- 
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i. S 


New simplified trademark to iden- Mrs. Smith’s Pie Company trademark 
tify McCormick & Co. products. with strong product association. 


The KEN-L trademark for dog foods. Redesigned trademark for 
U-ALL-NO after dinner mints. 


The Flying Red Horse of the Socony Mobil Oil Co., Inc. 
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stituting a strong, dramatic, new trademark, and thereby end 
up with nothing. 

The trademark has the virtue of universal application. It 
fits smoothly into every element along the marketing path. It 
welds together the multitude of specialized activities necessary 
for volume movement of a product today. And in these crowded 
times it has the great added advantage of brevity. It can be 
incorporated easily into all manner of advertising. Even more 
important, it can be instantly recognized—and responded to—at 
the point of sale. 
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THE TRADEMARK REPORTER 


NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Cancellation of Trademark Registration 
on Ground of Descriptiveness 


On December 11, 1952 an Austrian firm, Osterreichische Buch- 
gemeinschaft Geselischaft mbH, brought a cancellation action 
against the trademark BUCH-GEMEINSCHAFT (Book Club), regis- 
tered internationally as of January 8, 1930 in the name of Deutsche 
Buchgemeinschaft C.A. Koch’s Verlag Nachf., a German firm, 
alleging, inter alia, that the mark was a generic term which should 
be freely available to all firms engaging in the distribution of books 
in the same manner as the registrant. 

For its defense, the registrant relied primarily on the fact 
that, after it obtained its International Registration in 1930, the 
Austrian Ministry of Commerce issued a preliminary ruling re- 
fusing protection of the mark in Austria as lacking distinctiveness 
and accepted the mark for protection only after the registrant 
furnished proof of acquired distinctiveness. 

The Cancellation Section of the Austrian Patent Office refused 
the application for cancellation mainly on the ground that, since 
the evidence of distinctiveness submitted by the registrant in 1930 
was destroyed during the war, the applicant for cancellation was 
not in a position to discharge its duty of showing the insufficiency 
of that evidence. 

On appeal, the Patent Tribunal reversed the decision below, 
holding that ‘‘it is not the duty of the applicant for cancellation 
to prove that the evidence of distinctiveness submitted at the time 
is insufficient, as the decision below erroneously assumes; the only 
relevant question in a cancellation proceeding is whether it can 
be proved today that the mark was wrongly registered, or wrongly 
accorded domestic protection, at the time such registration or pro- 
tection was granted’’. In arriving at the conclusion that, by 1930, 
the mark in question had become generic to the extent of being 
unable to acquire distinctiveness, the Patent Tribunal relied on an 
entry in the 1929 edition of the leading German Encyclopedia, on 
1929 newspaper clippings and on a 1931 decision of the German 
Supreme Court holding the mark to have been generic since at 
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least 1929 in Germany, the country in which the domestic registra- 
tion on which the International Registration involved was based 
was obtained. 

Two recent German decisions in which the registrant obtained 
injunctions restraining the respective defendants from using the 
word BUCHGEMEINSCHAFT in their trade names were distinguished 
on the basis that they concerned trade names and not trademarks. 
Case No. M 2/54(Nm 51/52) of the Austrian Patent Tribunal 
dated March 24, 1955. 


France 
Infringement of Color Mark 


The trademark, registered in respect of wines, consists of a 
horizontal red or green band, affixed to the upper portion of a 
wine label, and designed to bear a legend in white lettering. The 
use of such a red or green band by someone other than the regis- 
trant was held to be an infringement, although the labels to which 
the respective bands were affixed were quite different and there 
was therefore no possibility of confusion. The mere use of the 
registered mark by someone other than the registrant was an 
infringement and the existence of the possibility of confusion would 
only have aggravated the offense. Tribunal Civil de la Seine, 
March 23, 1954. 

Use of Perfume Trademarks in Advertising 
for Perfume Bases Not an Infringement 

In two decisions handed down on February 22, 1955, the French 
Court of Cassation held that manufacturers of perfume bases were 
not guilty of infringement in circulating advertising material for 
their products in which they identified, by trademark, the per- 
fumes which they claimed their perfume bases could be used to 
imitate. 


Germany 


Trademark “Die Hamburger Kinderstube” Held Confusingly 
Similar to Trade Name “Hanstein Kinderstube” 


In a decision rendered February 25, 1955, reversing a decision 
by a lower court, the German Federal Supreme Court held that 
the trade name HANSTEIN KINDERSTUBE, used since 1948 to designate 
a small retail store in Frankfurt, is confusingly similar to the 
trademark DIE HAMBURGER KINDERSTUBE (The Hamburg Nursery), 
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which has been registered since 1927 and used since that time on 
children’s clothing. The decision includes the following holdings: 

1. While trademarks consisting of several words must be 

judged in their entirety, it is permissible to evaluate the extent 

to which any portion of the mark is responsible for the dis- 

tinctiveness of the entire mark. 

2. An ordinary word used as a trademark impresses itself 

upon the public’s mind in proportion as its use as a trademark 

differs from its use as an ordinary word. 

Descriptive Picture Marks 

Plaintiff and defendant were both engaged in the manufacture 
and sale of fishing equipment. Both the plaintiff’s registered mark 
and the defendant’s subsequently adopted mark show a fish about 
to bite, although they are dissimilar in their particulars and in 
their color schemes. The German Federal Supreme Court, on 
February 25, 1955, held the two marks confusingly similar and, in 
rejecting the defendant’s plea that its mark was merely descriptive 
of the goods on which the mark was used, reasoned, as follows: 




















‘*In principle, picture marks are apt to indicate the nature of 
the goods if they consist of very simple devices which describe 
the nature of the goods in a nonequivocal manner, leaving 
nothing to the viewer’s imagination and requiring no reflection 
on his part. However, since picture marks can indicate the 
nature of the goods in many different ways, they will be con- 
sidered to be descriptive only in exceptional cases’’. 


Italy 









Trademark “Dolca” Registrable for Confectionery 

The Court of Appeals of Milan, in a decision rendered June 

25, 1954, held that the trademark potca was properly registered 
in respect of confectionery, although the Italian word for ‘‘sweet”’ 
is ‘*dolee’’. Even words indicating the nature of the goods involved 
are registrable as trademarks if they have been so altered as to 
deprive them of the linguistic function of the original words. 














Switzerland 


Expropriation Without Compensation—Effects on the 
Trademark Rights of the Former Owners 


The Bleistiftfabrik Hardtmuth (Hardtmuth Pencil Factory) 
was founded in 1790 in Vienna by Josef Hardtmuth. In 1827, the 
sons of the founder formed Bleistiftfabrik L. & C. Hardtmuth and, 
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in 1848, transferred the seat of the company to Budweis, which 
then belonged to the Austrian-Hungarian monarchy and, since 
1918, to the Republic of Czechoslovakia. Since 1919 the name of 
the firm was koH-1-Noor Bleistiftfabrik L. & C. Hardtmuth. The 
principal trademark was KOH-I-Noor; others were HARDTMUTH, 
MEPHISTO, and ELEPHANT. 

In view of Decree No. 100 of October 24, 1945, issued by the 
President of the Republic of Czechoslovakia, the firm was, on 
October 27, 1945, nationalized and became, on March 7, 1946, a 
‘¢juridical person’’ (legal entity) under Czechoslovakian law. The 
old firm’s trademarks were taken over by the state-owned enter- 
prise which also had its name entered on the Swiss Trade Mark 
Register, as subsequent proprietor of the Swiss trademark regis- 
trations of the old Hardtmuth firm. 

Those partners of the old firm who had lived in Czechoslovakia 
left the country and formed a firm with seat in Paris. There were 
also two subsidiaries in Austria. 

In 1953, the nationalized Czechoslovakian enterprise brought 
suit in Switzerland against the Swiss distributor of the products 
made by one of the Austrian subsidiaries of the old firm, asking 


for a declaratory judgment that the defendant had infringed its 
rights to the trademarks KoH-I-NoorR and MEPHISTO and to the 


trading name KouH-1-Noor L. & C. Hardtmuth and that the defend- 
ant was guilty of unfair competition. The plaintiff also sought an 
injunction and damages. 

By decision dated October 19, 1954, the Court for Commercial 
Matters in Zurich rejected the plaintiff’s action in all respects. 
An appeal by the plaintiff was dismissed by the Swiss Federal 
Court, which affirmed the decision of the lower Court in all respects. 

The Court pointed out, first of all, that it had to decide only 
whether the nationalized Czechoslovakian enterprise had the rights 
to the trading name and to the trademarks which it claimed, but 
did not have to decide who had those rights if the Czechoslovakian 
enterprise did not have them. This latter question is to be de- 
cided in another litigation now pending before the Courts of 
Berne, in which the Paris and Vienna firms as plaintiffs seek to 
enjoin the Czechoslovakian enterprise from using the trading name 
and the trademarks in Switzerland and further seek a declaratory 
judgment that the trademarks now registered in Switzerland in 
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the name of the Czechoslovakian enterprise rightfully belong to 
the old Hardtmuth concern now continuing business in Paris and 
Austria. 

Decisive for the Court’s decision was the fact that, as the Court 
noted, the nationalization of the business in Czechoslovakia took 
effect without any compensation to the partners of the old Hardt- 
muth firm. The Court held that, under Swiss law, this so-called 
‘‘nationalization’’ had to be considered as expropriation without 
compensation, that the Swiss jurisprudence had consistently re- 
fused to recognize foreign laws of confiscatory character, and that 
expropriation without compensation was contrary to the Swiss 
‘‘ordre public’’ and was a violation of the constitutional guarantee 
of a person’s property rights. Proceeding from this premise, the 
Court held that the Czechoslovakian enterprise could not be con- 
sidered as assignee of the trademark rights of the old Hardtmuth 
firm and could not rely on the Swiss registrations in its name, as 
registration in Switzerland creates only a presumption of owner- 
ship of a trademark. The Court further held that the Czechoslo- 
vakian enterprise had not, by virtue of its use, created any original 
rights to the trademarks involved, antedating possible new trade- 
mark rights, by virtue of user, of the Hardtmuth concern in Paris 
and Austria, as its use of these trademarks was merely one of the 
results of the nationalization of the old Hardtmuth enterprise. 


Protection of International Registrations 


A German firm obtained registrations in Germany for the 
trademarks GOLDFRONT and GOLDHELM (‘‘gold helmet’’) in respect 
of precious metals and goods made therefrom and, on the basis of 
these German registrations, obtained corresponding International 
registrations at the Berne Bureau. The Swiss Patent Office refused 
to enter the two International registrations on the Swiss Register, 
on the ground that denominations such as GoLDFRONT and GOLDHELM 
were common, particularly in the watch industry, in which similar 
denominations, such as the English words Goldshield, Goldseal, 
Gold-Front, Goldclad, Goldhood, etc., are used to indicate a heavier 
coating with gold than that of the usual gold-plated or ‘‘doublé’’ 
articles (at least 250 micron instead of 8-40 micron). The German 
firm filed an Administrative Appeal to the Swiss Federal Court, 
which affirmed the decision of the Swiss Patent Office. The Court 
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held that it was irrelevant that the trademarks coLprront and 
GOLDHELM had been accepted for registration in Germany and that 
the conditions in Switzerland were decisive in determining whether 
an internationally registered trademark is to be accepted for pro- 
tection in Switzerland. The Court further held that it was sufficient 
that denominations such as GOLDFRONT and GOLDHELM were com- 
monly used in one branch of the industry concerned with precious 
metal goods. The Court also held that coLprront and GoLDHELM 
were not acceptable as trademarks for gold-plated or gold-coated 
articles and that they would be misdescriptive if used on goods 
made of solid gold or on goods containing no gold. 


Turkey 

Denunciation of the Madrid Arrangement for the International 

Registration of Trademarks By Turkey 

Under date of September 8, 1955, the Turkish Embassy in 
Berne notified the Swiss Government of the denunciation by the 
Turkish Government of the Madrid Arrangement for the Inter- 
national Registration of trademarks. The denunciation will become 
effective September 10, 1956. 
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LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 


AMA decides to list Brand Names in NNR. (Drug Trade News, v. 30, No. 24, 
November 21, 1955, pp. 1, 36). 


Auger, Diana J. 
The Romance of Trademarks. (Women Lawyers Journal, v. 41, No. 3, Summer 
1955, pp. 9, 12). 


Basutoland. Patents, Trademarks and Designs Protection, Amendment No. 19, 
promulgated March 11, 1955. (Patent and Trade Mark Review, v. 54, No. 1, 
October 1955, pp. 3-4). 


Common Names for Pest Control Chemicals, K 62. Information Supplements 
published by the American Standards Association Inc., 70 East 45th Street, New 


York 17, N. Y. 


The Sectional Committee on Common Names for Pest Control Chemicals, K 62 
of the ASA has published the first list of pest control products for which certain 
common names were proposed. This was prepared by the International Organization 
for Standardization. A paper on this problem was read by J. E. Archer, Director 
of the Patent Department of the American Cyanamid Company at the Fifth National 
Conference on Standards in November 1954 and was reprinted in the April 1955 
issue of The Trademark Reporter. 


Competition in Works. (Justice of the Peace, v. 119, No. 37, September 10, 
1955, pp. 587-588). 
Day, Cameron. 


All Media join in Battle against Bait Ads. (Printers’ Ink, December 2, 1955, 
pp. 28-29). 


Deals weaken Brand Loyalty. (Advertising Age, v. 26, No. 47, November 21, 
1955, pp. 2, 34). 


The Face; startling new Design Appeal on Wheaties. (Modern Packaging, 
September 1955, p. 123). 


Lawrence, M. M. 


To prevent a Wilderness of Brand Names. (Printers’ Ink, November 11, 1955, 
pp. 30-32). 


Maruchnies, G. G. 


Industrial Trade Secrets, their Use and Protection. (Cleveland-Marshall Law 
Review, v. 4, No. 1, Spring 1955, pp. 69-82). 


Ogilvy, David 


The Image and the Brand—a new Approach to creative Operations. (Adver- 
tising Age, November 14, 1955, pp. 113-114). 


Patent and Trademark Law in Venezuela, 1955. Translated into English by 
J. I. Canalejas. P. 30. 
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Prestige for the private Brand. (Safeway’s BEL-AIR frozen Foods). (Modern 
Packaging, v. 29, No. 3, November 1955, pp. 126-128, 210). 


Schweizerische Mitteilungen ueber gewerblichen Rechtsschutz und Urheberrecht. 
(Zuerich, Polygraphischer Verlag, AG., vol. 1, No. 1, May 1955). 
Swan, Carroll J. 

Union Label promoted as Quality Trademark. (Printers’ Ink, December 2, 1955, 
pp. 48, 50). 


Today’s Beer Labels. (Gunther Brewing Co., Baltimore, Md.) (Modern 
(Packaging, November 1955, pp. 102-103, 232-233). 


U. S. Dep’t. of Commerce. Bureau of Foreign Commerce. 
% A Guide to foreign Business Directories. Washington, Gov’t. Printing Office, 
43 1955. P. 132. 
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* Copies of these articles are available in the Association’s library. 














THe TRADEMARA REPORTER 


Part ll 


THE INSECT-O-LITE COMPANY, INC. v. HAGEMEYER et al. 
No. 12589 — C. A. 6 — October 14, 1955 


CouRTS—FINDINGS 
Appellant is not entitled to reversal of District Court’s denial of preliminary 
injunction in action for trademark infringement and unfair competition except upon 
clear showing that court’s discretion was not exercised with due regard for applicable 
principles of equity. 

Action by The Insect-O-Lite Company, Inc. v. William C. Hagemeyer, 
James C. Noyes, Meredith J. Beirne and Hagemeyer Chemical Co., Inc. 
for trademark infringement and unfair competition. Plaintiff appeals 
from order of District Court for Eastern District of Kentucky denying 
motion for preliminary injunction. Affirmed. 

Case below reported at 45 TMR 1473. 


J. Warren Kinney, Jr., of Cincinnati, Ohio, and Blakely, Moore & Blakely 
for appellant. 


Frank Zugelter, of Cincinnati, Ohio, for appellees. 


Before Stmons, Chief Judge, and Martin and Stewart, Circuit Judges. 
Per Curiam. 


This is an appeal from the district court’s denial of a preliminary 
injunction in appellant’s action for trademark infringement and unfair 
competition. The motion for an injunction pendente lite was addressed 
to the sound discretion of the district court, and appellant is not entitled 
to reversal except upon a clear showing that this discretion was not exer- 
cised with due regard for applicable principles of equity. Huber Baking 
Co. v. Stroehmann Bros. Co., 208 F.2d 464, 99 USPQ 429 (44 TMR 429) 
(2 Cir., 1953); Pierce v. Aeronautical Communications Equipment, Inc., 
223 F.2d 410, 106 USPQ 11 (5 Cir., 1955). Appellant has made no such 
showing. 

While there was evidence which if believed might have justified a 
conclusion of unfair competition causing irreparable injury, this evidence 
was unsupported except by affidavits which the court correctly excluded 
as hearsay. Moreover, this evidence was directly controverted by the ap- 
pellees, and its credibility was for the district court. 

It appears that substantial questions may be involved in the trial of 
this case on the merits, but the district court, balancing the equities, did 
not abuse its discretion in concluding that appellant will suffer no irrepa- 
rable damage in the meantime. 

The order of the district court is affirmed. 
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THE INSECT-O-LITE COMPANY, INC. v. HAGEMEYER et al. 
No. 682 — D.C., E.D. Kentucky — April 19, 1955 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
INSECT-O-LITE is name of product and gives plaintiff-registrant no right to stop 
use of INSECT-LIGHT. 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Plaintiff has no exclusive right to monopoly for reason that name is not so 
well established that anyone is deceived by a similar item and for further reason 
that item is one which anyone might make and sell; name INSECT LIGHT on items 
sought to be enjoined is a true name. 

Action by The Insect-O-Lite Company, Inc. v. William C. Hagemeyer, 
James C. Noyes, Meredith J. Beirne and Hagemeyer Chemical Co., Inc. 
for trademark infringement and unfair competition. Plaintiff moves for 
preliminary injunction. Motion denied. 

J. Warren Kinney, Jr., of Cincinnati, Ohio and Blakely, Moore & Blakely 
for plaintiff. 

Frank Zugelter, of Cincinnati, Ohio, for defendants. 

SwInFrorD, District Judge (orally). 


Gentlemen, the issue here is, of course, very narrow on this motion. 
The affidavits that are filed are primarily heresay evidence setting forth 
what somebody says that Mr. Beirne said. You are asking the Court to 
exercise its highest equity jurisdiction and power, that is, to enjoin people 
from operating and proceeding with their business, which may or may not 
be a major thing for a great many or a few people, but to enjoin the sale 
of these items is to seriously interfere and possibly put this company into 
bankruptcy. If they can’t sell these items, they can’t operate. 


The Court feels that it should require some very significant evidence of 
a very positive nature that the plaintiff could not be protected in damages 
of any wrong which it suffered if it was determined it was entitled to relief 
and that, of course, was based upon several different things. There is no 
showing here that any copyright or trademark or patent has been issued 
to the plaintiff. There is no showing that the item which is in question 
and which the plaintiff seeks to have a monopoly to sell in a given terri- 
tory is anything that this defendant or anybody else couldn’t make and 
sell. There is no confidential relationship between the plaintiff and the 
defendant Beirne, as in the case of a mechanic or a chemist working in a 
laboratory that makes certain discoveries or certain inventions might be 
enjoined from going out and forming a company to sell those items that 
were discovered in a confidential way in the laboratory of his employer, 
even though he, himself, may have been the inventor. 

The courts are very slow in issuing a restraining order, especially 
where, as in this instance, you have the practical effect of putting this 
company out of business with consequent ill effect to a lot of people. Now, 
you say that it might put the plaintiff out of business if they are not en- 
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joined. Of course, that is highly speculative. You still have the right to 
go ahead and compete with them, but you want this Court to knock out 
this competition. 

The Sixth Appellate Court refused a permanent injunction after a 
complete hearing on a case which was much stronger than the evidence 
here. Tri-State Plastic Molding Company v. Ruzak Industries, Inc., 181 
F.2d 809, 85 USPQ 225 (40 TMR 409). That is a case in which one who 
had entered into a contract to make certain plastic boxes just deliberately 
went out and pirated the idea, not making boxes of his own and selling 
them and using the advertising and using practically everything that 
the first company had gotten up to sell these items. The court said this, 
85 USPQ at 226-227: 

“After that time, however, and beginning about July 1948, Tri- 

State procured other molds from which it made plastic boxes, varying 

in size, design, and capacity, to be used in refrigerators and for other 

purposes, and sold these boxes to the trade, and about the same time 

Ruzak, although continuing to send orders to Tri-State, employed an 

independent concern to copy Tri-State’s mold and manufacture boxes 

therefrom to be delivered to and sold on the general market by Ruzak.” 


In other words, they found out they could get somebody else to make 
boxes a little cheaper or could get a little more profit out of it, so they 
had them make exactly the same box that they were buying from this com- 
pany that had advertised them for sale. 


“This conduct upon Ruzak’s part gave rise to the defense of 
‘unclean hands’ which the district court did not specifically pass upon 
and which we find it unnecessary to consider. Nor do we consider it 
necessary to go into great detail concerning the long continued nego- 
tiations between the parties except to say that they were characterized 
by much confusion and frequent misunderstandings. We set forth 
in haee verba the decree from which this appeal by Tri-State and 
cross-appeal by Ruzak arose.” 


The statement then goes on to say: 


“Laying to one side the question of confidential relationship 
which we have already considered, we think that, in the exercise of 
judicial discretion, the injunction should not be issued. The district 
court was of the opinion that the case involved the ‘history of an idea’ 
and that this idea originated with Zaikaner, but Zaikaner’s idea, that 
of a plastic box for cakes, did not give either him or Ruzak a monop- 
oly upon such boxes. His idea was not protected by either the patent 
or trademark laws and could be protected only by confidential re- 
lationship covered by contract, a point which we have already con- 
sidered and found to be of no avail to Ruzak. Zaikaner had the right 
to keep the idea to himself or to manufacture boxes himself or employ 
others to do this for him, but he had no monopoly upon its character- 
istic elements. He could choose for himself the design, size, shape, 
and color of the boxes and the quality of the plastic material and so 
could all other plastic molders, as indeed they were doing, as long as 
they did not attempt to palm off their boxes as those of Zaikaner.” 


But going back to the other, I don’t think there is sufficient evidence 
here that establishes preponderantly the fact that any one has been grossly 
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deceived by this thing. In the first place, you say that you established a 
field that had only been going on for about two years and it is not limited 
to any given territory, but apparently the whole Ohio valley. It’s hard for 
the Court to find here as a fact, which I would have to do, that you had 
such established reputation in this locality where this defendant was seek- 
ing to sell its product and the name that you offer there is so well known 
that people would be deceived. It is not like the case of some well-known 
product whose name has been and is well established. You had been making 
these things as you say and selling them in this territory only two years 
at most and I can’t find from the calendar alone that the product has 
been so well established that any one would be deceived by this second 
product coming in there. In other words, they are not selling their product 
because of your advertising because it is not established as a fact to the 
satisfaction of the Court, preponderantly, that you were so established 
in this territory that any one was deceived by a similar item, even in name 
or appearance. 

Another thing, the name on the front of this product is an actual 
name. That is what it is. It is an insect light. It isn’t any trade name. 
It is the name of the thing, itself, which says what it does. As long as you 
are doing that, you are not invading anybody’s rights. 

“A manufacturer whose trade is parroted by an infringing use of 
his trademark is entitled to protection and redress in whatever market 
the use of the trademark has extended or its meaning has become 
known. The manufacturer cannot monopolize markets that his trade 
has never reached and the market of itself cannot travel to markets 


where there is no article to wear the badge and no trader to offer the 
article.’’ 


You have certain places here that you have dotted around and es- 
tablished, according to the proof here. It is no well-established name in a 
locality that would give you a monopoly. You are asking the Court to 
give you a monopoly. That is what you are asking the Court to do, to 
prevent these people from selling it not only to these, but any place else, 
any other hardware store, any other place in this Ohio valley. That is 
certainly contrary, as I understand the law, to the judicial responsibility 
of protection to a litigant who feels that he is being imposed upon in 
violation of the fair trade practice act. 

The Court is of the opinion that the evidence is insufficient to establish 
that the plaintiff has the exclusive right to a monopoly in the area claimed 
or in any area, for the reason that the name is not so well established that 
any one is deceived by a similar item and for the further reason that the 
item is of such a nature that it has no peculiar patentability or trademark 
right—it appears to me to be an item which any one might make and sell; 
that the name INSECT LIGHT, on the item sought to be enjoined is a true 
name, it tells just what it does, and is not deceptive because it does set 
forth by the name, itself, the function of the item. 


The Court is further of the opinion that the evidence as offered of 
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statements made by Mr. Beirne, the sales manager of the defendant com- 
pany and one of the defendants, is not sufficiently established by competent 
evidence to prove that he has been guilty of fraud or gross deception. The 
evidence as offered, if accepted as true, might be questionable as to whether 
or not it was sufficient to establish fraud, which requires evidence of such 
nature to relieve the Court’s mind of no doubt that fraud has been estab- 
lished. The evidence as offered cannot be received in its entirety because 
it is based primarily upon hearsay, what some one else has told the wit- 
nesses is their reason for doing or not doing certain things, which does 
not give the defendants here an opportunity to cross-examine or to inquire 
in the presence of the Court just the circumstances surrounding such 
statements if they were made at all. 

On the whole case, I feel that the equity powers of the Court should 
not be invoked to grant a temporary restraining order. The defendants 
have had no opportunity to answer. The case was filed on the 15th of 
April and brought here for hearing on the 18th. The 15th was on Friday 
and the intervening days of Saturday and Sunday were week-end days 
on which it is difficult for preparation to meet an issue of this kind. 

I think that we should proceed with the case and let it take its normal 
course as to filing the pleadings and making up the issues; then determine 
whether or not it is of such a nature that it brings itself within the law and 
can be established by the evidence. 

I have given here orally the views of the Court in order not to delay 
the case, rather than to take it under advisement and write an extended 
opinion. I feel that my knowledge of the case at this time is sufficient to 
rule on this motion. I would like, however, to have the defendant prepare 
findings of fact and conclusions of law. In accordance with the rule 
wherein an injunction is granted or denied, the Court should file findings 
of fact and conclusions of law unless the Court is of the opinion that the 
opinion of the Court is sufficient to cover that. I would prefer that you 
submit to me, in the light of what I have said here, in the light of the 
record, formal findings of fact and conclusions of law in conformity with 
Rule 52 of the Rules of Civil Procedure. If you will submit those to me, 
I will examine them and if I feel they conform to what I have stated here, 
sign them for entry. 

I should call your attention to this fact—you very likely know it—but 
it has been held that.the ruling of the Court from the bench today is the 
order that is appealable irrespective of when formal findings are filed 
and if you propose to take an appeal, your time will run from today and 
not from the date they are filed. 


Finpines or Fact 


1. The affidavits of Richard D. Swickey and Joseph A. Flynn, and the 
allegations in the complaint as verified by M. G. Parnell, president of the 
plaintiff, show upon their faces that they are essentially hearsay. 
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2. The testimony of said Swickey, Flynn and Parnell, adduced in 
open court, showed the essentially hearsay character of the charges directed 
against the defendants. 

3. Such material testimony and verified evidence as was adduced by 
the said Swickey, Flynn and Parnell and which was not objectionable on 
the ground of hearsay, was unequivocally denied by the defendant Meredith 
J. Beirne in open court. From the Court’s observation of those persons, 
the Court finds that the testimony so adduced fails to establish any cause 
for this Court to exercise its power of injunction in behalf of the plaintiff. 

4. The plaintiff possesses no exclusive right to make or sell devices 
such as are here involved. 

5. The defendant uses on its device, the generic name of such product, 
viz., insect light. 

6. The plaintiff possesses no exclusive right because of its INSECT-o- 
LITE registration, [No. 604,061], whereby to preclude the defendant from 
using the name, insect light, upon the defendant’s product. 

7. The plaintiff's efforts, if successful here, would preclude the de- 
fendant from merchandising a device that anyone may make and sell, and 
on which anyone may impress or display the generic term, insect light. 

8. There is no evidence before the Court, to support a finding that 
any person has been mislead so as to accept the defendant’s insect light, 
under the belief that same is the product of the plaintiff. 

9. The showing made by the insect plaintiff constitutes a weaker, 
factual presentation, than that which was established in Tri-State Plastics 
Molding Co. v. Ruzak Industries, Inc., 181 F.2d 809, 85 USPQ 225 (40 
TMR 409) (C.A. 6.), or in Acton Mfg. Co. v. Louisville Tin & Stove Co., 
116 F.Supp. 796, 99 USPQ 410 (D.C. W.D.Ky.). 


Conclusions oF Law 


1. The plaintiff has failed to establish any ground justifying this 
Court in exercising its power of injunction. 

2. The defendants, according to the evidence so far adduced, have 
committed no trespass upon any rights that the plaintiff may possess. 

3. This Court is bound to deny the plaintiff’s motion for preliminary 
injunction, by the law as exemplified in Tri-State v. Ruzak, 181 F.2d 809, 
85 USPQ 225 (40 TMR 409), supra, and in Acton v. Louisville, 116 F. 
Supp. 796, 99 USPQ 410, supra. 


SN 
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THE TRADEMARK REPORTER 


STAR BEDDING COMPANY v. 
STIX, BAER & FULLER COMPANY et al. 


No. 3296(2) — D.C., E.D. Missouri, E. Div. — June 17, 1955 


CourTS—CONTEMPT PROCEEDINGS 
In citation for contempt, plaintiff must carry same qualitative burden of 


proof to prove violation of consent decree as it would have had to establish trade- 

mark infringement in first instance. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 

Defendant’s use of stars on mattress covering suggests a gaudy feature rather 

than an attempt to call attention to plaintiff, who uses star for mattress, as source 

of product; there is no evidence anyone was misled, and usage does not violate 

injunction. 

Action by Star Bedding Company v. Stix, Baer & Fuller Company for 
trademark infringement; Englander Company intervened. Plaintiff peti- 
tions for order of contempt against intervener. Petition denied. 


Lawrence C. Kingsland and Estill E. Ezell, of St. Louis, Missouri, for 
plaintiff. 
Alfred W. Petchaft, of St. Louis, Missouri, for intervener. 


HuteEn, District Judge. 

Plaintiff is in the business of manufacturing and selling feature 
pillows and feathers, in the general class of upholstery. As owner of two 
trademarks (No. 128,528, issued January 6, 1920, and No. 130,416, issued 
April 29, 1920), comprising the word star and the symbol of a star, 
plaintiff initiated this action in 1945 against Stix, Baer & Fuller Company, 
for infringement of the mark in the sale of mattresses with a mark shown 
on the label. The Englander Company, Inc. manufactured the accused 
mattress and applied the mark complained of. They intervened. This 
initial suit was terminated in the year filed by a consent decree wherein 
ownership of the trademark in plaintiff was admitted, and likewise in- 
fringement. The intervener was permanently enjoined from infringing. 

On December 10, 1954 plaintiff filed its petition for an order of 
contempt against intervener for violation of the injunction issued ten 
years earlier. 

Answer on the order to show cause raises one issue—infringement. 

Plaintiff’s trademark is applied as a mark on labels attached to its 
product. 

The accused mattress is not claimed to have a mark, as such, that 
infringes plaintiff’s mark. The controversy arises from the intervener’s 
use, in a prominent manner, of the symbol of a star as a part of the fabric 
covering of the mattress. The ticking is covered with clouds interspersed 
with stars. The clouds are dark gray. The stars are red, with black 
shadow effect. Intervener claims the use of stars is merely decorative, and 
does not and was intended to indicate the source or origin of the mattress 
on which the fabric is used. 
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Plaintiff states their view on the present issue: 


“Does the display of the stars as a part of the fabric of the 
mattress cover, instead of on a fabric label attached to the cover as 
involved in the original suit, violate the injunction? It is our contention 
that Englander’s use of stars on its accused mattresses is manifestly 
a use ‘in the sale of mattresses’ which is prohibited by the injunction.” 
Can plaintiff’s broad interpretation of the injunctive decree be 

sustained? If it cannot, plaintiff’s move for a contempt citation must fail. 

I believe the correct rule to be that a decree should be read in its 
entirety to determine its import. National Surety Corporation v. Williams, 
110 F.2d 873. The terms of the decree, to be effective, must be within the 
issues made by the pleadings. Chouteau Trust Co. v. Massachusetts Bonding 
& Ins. Co., 1 F.2d 136. As summarized in Terminal R. R. Ass’n v. United 
States, 266 U.S. 17, the law is: 

“In contempt proceedings for its enforcement, a decree will not 
be expanded by implication or intendment beyond the meaning of its 
terms when read in the light of of issues and the purpose for which 
the suit was brought; and the facts found must constitute a plain 
violation of the decree so read.” 

The original action charged trademark infringement by manufacture 
and sale of a mattress “under the designation and mark comprising the 
word sTAR and symbol of a star” and prayed that intervener be restrained— 

“(a) from using in the sale of mattresses or similar goods the 


word STAR, or any representation or symbol of a star, or any other 
eolorable imitation of plaintiff’s trademark; 


(b) from otherwise infringing plaintiff’s registered trademark.” 

The pertinent portion of the injunctive consent decree in issue here 
restrains defendant from using “in the sale of mattresses or similar goods, 
the word sTAR or any representation or symbol of a star, or any other 
colorable imitation of plaintiff’s said trademark; and from otherwise in- 
fringing said trademark * * *.” 

Plaintiff’s assumption of this issue somewhat circumscribes the decree 
as it must be read. True the decree does restrain using “in the sale of 
mattresses * * * any * * * symbol of a star * * *.” We must further read 
that such use is conditioned that the use be a “colorable imitation” of 
plaintiff's mark, and infringement. That is the substance of the decree 
when read in the light of the pleadings and Trademark Act. 

The prime issue correctly stated then is—does the proof show the 
manner of use of the star symbol by intervener represents a violation of 
the Trademark Act? If it does intervener is in contempt. We think 
plaintiff must carry the same qualitative burden of proof to show violation 
of the decree as it would have had to establish trademark infringement in 
the first instance. That was the issue when the suit was brought. That 
issue was settled by the consent decree. That is the issue on the citation 
for contempt. Plaintiff’s protection went no further. It gave no more nor 
less than the trademark Act accords. 
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Title 15 U.S.C. §1114 sets forth how a trademark is infringed. 


Plaintiff made no effort to show that intervener’s use of the star 
symbol is likely to cause confusion or mistake or to deceive purchasers as 
to the source of origin of the mattress. Apparently plaintiff rests its case 
solely on the exhibit showing use of the star symbol by intervener. The 
president of plaintiff’s company testified by deposition: 

“Q. All right. Now have you ever had any complaint from a retail 


customer who purchased a mattress with the DAWN Gray ticking and 
thought it was a mattress made by you? A. No.” 


The vice-president of plaintiff company testified: 


“Mr. Petchaft: Now, Mr. Steinhart, have you ever in your 
personal conduct of this affair or connection with this affair, have 
you ever had any indication that there was any confusion between 
the merchandise of the Englander Company and merchandise of your 
company? A. Confusion, what do you mean by that? 

“Q. Well, has any customer ever thought that Englander mer- 
chandise was made by your company instead of by Englander? A. No. 

“Q. Have you had any indication from any retail store, buyers, 
jobbers or people of that sort that merchandise manufactured by the 
Englander Company bearing this DAwN Gray ticking which is accused 
here was being taken for your merchandise? A. Well, no, I haven’t 
had anything like that. I don’t know of any incident.” 

The original litigation concerned intervener’s use on its label of star 
symbols, the figure “8” and word star. That label was originated by inter- 
vener. On this contempt citation the accused article is not a label originated 
by intervener but the covering or ticking on a mattress which intervener 
procured on the open market. The record shows fabrics containing the star 
symbol are numerous, to say the least. The ticking in question was 
originated and manufactured unsolicited and unknown to intervener by 
Golding Bros. Golding Bros., with whom intervener has no connection, 
is a manufacturer of fabrics. They manufactured the accused fabric in 
the usual course of their business and put the designation on it of DAWN 
GRAY, and offered it to the trade in the usual course. Intervener is a 
customer of long standing of Golding Bros. Intervener purchased a 
quantity of the Gray DAWN ticking and, along with other designs of ticking, 
used it in the manufacture of mattresses in 1954. How many more manu- 
facturers used the same design of ticking is not of record. Intervener put 
a label on its mattress that is not complained of. If there is any infringe- 
ment it must be found solely in the ticking. 

It is may conclusion that plaintiff has failed to carry its burden of 
proof to sustain its charge that the court’s decree has been violated by 
intervener. On this bare record I cannot find that use of the star symbol 
in the fabric is a “colorable imitation” of plaintiff’s mark. Nor is there 
evidence that use of the star symbol “is likely to cause confusion or mistake 
or to deceive purchasers as to the source of origin of such goods * * *.” As 
I view the accused fabric the subject is a natural one for a mattress covering. 
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The use of clouds and stars together suggests nature’s arrangement rather 
than a trademark. The stars in profusion suggest a gaudy feature rather 
than an attempt to call attention to plaintiff as the source of the product. 
I do not think it can reasonably be presumed that the accused fabric would 
suggest plaintiff as the source of the product. There is no evidence anyone 
ever was misled. For a case on claimed infringement by use of a star 
symbol see Hutchinson, Pierce & Co. v. Loewy, 163 F. 42. 

When plaintiff’s position is carried to a conclusion its effect is a strong 
suggestion of using a trademark for purposes that can only be availed of 
by a design patent only. Title 35 U.S.C. § 171. When we enter that field it 
is apparent an application for a design patent on the star symbol would run 
into difficulties. Tests for a design patent are the same as for a mechanical 
patent. There is little invention in the star symbol standing alone. Plain- 
tiff’s case must stand solely on trademark. Absent statutory protection 
plaintiff has no right in the premises. 

This is not to say that a trademark cannot be infringed by its use 
in decorating a fabric. Such a ease is the bold application of trademarks 
which is the basis of the ruling in Varsity Sportswear, Inc. v. Princess 
Fabrics Co., Inc., 174 Mise. 298, 45 USPQ 189, (30 TMR 198). It is to 
be noted that plaintiff did not there prosecute on trademark violation, but 
on unfair competition. Such is not the issue here. 

Let order be settled and submitted in five days. 





DIETENE COMPANY v. DIETRIM COMPANY et al. 
No. 15164 — C.A. 8 — August 12, 1955 


TRADEMARK Act or 1946—REMEDIES—Basis or RELIEF 
Plaintiff brought suit for trademark infringement and unfair competition of 
its mark DIETENE for dietary food supplement by defendants’ pierrim for a like 
product. Plaintiff’s product is sold in powdered form in two flavors while defend- 
ants’ is distributed in capsule form. DIETENE is sold with suggested diets in which 
the name of the patient is inserted by the physician and is sold through druggists 
without prescription—sales are nationwide and advertising substantial. District 
Court held mark descriptive and not confusingly similar. While DIETENE is sug- 
gestive of the goods it is not merely descriptive and is a valid trademark entitled 
to protection. DIETRIM is confusingly similar to DIETENE and therefore the decision 
of the District Court is reversed. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 
Proof shows no substantial damage or loss of profits from defendants’ competi- 
tion and therefore no accounting need be ordered. 


Action by Dietene Company v. Dietrim Company and Vitamin Indus- 
tries Inc. for trademark infringement and unfair competition. Plaintiff 
appeals from judgment of District Court for District of Nebraska dis- 
missing complaint. Reversed. 

Case below reported at 44 TMR 1161. 


Gerrit P. Groen, of Chicago, Illinois; (Harold A. Prince, of Grand Island, 
Nebraska, on the brief) for plaintiff-appellant. 
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Philip B. Polster, of St. Louis, Missouri, for defendants-appellees. 
Before SANBORN, JOHNSEN and VAN OosTERHOUT, Circuit Judges. 

Sanborn, Circuit Judge. 

This is an appeal from a judgment dismissing upon the merits the 
complaint of the plaintiff (appellant) in an action for trademark infringe- 
ment and unfair competition. 

The plaintiff is a Minnesota corporation which brought this action upon 
the claim that it owns the trademark DIETENE for a fortified dietary food 
supplement which the plaintiff and its predecessors have been engaged in 
producing and distributing since January, 1934; that the trademark was 
registered November 19, 1935, as No. 329,995, under the Trademark Act 
of 1905, 33 Stat. 724; that the trademark has been used by the plaintiff 
and its predecessors to distinguish and identify the product and is a valid, 
subsisting, unrevoked and uncancelled trademark; that the plaintiff has 
built up a valuable business and good will throughout the United States 
in the sale of DIETENE; that the trademark DIETENE has come to mean to 
the public the product of the plaintiff; that the defendants (appellees) 
are selling fortified dietary food supplement products in competition with 
the plaintiff under the mark pieTri™, which is confusingly similar to the 
trademark DIETENE; that the defendants have infringed the plaintiff’s 
trademark rights, have engaged in unfair competition, and have continued 
to do so after notice of infringement. The plaintiff demanded an injunc- 
tion and an accounting. Jurisdiction was based on diversity of citizen- 
ship, as well as upon Title 15 U.S.C.A. § 1121. 


The defendant Vitamin Industries, Inc., a Nebraska corporation, the 
only actual defendant (the “Dietrim Company” not being a legal entity 
but only a trade name sometimes used by Vitamin Industries, Inc., in con- 
nection with its sales of DIETRIM, in its answer denied that by using the 
mark DIETRIM in connection with the sale of its vitamin dietary supplement 
it had infringed the plaintiff’s trademark, and denied that there was any 
confusing similarity between the marks DIETENE and DIETRIM or that any 
confusion had been occasioned by the alleged similarity of the marks. The 
defendant asserted that the marks were dissimilar and that the dissimi- 
larity was accentuated by the fact that DIETENE was distributed in powder 
form, in cans, by weight, in two flavors—chocolate and vanilla, while the 
defendant’s product was distributed in capsule form in bottles. 

The only issue expressly raised by pleadings was whether the marks 
DIETENE and DIETRIM were so similar as to make the defendant an infringer 
or an unfair competitor. 

The case was tried to the court without a jury. There was little, if 
any, dispute as to the evidentiary facts. The product DIETENE was origi- 
nated in 1934 by the Dietary Foods Company of Minneapolis, when in 
that year was acquired by the Dietene Company, not then incorporated 
but operating as a division of Larx Company, Incorporated, of Minne- 
apolis. In 1951 the plaintiff was incorporated under Minnesota law, and 
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acquired from Larx Company, Incorporated, the trademark DIETENE and 
the good will which went with it. 

The plaintiff makes and distributes two products: Dietene Reducing 
Supplement and Meritene Whole Protein Supplement. Both are supple- 
mentary foods. DIETENE is used primarily as a supplement to a low calorie 
diet, to provide adequate proteins, vitamins and minerals. Meritene is 
normally used to provide extra quantities of those things in special diets 
beyond normal requirements. 

DIETENE is distributed in the form of a powder, in cans, to be mixed 
with milk, and to be used by those on a reducing diet, to insure adequate 
nutrition. The trademark DIETENE has appeared on the cans containing 
the product as well as upon plaintiff’s letterheads and advertising mate- 
rial. Instructions have been furnished with every can of DIETENE, to- 
gether with a suggested diet. The product has been checked by the Amer- 
ican Medical Association, and its seal of acceptance is used on every 
package and on the plaintiff’s literature and letterheads. pIETENE is the 
only product of its type having this seal of acceptance. 

To promote the sale of DIETENE, the plaintiff furnishes suggested re- 
ducing diets to physicians for distribution to their patients. These diets 
are distributed through Physicians’ Nutrition Clinics for use by physi- 
cians and dietitians. A physician can fill in the name of a patient on one 
of the suggested diets and give it to the patient to follow. The folders 
containing the suggested diets are distributed in large numbers, 90,000 
sets being used in 1953. 

DIETENE reaches the public mainly through retail druggists. The plain- 
tiff’s direct customers are wholesale druggists and large retail chain stores. 
DIETENE is not sold on prescription, but upon recommendation and as an 
over the counter product. It is frequently on open display. The product 
has been assayed once a year by the Wisconsin Alumni Research Founda- 
tion, to insure that it is as represented. A copy of the report of the 
Foundation is sent to the American Medical Association to evidence that 
the product is as claimed. A copy of the report is also furnished the 
Inspector from the Federal Food and Drug Administration when he comes 
around. In the middle thirties, DIETENE was nationally publicly adver- 
tised. Later on, sales promotion was through the medical profession. 

Total net sales of DIETENE from 1934 to 1953 were $1,256,137.63. An- 
nual sales for each of the years 1952 and 1953 exceeded $200,000. Sales 
had been small prior to 1945 and 1946. The increase in sales since that 
time is attributed to the reinvestment of profits in advertising. Distribu- 
tion of DIETENE is nationwide. From 1934 to 1953 the plaintiff and its 
predecessors spent or allocated to sales promotion and advertising $431,- 
358.11. The plaintiff has regularly advertised its product in the Journal 
of the American Medical Association, the Annals of Internal Medicine, and 
in Medical Economics and Modern Medicine. It employs ten full-time 
salesmen, who call on physicians, hospitals, and wholesale and retail drug- 
gists. Constant advertising in the American Medical Association Journal, 
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together with the fact that DIETENE is acceptable to the American Medical 
Association’s Council on Foods and Nutrition, has familiarized doctors 
with the plaintiff and its product. 

The plaintiff discovered that the defendant’s product DIETRIM in com- 
petition with the plaintiff’s product in April, 1952, when a department 
store in Minneapolis advertised the latter, and had DIETENE and DIETRIM 
in its drug department. The defendant was notified that the plaintiff 
claimed infringement of its trademark. 

DIETRIM has been on the market since 1943 or 1944. The present dis- 
tribution of DIETRIM is small, but the defendant could become a serious 
competitor. The two products are similar. Both are intended to insure 
adequate nutrition to those who are upon a reducing diet. It is true that 
the ingredients of the products are not the same, and that, while DIETENE 
is a powder sold in cans, DIETRIM is a powder sold in capsules in bottles. 
The defendant sells its product in drug stores and department stores in 
the middle west. Estimated sales are about 5,000 bottles a year. DIETRIM 
is only one of the defendant’s products. The defendant handles possibly 
250 vitamin formulas. It does no direct advertising of preTrRIM but enters 
into agreements with its customers to pay part of the cost of advertising 
placed by them. The defendant has in the past used “Dietrim Company” 
as a trade name in connection with the sale of Dietrim. Application for 
registration of the mark DIETRIM was made, apparently in 1945, -but the 
mark is not a registered trademark. 

At the close of the plaintiff’s evidence and the close of all the evidence, 
the defendant moved for a dismissal of the complaint on the grounds that 
the plaintiff had failed to prove jurisdiction, infringement, confusing 
similarity of the marks in suit, damages, or any right to injunctive relief. 
So far as the record on appeal shows the ownership of the trademark 
DIETENE, its use by the plaintiff and its predecessors from 1934 to the time 
of the trial, and the validity of the trademark, were unchallenged by the 
defendant. Its defense was apparently noninfringement, due to an as- 
serted failure of proof of confusing similarity of the marks or of actual 
damages. 

The District Court, in deciding the case (Dietene Co. v. Dietrim Co., 
121 F.Supp. 785, 102 USPQ 7 (44 TMR 1161), found that the plaintiff 
was the owner of the trademark DIETENE as applied to a reducing supple- 
ment; that the trademark was originally registered under the Trademark 
Act of 1905, and subsequently republished on the Principal Register es- 
tablished under the Trademark Act of 1946, 60 Stat. 427, Title 15 U.S.C.A. 
§ 1051 et seq. The court pointed out that § 1052 of Title 15 U.S.C.A. pre- 
cluded the registration of a mark which is merely descriptive of the goods 
of the applicant, and ruled that the plaintiff’s trademark DIETENE was 
merely descriptive of the plaintiff’s product. The court also dissected the 
two marks in suit, and held, in substance, that since “diet” was a descrip- 
tive word common to both marks and since the plaintiff had added the 
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suffix “ene” to “diet,” while the defendant had added “rim,” and since 
“ene” and “rim” was dissimilar, there was no confusing similarity between 
the marks, and that the plaintiff’s mark was not entitled to legal protec- 
tion as against the defendant. The court made an exhaustive comparison 
of the trademark DIETENE with other trademarks which had, in other cases, 
been held to be merely descriptive and therefore invalid. While such 
comparisons are interesting and not necessarily unhelpful, each case of 
this kind must stand or fall upon its own peculiar facts. 

The trademark DIETENE suggests that the product to which it has been 
applied has some relation to a diet, but it certainly is not merely descrip- 
tive of a food supplement consisting of non-fattening vitamins, proteins 
and minerals for use by those who are on a reducing diet. That a trade- 
mark is suggestive does not mean that it is invalid and not entitled to 
protection. Le Blume Import Co., Inc. v. Coty, 2 Cir., 293 F. 344, 351- 
352 (13 TMR 233); Henry Muhs Co. v. Farm Craft Foods, Inc., D.C. 
E.D. N.Y., 37 F.Supp. 1013, 49 USPQ 162 (31 TMR 164); San Fran- 
cisco Ass’n for the Blind v. Industrial Aid for the Blind, Inc., 8 Cir., 
152 F.2d 532, 533-534, 68 USPQ 59, 60 (836 TMR 14) ; Hanson v. Triangle 
Publications, Inc., 8 Cir., 163 F.2d 74, 77, 74 USPQ 280, 281-282 (37 
TMR 645); Douglas Laboratories Corporation v. Copper Tan, Inc., 2 
Cir., 210 F.2d 453, 455, 100 USPQ 237, 238 (44 TMR 657). 


It is our opinion that the trademark pDIETENE, while suggestive is not 
merely descriptive of the ingredients, qualities or characteristics of the 
product to which it is applied, and that it is a valid trademark, the ex- 
elusive use of which by the plaintiff is entitled to legal protection. More- 
over, “The manufacturer or vendor is entitled to the reputation which his 
goods have acquired and the public to the means of distinguishing between 
them and other goods; and protection is accorded against unfair dealing 
whether there be a technical trademark or not.” William R. Warner & 
Company v. Eli Lilly & Company, 265 U.S. 526, 531 (14 TMR 247). 

It seems to us that with respect to products which may affect human 
health and which ordinarily should be taken upon the advice or recom- 
mendation of a physician, the avoidance of confusing similarity of trade- 
marks is vitaly important. 

Under § 1127 of Title 15 U.S.C.A., “The term ‘colorable imitation’ 
includes any mark which so resembles a registered mark as to be likely to 
cause confusion or mistake or to deceive purchasers.” The use, without 
consent of the registrant, of a “colorable imitation” of a registered mark 
renders the user liable. Title 15 U.S.C.A. § 1114. 


We think that the mark preTri™ so closely resembles the registered 
mark DIETENE that confusion is likely to occur. We are unable to accept 
the theory that because the plaintiff’s trademark ends in “ene” and the 
defendant’s mark in “rim,” confusion will be avoided. 

Our conclusion is that, under the evidence and the applicable law, 
the plaintiff was entitled to the injunctive relief which it sought, and that 
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the District Court erred in dismissing the complaint. Since the record 
indicates that the plaintiff suffered no substantial damages or loss of profits 
from the defendant’s competition and that an occounting would be futile, 
we think that none need be had. Q-Tips, Inc. v. Johnson & Johnson, 3 
Cir., 206 F.2d 144, 148, 98 USPQ 86, 90 (44 TMR 39); McCormick & 
Co., Inc., v. B. Manischewitz Co., 6 Cir., 206 F.2d 744, 747, 98 USPQ 
367, 374 (44 TMR 165). The judgment is reversed with directions to 
enter a judgment for the plaintiff with this opinion. 


DIEBOLD, INCORPORATED et al. v. RECORD FILES, INC. 
No. 27396 — D.C., N.D. Ohio E. Div. — October 3, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IMITATION OF PRODUCT 
Where defendant extensively imitates plaintiffs’ various file cases, it leaves 
impression of intentional effort to take over plaintiffs’ markets by unfair means; 
defendant has adopted non-functional characteristics of plaintiffs’ products, sizes, 
designs and color; that would not singly offend, but combined with fact that 
defendant’s important employees were recently those of plaintiffs, there is exposed 
conscious attempt to invade plaintiffs’ markets contrary to established fair competi- 
tive practices; defendant is enjoined inter alia from further imitation of plaintiffs’ 


file cases. 

Action by Diebold, Incorporated, Walter F. Regenhardt and The Steel 
Storage File Company v. Record Files, Inc. for patent infringement and 
unfair competition. Judgment for defendant as to patent infringement; 
judgment for plaintiff as to unfair competition. 

Warren H. F. Schmieding, Palmer Fultz, and Schmieding & Fultz, of 
Columbus, Ohio and Clayton A. Quintrell, of Cleveland, Ohio, for all 
plaintiffs. 

Loren E. Souers and Loren E. Souers, Jr., of Canton, Ohio, for plaintiff 
Diebold, Incorporated. 

George H. Barnard and Marion F. Graven, of Wooster, Ohio, for plaintiff 
The Steel Storage File Company. 

H. F. McNenny, F. O. Richey, H. E. Whitaker, and Richey, Watts, Edger- 
ton & McNenny, of Cleveland, Ohio, and Robert Critchfield, of 
Wooster, Ohio, for defendant. 

Jones, Chief Judge. 

This is a suit for injunction based upon infringement of patents and 
for unfair competition. The defendant counterclaims for relief from 
alleged monopolistic practices of the plaintiffs. 

Individuals connected with these parties have been in earlier litigation 
which seems to have been a family controversy. Judging by references to 
earlier litigation, this action would appear to be a continuation of a 
fraternal feud. 

Five patents are involved and certain specific claims of each are in 


issue. 
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It is in the interest of the parties and the business of the court that 
disposition of this suit be made promptly while the evidence is fresh in 
mind; and there would appear to be no reason why the court’s responses 
to the issues should be the subject of lengthy discussions of them. It is 
thought sufficient briefly to state my findings and conclusions, and some 
comments thereon. 

In reaching my determination I have given full recognition to the 
rule that there is an evidential presumption of validity which resides in 
the granting of a patent and that one who challenges validity by infringe- 
ment has a heavy burden to overthrow that presumption and to establish 
invalidity. 

Frankly, almost the entire field of the functional claims in the patents 
considered is more related to mechanical development and selection and 
to design and dimensions than it is to the realm of invention. To incor- 
porate various elements singly or jointly in a combination, which elements 
have been disclosed and used before in the same or in other like arts 
does not constitute invention or give such elements or combinations inven- 
tive status. 

I do not deem it necessary to analyze or compare the claims or the 
elements considered as affecting the question of validity; the experts have 
performed that function and service; it is enough that these record cases 
and files, together with the construction and the elements involved have 
been closely observed and deliberately judged by me as to the inventive 
character of the plaintiff’s claims in view of the charges of infringement: 

(1) I find and conclude that claim 2 of plaintiff’s patent 2,123,803, 
directed to two door stops, is invalid in view of the prior art. The idea 
embodied in claim 2 of that patent clearly was anticipated and disclosed 
in the earlier patents cited and discussed such as Lang, Anderson, Rand 
and others; 

(2) Likewise are my findings and conclusion as to invalidity of patent 
2,386,343, claim 1 in issue. This patent relates to an interlock for locking 
a plurality of cases together to form a filing cabinet. I regret that again 
I ean find no disclosure of an inventive character in this claim. It is 
rather mechanical selection of means already known and used in the 
record file are, including the element relied upon in plaintiff’s patent 
2,169,769 (charge of infringement now withdrawn). The elements and 
purpose are the same—to lock the cases securely together ; 

(3) Patent 2,256,352, claims 8 and 16, disclosing a “drawer follower” 
is nearer invention than others considered but I think lacks novelty 
enough to avoid the effect of disclosures of prior art patents such as 
Choate, Gollnick, Duncan, Hatfield and Burger; 

(4) Claim 16 of patent 2,304,020 provides for a combination with 
means for locking casings adjacent to each other. I do not find any inven- 
tive character exhibited by this device and a finding and conclusion of 
invalidity will be made. 
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In the prior art Schriefer, relating to doors of a cabinet, is not a fatal 
anticipation but I regard Kuehl as a closer approach, although Sandman, 
I think, adequately presents anticipation. 

(5) Claim 1 of patent 2,344,168, in issue relates to a drawer stop for 
preventing removal of the drawer in normal operation, but providing for 
removal by unusual rotating about its longitudinal axis when the drawer 
is extended. While the method of removing the drawer is unusual, yet I 
am unable to find any patentable novelty or practical utility to it. In any 
event the defendant does not provide for the removal of its drawer by 
longitudinal rotation when the door is extended. 

In my opinion neither Hoffman, Strayer nor Koch of the prior art 
disclose or provide for the complete or chief function and structure of 
plaintiff’s patent 2,344,168. 

In referring above to the disclosures of the prior art, I do not neces- 
sarily find that each reference mentioned constitutes a complete anticipation 
of the respective claims of plaintiffs’ patents in suit. What I do say is, if 
there are thought to be novel elements of a patentable stature in plaintiffs’ 
patents, the prior art cited and discussed negatives validity. 

To summarize what above and earlier has been said—from my obser- 
vation of the patents in suit, the claims in issue and the other patents dis- 
cussed, especially those considered by me as prior art disclosures, I am 
unable to find that there is present in the claims of the plaintiff’s patents 
in issue any originality or novelty of a creative or patentable significance. 
There was no evidence that any need was met by the plaintiffs’ several 
features incorporated into different combinations of the same type of cases, 
nor any evidence that commercial success resulted from or because of those 
several combinations. Accordingly the plaintiffs are not entitled to the 
injunctive relief sought. 


ON THE QUESTION OF UNFAIR COMPETITION 


While there was not much evidence of a probative character that 
the plaintiffs have been damaged by defendant’s conduct, I find and con- 
clude that the defendant has been bold and persistent in the use of the 
general structural and functional characteristics of the plaintiffs’ com- 
mercial record files, constituting unfair competition; but I can not find 
that plaintiffs are entitled to the broad relief or protection sought. 

It must be realized that the plaintiffs should not be held to have 
pre-empted the whole field of sizes, dimensions and generally accepted 
characteristics of record files, since no such monopoly could be permitted. 
However, where, as here, it is clear that the defendant so patently and 
extensively copied and imitated the plaintiffs’ various cases (in some 
instances sizes or model numbers appears to be interchangeable, one with 
another) it leaves the impression, and consequently a sound inference, of 
deliberate and intentional effort to take over the plaintiffs’ markets by 
unfair means. The defendant has adopted the non-functional characteris- 
tics of the plaintiffs’ products, sizes, designs, color,—all of the outward 
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show of plaintiffs’ files has been copied by the defendant, even to the 
style and disposition of the door handles and the card or label holders. 

The use of the same color, size, dimensions and models and other non- 
functional features of the plaintiffs’ product probably would not singly 
offend, but the adoption or appropriation of the identical dress, design 
and appearance of the plaintiffs’ cases by the defendant, whose important 
employees so recently were those of the plaintiffs, exposes a conscious 
attempt to invade or capture plaintiffs’ markets, contrary to established 
fair competitive practices. 

I am not satisfied that any of the defendant’s customers ordered and 
specified the exact replicas of the plaintiffs’ cases, without solicitation or 
sales promotion, upon the part of the defendant. 

While matters of dimension and design largely are optional and prob- 
ably controlled by the desires of the buyers and users, nevertheless the al- 
most identical cases produced by the defendant, so hard upon the heels of 
the departure of plaintiffs’ former employees, gives something more than 
casual character to the intent and purposes of the defendant. The expert 
can see and expound the distinguishing features and elements of accused 
structures as against those of the accusing party, but neither the public, 
nor in fact the court, is trained to observe the precise distinctions which 
make no substantial difference in structures, function and appearance of 
the respective cases of the parties. 

Defendant will be enjoined from further imitation of the plaintiffs’ 
file cases; from making and selling record files of the same dimensions; 
from having the same disposition of door handles and label holders; and 
from using the identical color of the plaintiffs’ cases. Defendant will be 
required also to place in plain view on the fact of the drawers of its cases 
its name plate as the manufacturer so that the public readily may dis- 
tinguish its record files from those of the plaintiffs. 

So that full disposition of this litigation may be had if reviewed, I find 
and conclude that if the patents of the plaintiffs, with the exception of 
2,256,352 and 2,169,769 (withdrawn) are held to be valid the defendant’s 
files, except as to patent 2,344,168, infringe. I think, also, the defendant’s 
door follower does not infringe claims 8 and 16 of patent 2,256,352 and 
possibly not the rear locking of patent 2,386,343. In other instances, the 
defendant’s departure in certain respects from the construction, function 
and results of the plaintiffs’ claims in suit could not escape infringement 
should the various claims in suit be held valid as inventions. 

From what has been said above, recognizing the limitation on the 
plaintiffs’ right to extensive relief and protection, the prayer of the de- 
fendant’s counterclaim will be denied. 

Sufficient findings and conclusions are incorporated in this memoran- 
dum as to conform to the requirements of Rule 52(a). An order may be 
entered in accordance with this memorandum and the findings and con- 
clusions therein made. Each party to pay its own costs and expenses, with 
no allowance for legal expenses. 
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EX PARTE PEE DEE COMPANY 


Commissioner of Patents — August 12, 1955 









TRADEMARK ACT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 
Applicant sought to register OLD FASHION on Principal Register for pork 
seasoning but it was rejected as descriptive. Applicant then amended to Supple- 
mental Register but mark was then rejected on basis of recent registration of 
OLD FASHIONED for canned goods. Applicant then applied for concurrent registra- 
tion in 15 states and cited registrant but registration was refused on ground that 
concurrent registrations are granted only in connection with marks on the Princi- 
pal Register. But since the seasoning of applicant is used only by meat packing 
houses and loses its identity in the finished product there is little likelihood that 
purchasers will believe that applicant’s OLD FASHION sausage seasoning emanates 
from the producer of OLD FASHIONED canned products which are sold in the usual 
grocery channels. Decision of Examiner refusing registration is reversed. 
Application for trademark registration by Pee Dee Company, Serial 
No. 617, 120 filed July 30, 1951. Applicant appeals from decision of 


Examiner of Trademarks refusing registration. Reversed. 
Weatherford & Weatherford, of Memphis, Tennessee, for applicant. 
Leeps, Assistant Commissioner. 

On July 30, 1951 an application was filed to register on the Principal 
Register the term OLD FASHION (written in Old English lettering) for pork 
sausage seasoning, asserting use since September 23, 1949. Registration 
was refused on the ground that the mark “is so descriptive as to be in- 
capable of exclusive appropriation.” 

Applicant amended to the Supplemental Register on February 29, 
1952, and thereafter the original refusal to register was withdrawn. How- 
ever, registration was refused on a recently registered mark OLD FASHIONED? 
(written in script with a paraph beneath) for bacon, canned beef stew, 
souse, frankfurts, bologna, beef tongue, wieners, pork shoulder, canned beef 
hash, meat loaf, sausage, and luncheon tongue. 

Applicant then submitted an amendment setting forth fifteen States 
for which registration was sought, reciting as an exception to its claim of 
exclusive use, use by the cited registrant, and requesting concurrent regis- 
tration. The examiner advised that since no provision for concurrent reg- 
istration on the Supplemental Register is found in the statute, the amend- 
ment would not be entered. Registration was again refused on the cited 
registration. 

Applicant filed an argument to the effect that since it had commenced 
use prior to the registrant’s filing date and the statute did not preclude 
concurrent registrations on the Supplemental Register, the amendment 
should be entered. The examiner then informed applicant that “it is the 
policy of this Office to permit concurrent registration of marks on the 
Principal Register only” and stated that support for such policy was found 











































1. Reg. No. 557,359, filed March 15, 1951 and issued as a secondary meaning mark 
on the Principal Register on April 8, 1952. 
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in Section 2(d) of the Act which provides for publication for opposition 
purposes after the decision to grant concurrent registration, and reasoned 
that since Supplemental Registrations are not published for opposition 
purposes, Section 2(d) is not available for such applications. Registration 
was again refused on the cited registration. 

Applicant has appealed from the refusal to enter the amendment and 
from the refusal to register on the ground of likelihood of confusion with 
the registered mark OLD FASHIONED. 

The conclusion reached herein on the second ground of appeal makes 
it unnecessary to comment on the first. 

The question presented is whether or not purchasers are likely to 
believe that applicant’s OLD FASHION sausage seasoning emanates from the 
producer of OLD FASHIONED canned and prepared meat products. Sausage 
seasoning is a product generally purchased for use by abattoirs and 
butchers, and it loses its identity in the finished sausage. Registrant’s prod- 
ucts are consumer items sold through the usual channels of grocery and 
meat market trade, and their identity is retained at the consumer level. 
On the record here, I am of the opinion that confusion, mistake or deception 
is most unlikely. 

The decision of the Examiner of Trademarks is reversed, and applicant 
is entitled to the registration sought. 





OAKITE PRODUCTS, INC. v. AMERICAN GREASE STICK COMPANY 


No. 31444 — Commissioner of Patents — August 15, 1955 


TRADEMARK AcT oF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 

Applicant seeks to register GLoMITE for car cleaner and polisher and is opposed 
by owner-registrant of OAKITE for cleaners and detergents for household and in- 
dustrial use. OAKITE a well known mark with wide sales is used on many products 
including cleaning compounds adopted for use on cars. Opposer’s products used 
in water while applicant’s are not compatible with water. Since products are not 
the same and the words do not look alike nor sound alike there is little likelihood 
of confusion and therefore the decision of the Examiner is affirmed. 

Opposition proceeding by Oakite Products, Inc. v. American Grease 
Stick Company, application Serial No. 598,776 filed June 8, 1950. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 

Alexander, Maltitz, Derenberg & Daniels, of New York, N. Y., for opposer- 
appellant. 

James Atkins, of Washington, D. C., for applicant-appellee. 

Leeps, Assistant Commissioner. 

Application has been filed to register GLomiTe for preparations for 
cleaning and polishing automobiles reciting use since May 18, 1950. Regis- 
tration has been opposed by the owner-registrant of oakiTE for a chemical 
compound having cleansing, detergent and water-softening qualities for 
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general household, institutional and industrial use,’ and for cleaning prep- 
arations in powder, granulated, semi-liquid or paste form.? The Examiner 
of Interferences dismissed the opposition, and opposer has appealed. 

The record shows that opposer and its predecessor have, since at least 
1921, manufactured a variety of cleaning preparations for industrial, insti- 
tutional and household use and have sold them under the trademark OAKITE. 
Sales have been nationwide and have totaled approximately $147,000,000, 
wholesale value. Advertising expenditures through all types of media have 
approximated $11,500,000. In 1952 alone $735,000 were spent in advertising 
OAKITE compounds, and about thirteen and a half million dollars’ worth 
were sold. For a number of years opposer has marketed OAKITE cleaning 
compounds adapted for use in washing automobile bodies, and a small per- 
centage of the advertising expenditures have gone into the promotion of 
those products which are sold by opposer’s salesmen to garages and service 
stations. Total sales of oakiTE automobile cleaning preparations amount 
roughly to five million dollars. These products are not offered for sale to 
individual automobile owners. 

Applicant is a manufacturer of specialty products, many of a lubricant 
nature, sold generally to outlets serving the automotive and oil industries. 
Each specific product is sold under its own mark. The “car finish” under 
consideration here consists of two separate products—one being a “founda- 
tion coat” used to remove foreign substances, such as oxidized paint, dead 
pigment, tar, etc., which are not removed in the washing process with ordi- 
nary detergents, and the other being a “finish coat” in the nature of a wax 
or polish. GLoMITE car finish has been advertised in automotive and service 
station trade papers and by means of catalogs, mailing pieces and placards 
for display by service stations and automobile dealers. GLomITE car finish 
is sold to automotive jobbers and oil distributors who, in turn, sell to garages, 
service stations and automobile dealers. 

Opposer’s OAKITE products are used in or with water, and applicant’s 
GLOMITE finish is not compatible with water. 

There is no doubt that OAKITE is a well-known trademark in this 
country in the field of cleaning compounds. Each new compound which 
opposer produces is marketed under the oaAkiTeE mark, with a secondary 
mark or a number to indicate the specific compound. Opposer has been 
very diligent in protecting its property rights in its mark, having suc- 
cessfully objected to numerous marks* embodying what it refers to in its 
testimony and in its brief as “the distinctive 0-1TE sound.” 

Opposer’s position seems to be that OAKITE, is an arbitrarily coined 
mark; and GLOMITE, is an arbitrarily coined term. Since both marks are 

1. Reg. No. 249,419, issued Nov. 13, 1928, renewed, and published under Sec. 12(c). 

want Reg. No. 417,925, issued Nov. 20, 1945, published under See. 12(c) on Oct. 12, 
3. NOVITE, OZITE, FLORITE, FLO-RITE, PONITE, CLO-WHITE, CODITE, SOLITE, SOL-ITE, 
COLITE, LOHRITE, TROMITE, BORITE, SOFITE, KONITE, ROMITE MOHITE, CHRO-M-BRITE, 
ORGANITE. The record does not show either the precise nature of the goods in the cases 


or how many of them were contested. Opposer was unsuccessful in objecting to 
GLOBRITE and 80-WHITE. 
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coined words containing an “O” sound and ending with the suffix “ite,” 
ipso facto, opposer should succeed. Likelihood of confusion is not resolved 
by such a formula. 

The products of these parties are not the same and although they are 
sold to the same class of purchasers, they move in different trade channels. 
The practice of opposer to use the same mark OAKITE on its many and 
diverse cleaning and washing compounds leads to an inescapable conclu- 
sion that if, at some future time, it decides to make and sell a car finish, it 
will use its widely known mark on it, and its purchasers would undoubt- 
edly expect it to do so. There is no likelihood that GLomire would reason- 
ably be assumed to be another product in opposer’s line unless GLOMITE 
so resembles OAKITE in sound, appearance or meaning as to be mistaken for 
it. 

While it is true that there is no “correct” way of pronouncing trade- 
marks, opposer’s can hardly be mispronounced. It is oaK-ire. Applicant’s 
might be pronounced GLO-MITE or GLOM-ITE. Whichever way it is pro- 
nounced, it seems to me that it does not sound sufficiently like opposer’s 
mark to result in confusion, mistake or deception of purchasers, especially 
when the differences in goods are considered. 

Obviously, the words do not look alike. 

As to significance, neither really has any—other than to identify and 
distinguish the respective products of the parties. 

The decision of the Examiner of Interferences is affirmed. 





THE PURE OIL COMPANY v. 
SHERWOOD REFINING COMPANY, INC. 


No. 31063 — Commissioner of Patents — August 16, 1955 


TRADEMARK AcT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 

Applicant seeks to register PURWITE as a secondary meaning mark for petro- 
leum jelly, and white mineral oils alleging use since 1926 and is opposed by the 
owner-registrant of PURE and numerous variants and suffix combinations for 
petroleum products including motor oils and medicinal oils. Examiner dismissed 
opposition but refused registration on ground that applicant’s record showed no 
use of mark on white mineral oils. 

Proof shows use of mark by applicant as grade mark rather than trademark 
and while a grade mark may qualify as a trademark if record shows indisputable 
proof of intention of acquiring trademark rights and advertising of the term as 
such there is no such evidence here. 

TRADEMARK AcT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 


PURWITE for petrolatum (petroleum jelly) is likely to cause confusion with 
PURE and variants thereof for similar goods, since opposer has purchased and sold 


applicant’s product. 
REGISTRATION ProcepDURE—ExX Parte REJECTION 
Proof shows that applicant never used PURWITE on or in connection with white 
mineral oils and therefore registration should be refused on ground of misrepresen- 
tation by an untrue statement under oath. 
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Opposition proceeding by The Pure Oil Company v. Sherwood Refining 
Company, Inc., application Serial No. 606,572 filed November 17, 1950. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition but refusing registration ex parte. Reversed as to opposition, 
affirmed as to ex parte rejection. 

Edward H. Lang of Chicago, Illinois for opposer-appellant. 

Campbell, Brumbaugh, Free & Graves of New York, N. Y., for applicant- 
appellee. 

Leeps, Assistant Commissioner. 

Application has been filed to register PURWITE as a secondary meaning 
mark for petrolatum (petroleum jelly) and white mineral oils for medi- 
cinal use, reciting use since April 1, 1926. Registration has been opposed 
by the owner-registrant of PURE and numerous variants and suffix com- 
binations for a line of petroleum products. The Examiner of Interferences 
dismissed the opposition, but refused registration on the ground that ap- 


1. Reg. No. 514,028, pure for motor fuel oils, issued Aug. 23, 1949. 

Reg. No. 508,034, purep for lubricating oils, issued Mar. 29, 1949. 

Reg. No. 403,615, PUREFLIGHT for motor fuel oils, issued Oct. 5, 1943. 

Reg. No. 534,851, PUREFLIGHT for motor fuel oils and lubricants, issued Dec. 19, 1950. 

Reg. No. 290,772, PuRELITE for hydrocarbon burning oils, illuminating oils and 
kerosene issued Jan. 12, 1932. (1920 Act), expired. 

Reg. No. 515,549, PuRELITE for hydrocarbon burning oils, illuminating oils and 
kerosene, issued Sept. 27, 1949 (1946 Act). i 

Reg. No. 259,036, PURELUBE for hydrocarbon motor fuel oils and lubricants, issued 
July 23, 1929, renewed, and published under Sec. 12(c) on Mar. 9, 1948. 

Reg. No. 384,417, PuRE-PEP for motor and other fuel oils and lubricants, issued 
Jan. 21, 1941, published under Sec. 12(¢) on April 13, 1948. 

Reg. No. 518,988, PURE PREMIUM for gasoline and motor fuel oils, issued Dec. 20, 
1949. 

Reg. No. 108,025, purrran for motor oils and lubricants, issued Jan. 11, 1916, 
renewed. 

Reg. No. 366,313, PpurrraN for motor fuel oils, illuminating oils and lubricants, 
issued April 11, 1939. 

Reg. No. 515,550, PurtTAN for fuel oils, lubricants and naphtha, issued Sept. 27, 1949. 

Reg. No. 318,661, Puro for motor and other fuel oils and illuminating oils, issued 
Oct. 30, 1934, expired. 

Reg. No. 513,958, puro for motor and other fuel oils, illuminating oils and lubri- 
cants, issued Aug. 23, 1949. 

Reg. No. 270,318, puroco for motor fuel oils and lubricants, issued May 6, 1930, 
renewed, and published under Sec. 12(c) on Mar. 2, 1948. 

Reg. No. 362,678, PURODIESEL for fuel and lubricating oils, issued Nov. 29, 1938, 
published under Sec. 12(c) on Mar. 23, 1948. 

Reg. No. 243,822, puROL for kerosene, benzine distillate and lubricants, issued July 3, 
1928, renewed and published under Sec. 12(c) on Mar. 2, 1948. 

Reg. No. 252,546, PuroLA for motor fuel oils and lubricants, issued Feb. 12, 1929, 
renewed and published under Sec. 12(¢) on Mar. 2, 1948. 

Reg. No. 114,113 PUROLENE for lubricants, issued Nov. 28, 1916, renewed. 

Reg. No. 505,697, PUROLENE for lubricants, issued Jan. 18, 1949. 

Reg. No. 252,545, puroN for motor fuel oils and lubricants, issued Feb. 12, 1929 
— — — under Sec. 12(c) on Mar. 2, 1948, ; 

g. No. ,258, PUROPALE for motor ful oils and lubricants, i 

renewed and published under Sec. 12(¢) on Mar. 16, 1948, 220 ieiaattteninae 

Reg. No. 396,571, Purosou for cutting oil, issued July 28, 1942. 

Reg. No. 515,141, puroson for cutting oil, issued Sept. 13, 1949. 
Pai re ghey 518,894, PuROTEX for non-U.S.P. white oil and lubricating oils, issued 
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plicant’s record showed no use of the mark sought to be registered on white 
mineral oils, and the application, therefore, asserted untrue facts. Opposer 
has appealed.” 

Opposer is a refiner and marketer of fuel oils of all types, lubricating 
oils of all types, oils for all types of industrial machinery, greases, white 
oils, waxes and petrolatum. Opposer’s record shows that during 1926, the 
year of applicant’s claimed first use, opposer sold fuel and lubricating 
products under the following marks: PURELITE, PURE, PURO, PUROFORD, 
PUROL, PURED, PUROLA, and PUROLENE; it sold dry cleaner under the mark 
PURO; and it sold petrolatum (cream white, amber, yellow, dark and 
“special,”) and medicinal white oil, but no trademark for them is shown. 

In 1932, opposer sold fuel and lubricating products under the follow- 
ing marks: PUROL, PUROL-PEP, PUROLITE, PURE, PUROPALE, PURITAN, PUROCO, 
PURON, PURO; dry cleaner was sold under the puro mark; petrolatum was 
sold under the trademark poco; and white oil was sold under the PURO 
mark. 





2. In his decision the Examiner of Interferences made some unnecessary and 
unwarranted findings concerning ownership and effect of certain of opposer’s registra- 
tions—unnecessary because the questions were not in issue, and unwarranted because 
opposer offered proofs of substantial and continued use of the marks shown in such 
registrations. 

Registration No. 108,025, PpuRITAN issued in 1916 to a person other than opposer, 
but it was renewed by opposer, and opposer is, according to Patent Office records, owner 
of the registration. Furthermore, in 1939, after opposer had renewed the registration for 
a second time, it obtained Registration No. 366,313 showing the same mark for the same 
goods, and this registration recites ownership of Registration No. 108,025. Oral testi- 
mony confirms ownership of the earlier registration. It was error to dismiss the opposi- 
tion as to this registration on the ground of non-ownership. 

Registration No. 114,113, PUROLENE, issued in 1916 to a person other than opposer, 
but it was renewed by opposer, and opposer is, according to Patent Office records, owner 
of the registration. Furthermore, in 1949, after opposer had renewed the registration 
for a second time, it obtained Registration No. 505,697 showing the same mark for the 
same goods, and this registration recites ownership of Registration No. 114,113. Oral 
testimony confirms ownership of the earlier registration. It was error to dismiss the 
opposition as to this registration on the ground of non-ownership. 


Registration No. 290,772 PURELITE, issued to opposer under the Trademark Act of 
1920 on January 12, 1932, and by the terms of the statute, it expired on January 11, 
1952. However, Registration No. 515,549 is a registration of the same mark as a second- 
ary meaning mark for the same goods, and it issued on September 27, 1949—>prior to 
expiration of the earlier registration. The Examiner of Interferences unnecessarily held 
that “There is nothing in the 1946 Act which gives an implication [sic] the benefit of 
the filing date of its earlier Registration No. 290,722,” citing The Fair v. Twin City 
Wholesale Grocer Co., 98 USPQ 16 (43 TMR 1098). Aside from the fact that the cited 
case involved a situation not analogous to the present case, if it were necessary to make 
any finding regarding reliance upon the earlier filing date, it would be held that the 
later registration which issued during the term of the earlier is merely a continuation 
of the earlier on another register, particularly where, as here, the earlier registration 
expired by operation of law and not as a result of an act of omission of the registrant. 


Applicant’s earlier registration of PURWITE (Reg. No. 276,912) presents a different 
situation, however. According to Patent Office records, it issued to a predecessor of 
applicant under the Act of 1920 on October 28, 1930. It expired by operation of law on 
October 27, 1950. The present application was filed on November 17, 1950. Therefore, 
if it were necessary to make a finding, as the Examiner of Interferences did, regarding 
applicant’s right to reply upon the earlier filing date, it would be held that applicant 
is not entitled to rely upon the filing date of the earlier registration because of failure, 
during its term, to seek continuation of the registration under the 1946 Act. 

It is noted that Registration No. 318,661 Puro for motor and other fuel oils and 
illuminating oils expired on October 29, 1954, some six months after the decision of the 
Examiner of Interferences. 
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From 1933 through 1952 opposer sold white oil under the marks 
PURO and PUROTEX. During the same period, a considerable amount of 
petrolatum was sold, some of it under the mark poco and the balance under 
a grade or type designation only. 


Since 1925, opposer has sold annually substantial quantities of kero- 
sene under the trademark PURELITE. 


The record shows, and it is common knowledge, that most of the major 
oil companies sell petrolatum and white oils. 


From opposer’s record, therefore, it is found that its corporate name 
has included puRE, and it and its predecessors have continuously marketed 
a line of fuel and lubricating products under marks which include PURE’ 
or PuR* from a date earlier than applicant’s asserted first use, and since 
then the line has expanded in the normal course of business to include 
other like marks.® Opposer markets petrolatum, but it does not appear 
that any of the variants of PURE or PUR has ever been used on such product. 


Applicant was, from 1920 to 1932, a jobber of petrolatum products, 
chiefly petrolatum and white mineral oils. Since 1932, it has been a refiner 
of U.S.P. grades of petrolatum, white mineral oils and petroleum sul- 
fonates. U.S.P. petrolatum is sold principally to producers of cosmetics, 
rubber, printing inks, carbon paper, and paper products. Applicant pur- 
chases its raw petrolatum stocks from various refiners in the Appalachian 
and Mid-Continent areas and further refines them into U.S.P. grades. 


Since about 1926, applicant has used the term PURWITE to identify a 
grade of its petrolatum sold to the cosmetic industry for use in creams and 
ointments. The earliest invoices in the record which show PURWITE are 
dated August 1, 1932. Most refiners of raw petrolatum stocks do not pro- 
duce U.S.P. grades, but some, including opposer, have produced U.S.P. 
grades, and others market such grades produced by others. The record 
shows that applicant’s Chicago branch manager called on opposer from 
1938 to the end of March, 1947 to try to interest opposer in purchasing 
and selling applicant’s white mineral oils and petrolatums. In 1949, a 
sample order of petrolatums was invoiced by applicant to opposer; and in 
1951 opposer purchased some of applicant’s petrolatums. 


Copies of invoices which are in the record indicate that in 1930 
applicant was using the trademark SHERPETCO; in 1936 it was using the 
trademark SHEROLATUM ; and in 1947 it was using the trademark PURELINE 
as a trademark to identify and distinguish its petrolatums. (In corre- 
spondence with opposer in 1949 and in its invoices to opposer in 1951, it 
used only the trademark SHEROLATUM. ) 


3. PURE—PURED—PURELITE. 
4. PURO—PUROFORD—PUROL—PUROLA—PUROLENE—PURITAN. 
x 


ov. PURELUBE—PUREFLIGHT—PURE-PEP—PURE PREMIUM— PUROCO— PURO-DIESEL — 
PUROPALE—PUROTEX, 
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Copies of applicant’s price lists dated from January, 1945 to May 1, 
1952 show prices of SHEROLATUM (but not PURELINE) petrolatums offered 
for sale by applicant. Generally speaking, they show the following: 


SHEROLATUM (Technical) 
Dark Green #46 
Dark Green #2 
Red Veterinary 


SHEROLATUM U.S.P. (Medicinal) 
Amber 
Yellow 
Light Yellow 
Blond 
Cream 
Lily 
Snow White 
Purwite 
Soft Light Yellow 
Soft White 
Spec. Soft White #2 
Anomalous White 


Invoices show SHERPETCO Purwite, Amber SHEROLATUM, Purwite SHERO- 
LATUM, Snow White SHEROLATUM, SHEROLATUM Purwite, PURELINE Yellow 
U.S.P., PURELINE Purwite U.S.P., purELINE Light Amber U.S.P., PURELINE 
Snow White U.S.P., and PuRELINE White, U.S.P. 


The specimen filed with the application is the word puRWITE (enclosed 
in quotation marks) stenciled merely on a plain white paper. This type 
of specimen, when viewed in the light of applicant’s testimony and exhibits, 
prompted a request at the argument on appeal, for an assortment of 
printed labels used by applicant. These labels were supplied with a state- 
ment by applicant’s counsel that “While applicant employs different ways 
of marking its containers as, for example, by stenciling, we are advised 
that the enclosed labels typify the display of applicant’s mark.” The 
labels show the trademark PURELINE in large capital letters, beneath which 
appear “peETROLATUM U.S.P. (grade) petroleum jelly” arranged in the 
following manner: 

PURELINE 
Petrolatum 
U.S.P. 
Purwite 
Petroleum Jelly 


The other grade marks appear on the different labels as “White,” “Light 
Amber,” “Lily,” “Cream,” “Yellow” and “Snow White.” Applicant ad- 
mits that “White,” “Snow White,” “Light Amber,” etc., are grade marks 


and not trademarks. 
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It is clear from the record that PURWITE is a grade mark used as a 
grade mark, and as a result of the manner of its use, it would be recognized 
only as such. While it is well-established that grade marks may also per- 
form a trademark function, it is equally well-established that in order to 
support a finding of registrability of a grade mark, the record must 
contain facts which show the indisputable intention of acquiring trade- 
mark rights in the term and advancement as a trademark by advertisement 
or other means. (Hat Corp. of America v. John B. Stetson Co., 100 USPQ 
147 (44 TMR 680). [Com’r. 1954] and cases cited therein). This record 
is devoid of all such evidence. The mere fact that no one else uses the term 
in any manner is not, as contended by applicant, sufficient. 

PURWITE is used not as a trademark to identify and distinguish its 
petrolatum from that manufactured and sold by others; it is used to 
denote one grade of applicant’s petrolatum and to set that grade apart 
from its other grades. The Examiner of Interferences, having found that 
the word functioned as an indication of origin, is reversed on this point. 

If applicant were using PURWITE as a trademark for petrolatum, it is 
believed that, in view of opposer’s practices in marking its petroleum 
products with PURE and variants thereof, confusion of source would be 
likely, particularly where, as here, opposer has purchased (and presumably 
sold) applicant’s product. The opposition should be sustained; and in this 
regard the decision of the Examiner of Interferences is reversed. 

It appears that applicant has never used PURWITE on or in connection 
with white mineral oils for medicinal use as asserted in its application.*® 

The Examiner of Interferences was correct in holding that registration 
should be refused on the ground of misrepresentation by an untrue state- 


ment under oath. 


GLOBE ROOFING PRODUCTS CO., INC. v. LUMASIDE, INC. 
No. 31818 — Commissioner of Patents — August 17, 1955 


TRADEMARK AcT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 
Applicant seeks to register THERMALAP for building siding and is opposed by 
owner-registrant of THERMOTEX for asphalt insulation, THERMOTABS for asphalt 
shingles, THERMOLUME for roofing and THERMOSIDING and THERMOWALL for siding. 
Opposers allege that customers associate THERMO and THERMA in opposers trade- 
mark with opposer as source of origin. However no evidence of secondary meaning 
introduced. . 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Copies of registrations of third parties introduced by applicant to show lack 
of secondary meaning insufficient where registrations fail to show that products 
were roofing or siding materials of nature sold by opposer. 
TRADEMARK ACT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 
Products sold by both parties are, in part, identical. Ultimate users the same. 
Since applicant knew of opposer’s marks at time it adopted THERMALAP it should 
be refused registration in view of undoubted likelihood of confusion. 


6. The original application also recited beeswax and ceresin, but they were deleted 
by amendment to conform to office classification. 
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Opposition proceeding by Globe Roofing Products Co., Inc. (Globe 
Siding Products Company, a wholly-owned subsidiary) v. Lumaside, Inc., 
application Serial No. 615,016 filed June 11, 1951. Opposer appeals from 
decision of Examiner of Interferences dismissing opposition. Reversed. 


Harry C. Alberts, of Chicago, Illinois, for opposer-appellant. 

Wheeler, Wheeler & Wheeler, of Milwaukee, Wisconsin, for applicant- 
appellee. 

LeeEps, Assistant Commissioner. 


Application has been filed to register THERMALAP for building siding, 
asserting use since May 11, 1951. Registration has been opposed by the 
owner-registrant of THERMOTEx for asphalt insulation or backing board,’ 
THERMOFAX for asphalt insulated sidings,? THERMoTABS for asphalt shin- 
gles,* THERMO-THATCH for asphalt composition shingles, roofing and siding,* 
and THERMALUME for roofing, insulating board and insulating siding,® and 
user Of THERMOSIDING,® and THERMOWALL,’ for building siding. Opposer’s 
wholly-owned subsidiary is a joint opposer. 

The Examiner of Interferences dismissed the opposition, and op- 
poser has appealed. 

It appears from opposer’s record that the registrant sells roofing and 
siding products, and its wholly-owned subsidiary manufactures and sells 
sidings. Roofing products have been sold by registrant-opposer under the 
marks THERMOTEX, THERMOFAX, THERMOTABS, THERMO-THATCH and THER- 
MALUME and both opposers have sold siding products under the marks. 
Approximately $35,000.00 have been spent in advertising by means of 
brochures, point of sale, and trade periodicals. In addition, both opposers 
have, since July 6, 1944, continuously used THERMOSIDING and THERMO- 
WALL on building siding sold by them. 

Opposer’s pleading recites, among other things: “that opposers’ cus- 
tomers and prospective customers associate the dominant feature THERMO 
and THERMA in opposers’ trademarks with opposers as the source of origin 
of roofing and building siding materials so identified.” Such pleading 
can only be interpreted as an assertion of secondary meaning for such 
prefixes. There was no evidence of secondary meaning introduced by the 
opposers. By stipulation, however, there were introduced copies of the 
following ten registrations: 

THERMOLITE—for insulating material, principally mineral wool. 

THERMALIN—for insulating material similar to cement, 

THERMACOUST—for insulating and accoustical slabs and blocks, 
* THERMIBAT—for sheets of mineral wool insulation, 








Reg. No. 413,260, issued Apr. 17, 1945. 

Reg. No. 413,678, issued May 8, 1945. 

Reg. No. 423,553, issued Sept. 3, 1946. 

Reg. No. 515,720, issued Sept. 27, 1949. 

Reg. No. 556,224, issued Mar. 18, 1952. 

Reg. No. 417,253, issued Oct. 16, 1945 under the 1920 Act. 
Reg. No. 417,254, issued Oct. 16, 1945 under the 1920 Act. 


al od il at od od 
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THERM-O-BESTOS—for thermal insulation, 
THERMO-BoRD—for asbestos cement sheathing, 
THERMO-cEL—for thermal insulating board, 
THERMOSTONE—for fabricated sheets of mineral fibers, 


THERMOCRETH—for wall, partition, ceiling and wall slabs of 
concrete, 


THERMOROC—for rock wool. 


Presumably, they were meant by applicant to show that THERMO and 
THERMA had not acquired a secondary meaning as applied to roofing and 
siding products. Since there is nothing in these registrations which indi- 
eates that the products for which the marks were registered were roofing 
or siding products of the nature sold by the opposers, they are insuffi- 
cient for that purpose. This case must therefore proceed on the basis of 

likelihood of confusion between the marks in their entireties and not on 
the basis of any secondary meaning or lack of secondary meaning of the 
prefixes. 


Applicant is a manufacturer of building siding. In 1951 it adopted 
the term THERMALAP for its asphalt coated lap siding as distinguished 
from its LUMASIDE lap siding. (At one time applicant used LUMABRIC on 
its brick siding, but it has discontinued such use). Apparently, applicant’s 
dealers who handle THERMALAP do not handle LUMASIDE and those who 
handle LUMASIDE do not handle THERMALAP; according to the testimony, 


the reason applicant did not adopt and use LUMALAP was that “it would 
be too close to the name LUMASIDE to be set up with two jobbers or deal- 
ers in the same city”; and “for a merchandising plan anything with the 
name LUMA as a prefix would not serve our purpose, and we feel that 
THERMALAP is more advantageous to us as far as completely keeping away 
the name LuMA from our original LUMASIDE dealer. 


Applicant’s president testified that at the time of adoption of THER- 
MALAP his attorneys made a search and advised him that THERMOSIDING, 
THERMOTEX, THERMOFAX, THERMOTABS, THERMO-THATCH and THERMALUME 
were being used by opposers for siding; but we felt that “lap” was “sym- 
bolic of the product” and THERMA was “a word that would help us to 
merchandise and give to us a distinctive name.” 


The parties here sell building materials which are, in part, identical. 
Ultimate users of the products are the same. Applicant knew of opposers’ 
marks at the time it adopted THERMALAP, and rather than adopt a mark 
which would be associated with its established mark LUMASIDE, it adopted 
one which would obviously be associated with opposers’ marks. Under 
such circumstances, it is believed that purchasers and potential pur- 
chasers of THERMALAP would inevitably assume that it is another prod- 
uct in opposers’ line. 


The opposition is sustained, and the decision of the Examiner of 
Interferences is reversed. 
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THE RUBEROID CO. v. GLOBE ROOFING PRODUCTS CO., INC. 
No. 33224 — Commissioner of Patents — August 19, 1955 


TRADEMARK AcT oF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 
Applicant seeks registration of KOLORGRAN for roofing and siding and is 
opposed by owner-registrant of COLOR-GRAINED for siding. It appears that appli- 
cant owns the registration KOLORGRAN without the macron which antedates registra- 
tion of opposer for like goods and the two words are likely to be pronounced the 
same. The presence of the macron does not significantly change the mark and 
opposer cannot be heard to complain about confusion for which he is responsible. 
Dismissal of opposition confirmed. 
Opposition proceeding by The Ruberoid Co. v. Globe Roofing Products 
Co., Inc., application Serial No. 649,361 filed June 25, 1953. Opposer 
appeals from decision of Examiner of Trademarks dismissing opposition. 


Affirmed. 

Lester F. Dittenhoefer, of New York, N. Y., for opposer-appellant. 
Harry C. Alberts, of Chicago, Illinois, for applicant-appellee. 
LEeEpDs, Assistant Commissioner. 


Application has been filed to register KoLORGRAN for roll roofing, 
shingles, siding, and insulating board. The application recites use since 
May 12, 1953 and asserts ownership of the registration KOLORGRAN' for 
roofing and building papers. 

Opposition has been filed by one who asserts use “from a date long 
prior to May 12, 1953” of the “term COLOR-GRAINED as a trademark and 
name of identification of its siding.’ 

Applicant moved for judgment on the pleadings on the ground that the 
pleadings allege confusing similarity between KOLORGRAN, with a macron 
and COLOR-GRAINED ; KOLORGRAN with the macron is the same as applicant’s 
registered mark KOLORGRAN without a macron; applicant’s use of KOLOR- 
GRAN without the diacritical marking long antedates opposer’s use of COLOR- 
GRAINED as shown by Patent Office records; and the products of the parties 
are, for all practical purposes, the same, opposer’s being siding and 
applicant-registrant’s being roofing, building papers, shingles, siding and 
insulating board. 

The Examiner of Interferences granted the motion and dismissed the 
opposition. Opposer has appealed. 

It is undisputed that opposer owns a registration of KOLORGRAN, appli- 
cation for which was filed on February 7, 1936. KoLORGRAN can be pro- 
nounced “color-grann” or “color-grain.” The same word with the macron 
is more likely to be pronounced “color-grain,” particularly by those who 
notice the macron. The addition of the macron, however, does not change 


1. Reg. No. 336,079, issued June 23, 1936. 

2. Opposer filed applications to register COLORGRAIN (Ser. No. 603,817) claiming 
use since September 6, 1950 and cot-R-arain (Ser. No. 614,845) claiming use since 
June 1, 1951, both of which were rejected on applicant’s registration of KOLORGRAN, 
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the word mark. The word remains the same. Purchasers of applicant’s 
goods are not likely to ask for KOLORGRAN ‘‘ without the macron’’ roofing, nor 
are they likely to ask for KOLORGRAN ‘‘with the macron’’ roofing. They are 
likely, however, to go right ahead and pronounce the word as they have 
in the past. It necessarily follows that for purposes of this proceeding the 
marks are the same. 

The record shows, and opposer apparently concedes, that KOLORGRAN 
without the macron antedates its use of COLOR-GRAINED. Under such circum- 
stances, an opposer will not be heard to complain about confusion for which 
he is responsible. 

The Examiner of Interferences was correct in granting the motion and 
dismissing the opposition. 


SYNCROMATIC CORPORATION v. SYNCRO-FLAME BURNER COR- 
PORATION (SYNCHRONOUS FLAME INC., assignee, substituted) 
No. 5957 — Commissioner of Patents — August 22, 1955 


CANCELLATION PROCEDURE—EVIDENCE 

Petitioner seeks to cancel registration of SYNCR-O-FLAME for fuel oil burners on 
basis of its registration of SYNCROMATIC for air conditioners and abandonment of 
respondent but abandonment is not material unless petitioner prevails since there 
is no doubt that respondent is now using mark and if confusion is not likely there is 
no damage to petitioner. 

In view of the fact that the products are relatively expensive and are purchased 
by discriminating buyers and the marks do not look alike or sound alike deception of 
purchasers is unlikely and therefore the decision of the Examiner is affirmed. 

Cancellation proceeding by Syncromatic Corporation v. Syncro-Flame 
Burner Corporation (Synchronous Flame, Inc., assignee, substituted) Reg- 
istration No. 320, 817 issued January 8, 1953. Petitioner appeals from 
decision of Examiner of Interferences dismissing petition. Affirmed. 


Ira Milton Jones, of Milwaukee, Wisconsin, for petitioner-appellant. 
Wilfred S. Stone, of Chicago, Illinois, for respondent-appellee. 
Leeps, Assistant Commissioner. 

A petition has been filed to cancel the registration of SsYNCR-0-FLAME, 
registered on January 8, 1935 for fuel oil burners for cooking or heating.’ 
Petitioner is the owner-registrant of SYNCROMATIC, registered on May 28, 
1940 for air conditioning apparatus.? The Examiner of Interferences dis- 
missed the petition, and petitioner has appealed. 

The petition alleges: “In view of the great similarities between the 
marks of the parties and the fact that the goods to which the parties apply 
their respective marks are identical, petitioner believes that it is and will 
be damaged by said Registration No. 320,817”; and it further alleges that 


1. Reg. No. 320,817, filed September 22, 1934. 
2. Reg. No. 378,073, filed November 6, 1935. 
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a break in the chain of title to, and a break in use, of respondent’s mark 
shown in the registration constitute abandonment. 

The second ground for cancelation is of no moment unless petitioner 
prevails on the first, since there is no doubt that respondent is now using 
the mark, and if it is found that confusion, mistake or deception of pur- 
chasers is not likely to result from respondent’s registered mark, any alleged 
abandonment, if proved, cannot result in damage to petitioner. 

It appears from the record that late in 1933 or early in 1934 petitioner 
commenced use of SYNCROMATIC on air conditioners, which included oil 
burners purchased from different manufacturers. In midsummer of 1934 
SYNCROMATIC was adopted as a part of petitioner’s corporate name. In 1937 
petitioner commenced manufacture of its own oil burners for warm-air 
furnaces, and from 1946 it has manufactured gas burners and oil burners 
for air-conditioners—all of which have been sold under the syNcROMATIC 
mark. Petitioner’s air conditioning and heating equipment is sold through 
wholesalers, and during the years from 1941 through 1952 approximately 
$100,000.00 were spent in trade papers and in cooperative programs to 
advertise the SYNCROMATIC units. The volume of business has grown from 
about $50,000 in 1940 to a million and a half dollars annually for some 
time before testimony was taken. 

Respondent was incorporated on July 25, 1951, and at the time of 
incorporation it selected SYNCRO-FLAME as a trademark for its gas burners, 
oil burners and combination oil and gas burners. Inquiry as to availability 
of the trademark for use revealed that the mark was registered and was 
recorded in the name of Ward Machine Company.’ The mark and its 
registration were assigned to respondent on March 14, 1952, and the assign- 
ment was recorded in the Patent Office on May 7, 1952.* 

Respondent’s testimony shows that at the time of execution of the 
assignment, it received name plates, catalogs, statements of sales and gen- 
eral correspondence pertaining to the SYNCR-O-FLAME burners. Exhibits 
include two types of name plates showing SYNCR-O-FLAME and SYNCRO- 
FLAME with the manufacturer’s name SYNCRO-FLAME BURNER CORPORATION 
and another showing SYNCRO-FLAME with respondent’s name. Also included 
are a May, 1935 brochure, a December, 1935 brochure, and a March, 1936 
catalog offering for sale the SYNCRO-FLAME burner by Syncro-Flame Burner 
Corporation. These exhibits were identified as having been among the 
material received from Ward Machine Co., Inc. A copy of an April 4, 
1938 shipping order from Syncro-Flame Burner Corporation and a copy 
of an August 24, 1935 export order addressed to Syncro-Flame Burner 





3. Reg. No. 320,817, issued January 8, 1935. 

4. According to Patent Office records, the SYNCR-O-FLAME registration issued to 
Syncro-Flame Burner Corporation on January 8, 1935. The assignment from Ward 
Machine Co., Inc. to respondent recites that Syncro-Flame Burner Corporation was 
dissolved in 1946 and that it conveyed its assets to Ward Machine Co., Inc., including 
“the entire right, title and interest in said trademark and registration, together with the 
good will of the business in connection with which said mark is used.” The records 
do not show any such assignment, however. 























1504 THE TRADEMARK REPORTER Vol. 45 T. M. RB. 


Corporation were likewise identified, but neither shows SYNCRO-FLAME as 
identifying a burner. There is nothing in the record which evidences use 
of SYNCR-O-FLAME by Ward Machine Co., Inc. as a trademark for anything. 
Catalogs, brochures and price list distributed from 1951 by respondent 
show that SYNCRO-FLAME burners have been offered for sale, and there is 
some testimony which indicates that SYNCRO-FLAME burners have been sold 
by respondent in eighteen States—but the record is silent as to volume of 
sales and advertising. 

The record shows continuous use by petitioner of the mark syNcro- 
MATIC on its air conditioners since at least 1934 and since 1946 on gas 
and oil burners, and the volume of sales now amounts to some million and 
a half dollars annually. syNcR-O-FLAME burners were offered for sale by 
Syncro-Flame Burner Corporation in 1935, 1936 and 1938 and syNcro- 
FLAME burners have been offered for sale and probably have been sold by 
respondent since 1951 in eighteen States. 

Petitioner’s president testified that in selecting its mark it was the 
general thought that it was a “Combination of ‘synchronous’ and ‘auto- 
matic’ reduced.” Respondent’s secretary testified that its mark was derived 
“from the words ‘synchronous’ and ‘flame’” and that as used on its com- 
bination oil and gas burners, “it indicates that the burner has two flames, 
one oil and one gas, which are synchronized so that one flame comes into 
existence immediately or at a predetermined interval after the other flame 
ceases to exists.” It is believed that each of the marks when applied to the 
goods would impress potential purchasers as having such derivations. 

There is no satisfactory evidence by either party as to unit prices for 
their products, but it is common knowledge that air conditioners and 
burners are not inexpensive—in other words, they are not “impulse” items. 
In view of the nature of the items sold by the parties, ultimate purchasers 
are probably home owners, architects, building contractors and building 
engineers, but there is nothing in the record to identify the ultimate pur- 
chasers by classes. The nature of the products also suggests that their 
purchasers would exercise some care in selection and would be more likely 
to distinguish between producers of such items than in the case of 
inexpensive and casually purchased items. These factors are important in 
determining likelihood of confusion when the marks are not the same. 

SYNCROMATIC and SYNCR-O-FLAME (SYNCRO-FLAME) do not look much 
alike or sound much alike, and the commercial impression which they create 
is not the same. It is concluded that confusion, mistake or deception of 
purchasers is unlikely, and no other facts are found from which petitioner 
is likely to be damaged. 

The decision of the Examiner of Interferences is affirmed. 


Respondent has contended that due to the long period of time that 
SYNCR-O-FLAME has been registered, petitioner is estopped from challenging 
it. There is nothing in the record to show that respondent has relied upon 
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the registration over a long period of time, and has built up its business in 
view of such reliance. Respondent acquired the registration on March 14, 
1952 and the cancelation petition was filed on August 23, 1952. Respondent 
has used its mark only since 1951. There are no facts in the record which 
give rise to an estoppel. 


CLINTON FOODS INC. v. PREMIUM POTATO PRODUCTS, INC. 
No. 31722 — Commissioner of Patents — August 23, 1955 


TRADEMARK ACT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 


Petitioner seeks registration of SNO * sPUDs for peeled and treated raw potatoes 
and is opposed by owner-registrant of SNOW crop for line of frozen foods. While 


both marks have in common the letters sNo their significance is entirely different 
and there is little likelihood of confusion and therefore the decision of the Examiner 
is reversed. 

Opposition proceeding by Clinton Foods Inc. v. Premium Potato 
Products, Inc., application Serial No. 604,546 filed October 1950. Appli- 
cant appeals from decision of Examiner of Interferences sustaining oppo- 
sition. Reversed. 


Mason, Fenwick & Lawrence, of Washington, D. C., for opposer-appellee. 
Louis O. French, of Milwaukee, Wisconsin, for applicant-appellant. 
LEeEDs, Assistant Commissioner. 

Application has been filed to register sNo + spuDs for peeled and treated 
raw potatoes,’ asserting use since May 8, 1950. Registration has been 
opposed by the owner of sNow crop for a line of frozen foods and registrant 
of the mark for frozen vegetables.? The Examiner of Interferences sustained 
the opposition, and applicant has appealed. 

The record shows that opposer and its predecessor, have since 1945, 
processed and sold frozen foods—principally vegetables, fruits, juices, 
concentrates, waffles, poultry and fish—under the mark sNow crop. Some 
seven and a half million dollars have been spent in advertising the snow 
crop products through national media including radio, television and 
magazines, through trade periodicals and newspapers, and by point of sale 
advertisements. Since 1948 the sales volume has exceeded $170,000,000 
and the sales outlets are retail grocery stores all over this country and in 
some foreign countries. 

Opposer’s mark is well known in the frozen food field, and it symbolizes 
a valuable good will. 

According to the record, applicant was incorporated in May of 1950, 
having succeeded to the business of Julius E. Kiefer, who is presently 

1. The identification of goods in the application is as follows: “Potatoes which 
have been prepared by removing their skins and treated to preserve their color and 
freshness under non-refrigerant conditions and in the form of either whole, sliced, cut 


or grated potatoes, for sale principally to restaurants and hotels.” 
2. Reg. No. 421,993, issued June 25, 1946, published under Sec. 12(c) on May 


17, 1949. 
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Director of Research for applicant. At the time the application was filed 
applicant was engaged in the business of preparing raw potatoes by peeling 
them, treating them (presumably with sodium bi-sulphite) to preserve 
their whiteness and freshness, and sometimes slicing, cutting or grating 
them and packaging them in thirty-five pound bags for sale to industrial 
and institutional kitchens. The potatoes thus prepared and packaged are 
sold under the mark sNo * spups. Since the spring of 1951 applicant has not, 
itself, prepared, packaged or sold potatoes, but it has licensed others to 
prepare the potatoes under its direct supervision as to quality of the potatoes 
so prepared,® and to market them under the identically displayed mark 
SNO * SPUDS with a notice on the packages “Licensed by Premium Potato 
Products, Ine., Cleveland, Ohio.” Applicant’s products lose their identity 
trademark-wise when they are served to the ultimate consumer. 


The Examiner of Interferences discussed each component of each 
mark, stating that “the terms sNow and sNo would have no particular 
meaning other than as designations of origin; and since sPUDS and CROP are 
merely descriptive of the goods of both parties and hence are lacking in 
distinctiveness,” the similarities between the marks would be reasonably 
likely to cause confusion in trade. The question in this case is not what 
SNOW or SNO signifies or whether or not crop and sPUDs are merely descrip- 
tive. It is: Would purchasers of applicant’s sNo * spupDs be likely to believe 
that they are an additional product in opposer’s line of frozen foods? The 
answer must be in the negative. sNow crop is a unitary term which, when 
applied to frozen foods—particularly fruits and vegetables—has a sug- 
gestive, though somewhat incongruous, significance, Psychologically, the 
consumer reaction is likely to be one of coldness. Applicant’s mark, on the 
other hand, when applied to its peeled and treated raw potatoes, is more 
likely to stimulate an association with whiteness rather than coldness. The 
marks do not look much alike, except that they have in common the letters 
sNo; they do not sound very much alike when pronounced in their entire- 
ties; and they are likely to stimulate quite different psychological reactions 
among potential purchasers. In other words, their significance is not the 
same, even though they both contain the equivalent of the ordinary English 
word sNow. There is not, in my opinion, any likelihood of the kind of con- 
sumer confusion against which the statute is directed. 


The decision of the Examiner of Interferences is reversed. 


LL 


3. It is observed that the nature of the product is such that it must be delivered 
for use rather promptly—the packages contain a guarantee for 72 hours—and it must 
be kept refrigerated to prevent discoloration. Under such circumstances, it would not 
ir - pe for a single producer to operate in a wide radius except from separate 
plants. 
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THE SINGER MANUFACTURING COMPANY et al. v. 
MORSE SEWING MACHINE AND SUPPLY CORP. 
No. 32018 — Commissioner of Patents — August 23, 1955 
TRADEMARK AcT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 
Petitioner seeks registration of DIAL-O-MATIC for sewing machines and is opposed 
by owner-registrant of STYLE-O-MATIC for sewing machine parts. While the marks do 
not look alike or have similar connotations they sound so much alike as to be 
almost indistinguishable and therefore registration is refused. 

Opposition proceeding by The Singer Manufacturing Company and 
Singer Sewing Machine Company v. Morse Sewing Machine and Supply 
Corp., application Serial No. 602,907 filed August 29, 1950. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 

William P. Stewart, Joel G. Stanford, and Chester A. Williams, Jr., of 

Elizabeth, New Jersey, for applicant-appellant. 

Herman H. Solnit, of New York, N. Y., for opposer-appellee. 
Leeps, Assistant Commissioner. 

Application has been filed to register DIAL-o-MaTic for sewing machines, 
asserting use since August 10, 1950. Registration has been opposed by the 
owner-registrant of sTYLE-O0-MATIC for sewing machine parts and attach- 
ments—particularly presser feet, and its wholly-owned sales subsidiary. 
The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer’s record consists of a copy of its registration, and applicant’s 
consists of its application file. Opposer submitted a notice under Rule 282 
to which it attached a copy of a booklet apparently published by opposer 
and one apparently published by applicant, but their relevancy was not 
indicated in the notice. They are incompetent as evidence; furthermore, 
they are not properly a part of the record since the rule was not complied 
with in their submission. 

Sewing machines and sewing machine parts (presser feet) are products 
which the purchasing public would naturally presume came from the same 
source if they were sold under the same mark. This leaves only the 
question of whether sTYLE-O-MATIC and DIAL-O-MATIC, when applied to the 
goods, are likely to result in confusion, mistake or deception. 

STYLE-O-MATIC and DIAL-O-MATIC do not have similar connotations or 
meanings, and they do not look alike. They sound so much alike, however, 
as to be virtually indistinguishable ; and when one considers that the nature 
of the goods is such that they are apt to be discussed by telephone, and 
they may well be the subject of radio advertising, sound is a factor of 
considerable importance. It is believed that the marks sound too much 
alike to avoid confusion or mistake and registration is, under such cireum- 
stances, precluded by the provisions of section 2(d) of the statute. 

The decision of the Examiner of Interferences is affirmed. 





1. Reg. No. 310,667, issued March 6, 1934. 
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R. J. STRASENBURGH COMPANY v. 
KENWOOD LABORATORIES, INC. 


No. 30922 — Commissioner of Patents — August 25, 1955 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 

Applicant seeks to register TRISED displayed in block letters on an ellipse for a 
sedative tablet. Registration is opposed by user of TRICID for an anti-acid tablet. 
Both products are sold only on prescription. Evidence shows continuous sales of 
opposer’s product since 1942. Confusion in these products might have serious con- 
sequences. Marks are so similar that unclear writing or order over telephone might 
result in confusion. 

Parties negotiaved over proposal to change applicant’s mark to TRI-SED and on 
basis of negotiations received many adjournments of date of final hearing. Sub- 
sequently petitioner applied to register TRI-SED and requested at final hearing of 
original application to stay proceedings until publication of application for 
TRI-SED presently pending. But since there was no meeting of minds on the proposals 
of settlement they are of no importance. Opposer has no right to grant “permission” 
to applicant to use a mark it does not own on a product not controlled as to nature 
and quality and, at most, it could only operate as an estoppel against opposer’s 
right to challenge such use and registration, Statute prohibits registration of a mark 
so resembling a mark previously used as to be likely to cause confusion. Protection 
of public interest is paramount. 


Opposition proceeding by R. J. Strasenburgh Company v. Kenwood 
Laboratories, Inc., application Serial No. 594,647 filed March 25, 1950. 


Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Affirmed. 


Charles Shepard of Rochester, N. Y., for opposer-appellee. 
Bader & Bader of New York, N. Y., for applicant-appellant. 
LeEeEps, Assistant Commissioner. 


Application has been filed to register TRISED displayed in block letters 
on an ellipse, for a sedative tablet, asserting use since November 22, 1949. 
Registration has been opposed by the user of Tricw for an anti-acid tablet. 
The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Applicant’s specimen labels indicate that its product is sold only on 
prescription ; and opposer’s record shows that its product is likewise sold 
only on prescription. 

It appears from opposer’s record that it probably commenced manu- 
facture of the anti-acid tablet identified as TrRIcm in June of 1942; and 
evidence of sales under the mark in 1943, 1947, 1948, 1950, 1951 and 1952 
has been introduced. The effect of the testimony of opposer’s witnesses is 
that the mark has been continuously used on the goods since 1942. 

Applicant’s record consists of its application to register. 

There does not appear at this stage of the proceedings to be any dis- 
pute as to opposer’s earlier use of TRICID on its prescription anti-acid tablet. 
Two matters are in dispute, however. The first is the question of likelihood 
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of confusion; and the second involves the effect of certain actions taken 
by the parties in the Patent Office and of some settlement negotiations. 

The products of the parties are pharmaceuticals to be dispensed on pre- 
scription of physicians. They must be presumed to move through the same 
trade channels. Opposer’s is, according to the testimony, “an anti-acid with 
spasmolytic action.” Applicant’s is, according to the testimony, “an anti- 
acid with spasmolytic action.” Applicant’s is, according to its application, 
“a sedative.” “Confusion in such products can have serious consequences. 
Confusion in medicines must be avoided. * * * Prevention of confusion and 
mistakes in medicine is too vital to be trifled with.” Cole Chemical Co. v. 
Cole Laboratories, Inc., 101 USPQ 44, 47, 48 (44 TMR 647) (E.D. Mo., 
1954). These observations are especially applicable when the products have 
the characteristics of those involved here. It is true that they are sold only 
on prescription, but physicians are not immune from confusion or mistake. 
Furthermore, it is common knowledge that many prescriptions are tele- 
phoned to the pharmacist and others are handwritten, and frequently the 
handwriting is not unmistakably legible. These facts enhance the chances 
of confusion or mistake by the pharmacist in filling the prescription if the 
marks appear too much alike when handwritten or sound too much alike 
when pronounced. TRISED sounds too much like TRIcD, and it is likely to 
look too much like Tricm when handwritten on a prescription order, to 
avoid confusion or mistake. The resemblance between the marks—which 
are “fabricated marks” having no specific meaning—and no correct pro- 
nunciation—are such as to be likely to create confusion in the minds of pre- 
scribing physicians and mistake in the product prescribed or delivered. 


The present application was filed on March 25, 1950, reciting use since 
November 22, 1949. The opposition was filed on October 16, 1951. 


On October 18, 1951 opposer filed an application to register TRIcID 
reciting use since April 9, 1941.2 The mark was published on June 17, 1952 
and the registration issued on October 28, 1952. On October 17, 1952, 
counsel for the parties filed a stipulation in this proceeding, requesting 
adjournment of the final hearing to a later date, stating that “an informal 
settlement arrangement has been worked out between the parties, which 
settlement involves the filing and allowance of a new trademark registration 
in place of the one opposed, and the time requested is required to prosecute 
the new application.” The request for adjournment was granted. 

On November 21, 1952 applicant apparently submitted a printer’s 
proof to opposer showing TRI-SED written in script, and on November 26, 
1952 opposer’s counsel wrote to applicant’s counsel, in part, as follows: 

“The printer’s proof of TRI-sED showing it in script lettering, 
which was enclosed with your letter of November 21, is approved by 


the Strasenburgh Company. 
“T note that you will prepare the settlement agreement. I believe 


the agreement (together with appropriate stipulation to be executed 


1. It is noted that opposer’s record shows first manufacture of the product in 
June of 1942; and the earliest evidence of sales under the mark is 1943. 
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at the same time) should provide that we take formal judgment against 
you in the pending opposition proceeding, and that you will immedi- 
ately discontinue use of the TRISED mark for which you have applied 
for registration, but that you may use TRI-SED in a script style of type 
with connected letters and with a hyphen in the middle, so long as no 
actual confusion develops between your mark and our Tricip. Also 
you agree not to apply for any registration of TRI-sED. On our part, we 
agree that you may use TRI-SED in the above mentioned hyphenated 
style of script type with connected lettering, so long as no actual con- 
fusion develops, but we reserve the right to take appropriate action to 
stop your use of that mark if actual confusion does occur. This per- 
mission to use TRI-SED is limited to your present product as disclosed in 
your application to register TRISED, serial no. 594,647, and your use of 
the mark shall not be extended to any other product.” 


On November 29, 1952, applicant’s counsel wrote to opposer’s, stating: 

‘*Your letter of November 26, 1952 has been received today and 
I am happy to note that the script style of lettering shown in my 
client’s proposed label is acceptable to your client. 

‘*T was rather surprised, however, at the proposed terms of settle- 
ment set forth in your letter which are totally different from those 
discussed when we met in Rochester. 

‘‘It was my understanding that we would withdraw our applica- 
tion for registration for the trademark TRISED and would simultaneously 
file a new application for TRI-SED which you would agree not to oppose. 
In consideration of this engagement on your part we would agree not 
to use the mark TRISED and would limit the use of the new trademark 
TRI-SED to certain specific products. 

“TY must inform you that the above engagement is as far as my 
client will go and if these terms are not acceptable will have no re- 
course but to protect its interests in any appropriate manner.”’ 

On March 9, 1953 a second stipulation was filed, requesting an exten- 
sion of time within which applicant’s testimony might be taken, stating: 
‘‘The parties have already agreed informally upon the basic principles of 
a proposed settlement, and are now engaged in working out the details 
of settlement. The present stipulation is entered into for the purpose of 
preserving applicant’s right to take testimony, pending the completion of 
settlement negotiations, the testimony of opposer having already been 
taken.’’ The request was granted, but applicant took no testimony. 

On June 16, 1953, a third stipulation was filed, requesting adjournment 
of the final hearing to a later date, stating: ‘‘This stipulation is made in 
view of pending negotiations for settlement of this opposition, to allow 
more time for completion of the settlement negotiations.’’ The request 
was granted. At the time opposer’s counsel transmitted this stipulation to 
applicant’s counsel he wrote, in part, as follows: 

‘On the matter of permitting a New York State registration of 
the new style of trademark by your client, I will let you know about this 
within a few days and hope to have favorable news for you.’’ 

On August 13, 1953, a fourth stipulation was filed, requesting further 
adjournment of the final hearing, but no reason was given. The request 
was granted. 
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On November 4, 1953, a fifth stipulation was filed, requesting further 
adjournment of the hearing date, stating that applicant’s attorney had 
been ‘‘over-loaded with work’’ which made it impossible to prepare the 
necessary papers. The request was granted. 


On January 25, 1954 applicant filed an application to register TRI-SED, 
(S. N. 660,038) written in script lettering, reciting use since March 1, 1953. 
Registration has been refused on the ground of likelihood of confusion with 
opposer’s registered mark TRICID. 

On March 4, 1954 the final hearing in this case was had, and at that 
time applicant filed a motion to stay these proceedings ‘‘until publication 
of another application for registration of a trademark tTRI-sED which is 
presently pending in the Patent Office under Serial Number 660,038.”’ 
The above-mentioned correspondence was attached to the motion, and both 
parties have presented briefs and argument on the effect of such “negotia- 
tions.’’ In his decision on the merits in the opposition, the Examiner of 
Interferences denied the motion stating that the opposer’s registration of 
TRICID having issued, it is available as a reference against the application 
to register TRI-SED to the extent that it is pertinent, regardless of the out- 
come of this case, and therefore no useful purpose would be served in 
suspending these proceedings. Applicant has appealed from the action 
denying the motion, and both parties have argued the matter in their briefs 
and at the oral argument on appeal. 


It seems clear from the papers in this case that there was no meeting 
of the minds on the proposals for settlement,? and in the absence of con- 
summation of the agreement, the proposals are of no importance. Further- 
more, it is not seen where opposer would have authority to grant 
‘*nermission’’ to applicant to use a mark which it did not own, on a product 
which was not controlled as to nature and quality; and even if an agree- 
ment had been consummated, and opposer had agreed to applicant’s use 
and registration of TRI-SED written in script, it could have amounted only 
to an estoppel against opposer’s right to challenge such use and registra- 
tion. It would not, and could not, have had any effect upon the public 
interest involved in registration proceedings. The statute prohibits regis- 
tration if the mark so resembles a registered mark or a mark previously 
used and not abandoned as to be likely, when applied to an applicant’s 
goods, to result in confusion, mistake or deception. The ‘‘consent’’ or 
‘*pnermission’’ of the registrant or prior user does not alter or modify the 
statutory prohibition in any way. Protection of the public is of paramount 
importance in cases such as this; and when the nature of these goods and 
the manner of ordering them are considered, it is believed that TRISED, no 
matter how written, would inevitably cause confusion with TRICID. 


The decision of the Examiner of Interferences is affirmed. 


2. Apparently applicant obtained a New York State registration without protest 
of opposer, but it avails applicant nothing here. 
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WINTHROP-STEARNS INC. v. MILNER PRODUCTS COMPANY 
No. 32060 — Commissioner of Patents — August 30, 1955 


TRADEMARK AcT OF 1945—REGISTRABILITY—IN GENERAL 


Applicant seeks to register KoCAL for a preparation used in laundering clothes 
as a whitening agent. Registration is opposed by owner-registrant of RoccaL for an 
antiseptic and disinfectant preparation. Examiner dismissed the opposition but 
refused registration ex parte on ground that applicant’s use of KOCAL to identify 
an added ingredient of PINE-SOL deodorizing detergent was not a trademark use. 
The marks ROCCAL and KOCAL sound too much alike if used in the same manner on 
related products but such is not the case since applicant’s product is not sold 
except as an ingredient of a finished product sold as PinE-SOL and hence confusion 
is not deemed likely. The question is whether components or parts of a product 
may be trademarked. If the mark is used to identify a component, an ingredient 
or a part—and distinguishes such component from those of others, and it is used 
on or in connection with the goods, or on displays associated with the goods and the 
goods are sold in commerce, it is registrable. Since the record shows that applicant’s 
mark was adopted and is used to identify and distinguish a whitening agent used 
as an ingredient in a detergent. If the application is amended so to identify the 
goods registration will issue. Decision of Examiner is affirmed as to opposition and 
reversed as to the ex parte refusal to register. 

Opposition proceeding by Winthrop-Stearns Inc. v. Milner Products 
Company, application Serial No. 629,680 filed May 14, 1952. Both parties 
appeal from decision of Examiner of Interferences dismissing opposition 
but refusing registration. Affirmed as to opposition; reversed as to ex 


parte rejection. 


James F. Hoge and Lenore B. Stoughton, of New York, N. Y., and E. F. 
Wenderoth, of Washington, D. C., for Winthrop-Stearns Inc. 


M. 8S. Meem, of Washington, D. C., for Milner Products Company. 
LEEpDs, Assistant Commissioner. 


Application has been filed to register KoCAL for a ‘‘ preparation used in 
laundering clothes as a brightening and whitening agent.’’ Use is claimed 
since February 1, 1952. Registration has been opposed by the owner- 
registrant of roccaL for an antiseptic and disinfectant preparation’ The 
Examiner of Interferences dismissed the opposition, but refused registra- 
tion ex parte on the ground that applicant’s use of KoCAL to identify an 
added ingredient of its PINE-SOL sanitizing, disinfecting and deodorizing 
detergent is not a trademark use within the meaning of the statute. Both 
parties have appealed. 


Opposer’s record shows that it and its predecessors have, since about 
1941, used roccAL on an antiseptic and disinfectant preparation sold to 
hospitals and other institutions for general sickroom use; to veterinaries 
and others for use in caring for animals; to institutional and industrial 
users of glassware, chinaware and tableware; to food processing plants and 
dairy farms; to diaper laundries; and to operators of swimming pools. 
The product is in the category commonly known as ‘‘industrial germicides.”’ 


1. Reg. No. 391,995, issued December 2, 1941. 
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It is sometimes sold in smaller units through retail druggists as an over-the- 
counter item, but the product is sold primarily to ‘‘specialized’’ users. 
RoccAL has been advertised, at least during the recent years, in trade 
periodicals reaching the various industrial and institutional users; but 
there is no indication that it has been advertised to the general public. 


Applicant purchases from Caleo Chemical Company, a subsidiary of 
American Cyanamid Company, a product indentified as cALCOFLUOR WHITE 
RW which it uses as an ingredient in a finished sanitizing, disinfecting and 
deodorizing detergent. It is not sold under the KoCaL mark apart from 
the finished product, but the labels used by applicant on its finished product 
show, “Improved with KoCaL Whitener-brightener” and an explanatory 
statement: KoCaL is a scientific ingredient that whitens and brightens 
clothes by (1) neutralizing yellow-gray dinge (2) increasing the reflectance 
of light. By using PINE-soL containing KOCAL every time you wash, clothes 
are prevented from ever getting yellow or gray.” Its advertisements feature 
such phrases as “PINE-SOL with KoCaL whitener-brightener” and “Only 
PINE-SOL contains KOCAL, the miracle neutralizer of yellow-gray dinge that 
commonly occurs with white and colored clothes.” Applicant’s finished 
product is sold to household users through retail outlets, principally 
grocery stores. 

The marks roccat and KoCat are likely to sound too much alike, when 
pronounced, to avoid confusion if they were used in the same manner on 
the same or related products moving through the same channels to the 
same class of consumers. But the use of the marks on the products here 
involved bring other factors into play in determining likelihood of con- 
fusion. Applicant’s product is a detergent of which the item recited in the 
application is an ingredient. The item is not sold except as an ingredient 
of a finished product which is likely to be ordered by its own mark PINE- 
sot. The nature of applicant’s use is such that KoCAL may well be associated 
with applicant’s detergent, but it is not likely to be the mark by which 
purchasers will call for it. Under these circumstances it is not believed 
that confusion, mistake or deception is likely to oecur. 

The Examiner of Interferences relied on The Dobeckmun Co. v. D-Con, 
Inc., 100 USPQ 312 (44 TMR 735) (Com’r., 1954), in which the Assistant 
Commissioner had relied on Ex parte The Pepsodent Co., 36 USPQ 75 
(28 TMR 152) (Com’r., 1937), and In re Maiden Form Brassiere Co., Inc., 
45 USPQ 339 (30 TMR 286) (CCPA, 1940), in refusing registration ex 
parte. Apparent inconsistencies in registering marks for components of 
products require a re-examination of the decisional law. 


In Ex parte Eastman Kodak Co., 22 USPQ 136 (24 TMR 382) 
(Com’r., 1934), the question was stated to be: “can the parts of an article 
of manufacture be trademarked although they are never sold separately?” 
The decision then followed with: “In my opinion the answer to this question 
must be that the parts may be separately trademarked so long as such 
marking serves as an indication of origin. Thus, in the case at bar, the 











1514 THE TRADEMARK REPORTER Vol. 45 T. M. R. 


lens can be separately trademarked and the mark may be registered if it 
performs the conditions of the registration act.” The case then turned on 
“proper affixation,” and it was held that the mark (TwWrnDAR) was not 
affixed to the goods (camera lenses) within the meaning of the statute 
(1905 Act) or to the container in which the goods were sold; and that 
the appearance of TWINDAR LENS upon the body of the camera was not 
trademark use. 

In Ex parte A. Stein & Co., 33 USPQ 54 (27 TMR 412) (Com’r., 1937), 
the Commissioner held, without citing any precedent, that a trademark 
identifying a buckle which was permanently attached to a belt was not 
rezistrable, even though the mark apparently was properly affixed to the 
carton, because the applicant had failed to show itself to be a trader in 
buckles. This conclusion does not seem to be altogether consistent with 
the Eastman case cited above. 

In Crosley Radio Corp. v. Sparks-Withington Co., 33 USPQ 162, 163 
(27 TMR 410) (Com’r., 1937), it was held that a trademark was unregis- 
trable for metal frames for attachment to the inside of refrigerator doors 
because “it conclusively appears that these frames have never been sold 
apart from applicant’s refrigerators, and that the only manner in which 
the trademark has been affixed is by pasting a label, on which the mark is 
printed, on the inside surface of the refrigerator door,” citing the Eastman 
ease. The reference to the item not being sold apart from the refrigerator 
is not altogether consistent with the finding in the Eastman ease. 

In Ex parte The Pepsodent Co., 36 USPQ 75 (28 TMR 152) (Com’r., 
1937), the applicant originally sought to register mrrum for a pharma- 
ceutical preparation used as an ingredient in dentifrices and registration 
was refused by the Examiner of Trademarks on the ground that no speci- 
mens were on file showing use of the mark on the goods claimed. The 
application was amended to change the identification of goods to “denti- 
frices.” The Commissioner refused registration on the ground that the 
specimens identified a pharmaceutical in the tooth paste and not the 
tooth paste. The mark was subsequently registered for an ingredient of 
a dentifrice on a new application (Reg. No. 415,620). 

In In re Maiden Form Brassiere Co., Inc., 45 USPQ 339, 340 (30 
TMR 286) (CCPA, 1940, aff’g. Com’r., 40 USPQ 573 (29 TMR 410)), 
the court held unregistrable a mark for the elastic fabric used in the man- 
ufacture of foundation garments, stating: 

“So confining the issue strictly to the facts at hand without further 
discussing or passing upon the question as to whether one has the 
right to trademark a component part of an article which part he 
makes and deals in, it is clear to us that he should not be permitted 


to register a mark for a component part where he neither produces or 
separately sells the same.” 


It is noted that the facts before the court showed that the applicant had 
registered the same mark for the finished garment on the basis of the same 
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specimens. Obviously, the identical use of the mark could not identify 
both the finished garment and the fabric. 


In Ex parte Mishawaka Rubber and Woolen Mfg. Co., 55 USPQ 456 
(33 TMR 261) (Com’r., 1942), it was held that applicant’s use of its mark 
on the insoles of the shoes gave the impression that the trademark identi- 
fied the finished shoe rather than the insole for which registration was 
sought. 

In Ex parte Libbey-Owens-Ford Glass Co., 75 USPQ 202, 203 (37 
TMR 864) (Com’r., 1947), a mark was held registrable for “metal seals 
for multiple glass sheet glazing units for buildings, display windows, 
display cases and the like.” The Commissioner stated: 

“Where a manufacturer is employing a new device in connection 
with a composite product, and desires to advertise and publicize the 
advantages of such new device, he should be able to protect the chosen 
name thereof by registration of a trademark. * * * This will be true 
regardless of whether the special device is capable of separate pur- 
chase and sale or may, by the very nature of the product, be sold only 
as a part of a larger unit.” 


In the Dobeckmun Co. v. D-Con, Inc., 100 USPQ 312, 314 (44 TMR 
735) (Com’r., 1954), it was stated, “The use of the words LUREX to identify 
an additive substance in the nature of an ingredient is not a trademark use 
within the meaning of the statute,” relying upon the Pepsodent case cited 
above. It is pointed out, however, that the specimens in the case were 
insufficient to show that the mark actually indentified anything specific. 

In John H. Woodbury, Inc. v. Penaten, 101 USPQ 496 (44 TMR 1215) 
(Com’r., 1954), it was held that the opposer did not use PENATEN as a 
trademark for face cream, and opposer’s particular use could not be 
considered to have given it any rights in the word for an unidentified and 
unidentifiable ingredient of the cream. Here again, the record did not 
show that the mark identified anything specific. 


The latter three cases were decided after the effective date of the 
1946 Act, whereas the other cases referred to were decided under the 1905 
Act, and they appear to present inconsistencies which should be reconciled 
in order that consistent and effective administration might result in the 
future. 

The earliest case decided under the 1905 Act (the Eastman case) held, 
in effect, that a mark may be registered for a separate part or component 
of an article although not sold separately, provided the marking is such 
as to indicate clearly that it identifies and distinguishes the separate part 
or component. 

The earliest case decided under the 1946 Act (the Libbey-Owens-Ford 
case) held in effect, that marks used to identify separable components of 
a product are registrable even though such components may not be separ- 
ately offered for sale; and that a different result may be justified only 
in situations where the component is not made by the person who makes 





1516 THE TRADEMARK REPORTER Vol. 45 T. M. R. 


the finished or entire product (so long as the identifying mark of the 
seller is properly used, it is not seen how his failure to manufacture the 
product could affect registrability), or where the mark as used on the 
component creates the erroneous impression that the mark refers to the 
entire article rather than the separate or separable part. The conclusions 
reached in these two cases are believed to be sound. 

Sinee the later cases decided under each Act did not overrule the 
Eastman ease or the Libbey-Owens-Ford case, and sometimes did not even 
mention them, it must be assumed that the facts in each of the later cases 
were such as to distinguish them. 

The question is one of fact. If the mark is used to identify a component 
—e.g., an ingredient, an added substance, a finish, or a part—and dis- 
tinguishes such component from those of others, and it is properly used 
on or in connection with the goods, or on displays associated with the 
goods, and the goods are sold or transported in commerce, it is registrable 
even though it may have originally been an “advertising gimmick” to aid 
in sales promotion. As stated, the question is a fact question, namely does 
the mark, as used, identify and distinguish the goods for which registration 
is sought? 

The record here indicates that applicant’s mark was adopted and is 
used to identify and distinguish a whitening and brightening agent used 
as an ingredient in a detergent. If the application is amended so to identify 
the goods, the registration should issue. 

The decision of the examiner is affirmed as to the opposition and re- 
versed as to the ex parte refusal to register. 


SUNBEAM CORPORATION v. DURO METAL PRODUCTS CO. 
No. 34383 — Commissioner of Patents — September 1, 1955 


CANCELLATION PROCEDURE—IN GENERAL 


Time within which applicant may seek cancellation of opposer’s mark published 
under Section 12(c) of 1946 Act is tolled by the filing of opposition by opposer 
during the pendency of action and therefore cancellation counterclaim is not stricken 
although filed more than 5 years after publication. 


Opposition proceeding by Sunbeam Corporation v. Duro Metal Prod- 
ucts Co. Duro Metal Products Co. counterclaims for cancellation of trade- 
mark and petitions from decision of Examiner of Interferences granting 
motion to strike counterclaim. Reversed. 

George R. Clark, of Chicago, Illinois, for Sunbeam Corporation. 
Malcolm McCaleb and F. Thrall Brewer, of Chicago, Illinois, for Duro 

Metal Products Co. 

Leeps, Assistant Commissioner. 

A petition has been filed for review of the action of the Examiner of 

Interferences granting a motion to strike applicant’s counterclaim for 
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cancellation of opposer’s pleaded registration. The basis for granting the 
motion was that the counterclaim was filed more than five years after the 
date of publication of opposer’s mark under the provisions of Section 
12(e¢). 

The question presented by the petition is: Do the provisions of Section 
14(b) of the statute bar the filing of a counterclaim after expiration of 
the five-year period, or does the filing of an opposition within the five-year 
period toll the time for seeking cancellation of a registration relied upon 
by opposer? 

The undisputed facts are that a notice of opposition was filed in the 
Patent Office one month and three days prior to the expiration of five 
years following date of publication of opposer’s mark under Section 12(c). 
A copy of the pleadings was mailed by the Patent Office to applicant three 
days before expiration of the five-year period, and applicant was given 
forty days within which to file its answer. Within the time set, applicant 
filed its answer and joined with it a request for cancellation. Applicant 
was advised by the Office that the “counterclaim” was not verified, and 
a period of fifteen days was allowed within which to correct the informality. 
Before applicant had complied with the Office action and before its time 
for doing so had elapsed, opposer filed a motion to strike on a number of 
grounds, including expiration of the five-year period since “republication.” 
Within the time set, applicant filed an amended and verified pleading 
requesting cancellation. The action of the Examiner of Interferences 
states : 

“The examiner regrets that in entering Office action of April 11, 
1955 he overlooked the fact referred to in paragraph 3 of the opposer’s 
motion that the registration to which the counterclaim is directed was 
republished under Section 12(c) of the Act of 1946 on February 28, 
1950. Hence, the original as well as the amended counterclaim in this 
ease was filed after expiration of the five-year period specified in 
Section 14(b) of the Act, and since the applicant has not attacked the 
opposer’s registration upon any of the grounds specified in Section 
14(c) its counterclaim may not be entertained. Accordingly, it is 
dismissed.” 

The correctness of this action is the only question presented. 

The statutory provision relied upon by the examiner reads: 

“Any person who believes that he is or will be damaged by the 
registration of a mark on the principal register established by this 
Act, or under the Act of March 3, 1881, or the Act of February 20, 
1905, may upon the payment of the prescribed fee, apply to cancel 


said registration— 
a * 


(b) within five years from the date of publication under section 
12(c) hereof of a mark registered under the Act of March 3, 1881, 
or the Act of February 20, 1905 * * *.” (See. 14[b]). 


There is no question but that had an original petition to cancel been 
filed by applicant on the date it filed its pleading, it would have been barred 
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by the above-quoted provision. Section 14(b) is, in effect, a statute of limi- 
tations within which a petition to cancel may be filed. 


In the present case the five-yeay period had not expired at the time 
the opposition was filed, ie., at the time the opposer’s registration was 
relied upon and the rights evidenced by the registration were asserted 
by the registrant-opposer. Applicant’s pleading technically is not a counter- 
claim, but it is an affirmative defensive action seeking affirmative relief 
by way of cancellation, but it is not a matter of “pure” defense. 


Opposer has pleaded ownership and validity of a registered trade- 
mark and validity of the pleaded registration. 


Applicant has admitted that the registration issued and was pub- 
lished by opposer under Section 12(c), but it has denied that the mark is 
valid or that the registration is valid. The effect of applicant’s pleading 
is to say that an invalid mark invalidly registered should not stand as a 
bar under Section 2(d) to its right to register and the registration should 
therefore be canceled. 


According to the weight of authority, unless the limitation statute 
otherwise provides, such an affirmative action which is not barred at the 
commencement of an action in which it is pleaded does not become barred 
afterwards during the pendency of the action. In other words, if a right 
of affirmative action relied upon is alive at the time of commencement of 
suit against the party in position of defendant, Section 14(d) does not 
bar the right to assert it in that action even though the statutory period 
expires during the pendency of the action and before the claim or affirma- 
tive pleading is filed. See 34 Am. Jur. §249, p. 205; 24 Ruling Case Law 
§43; Whittier v. Visscher, 209 Pac. 23; Tom Reed Gold Mines Co. v. Brady, 
99 Pac.2d 97 (Ariz.); Beecher v. Baldwin, 12 Atl. 401 (Conn.); Union 
Sugar Co. v. Hollister Estate Co., 47 Pac.2d 273 (Calif.) ; Denton v. Det- 
weiler, 282 Pac. 82 (Idaho) ;Zink v. Zink, 106 N.E. 381 (Ind.) ; Grevenstuk 
v. Hubeny, 24 N.E.2d 924 (Ind.) ; Concrete Steel Co. v. Reinforced Concrete 
Co., 72 S.W.2d 118 (Mo.). See also: Sullivan v. Hoover, 6 F.R.D. 513 
(D.C.D.C., 1947) ; De Vito et al v. Hoffman, 199 F.2d 468 (C.A.D.C., 1952). 


There is some authority to support a contrary holding, but the case 
law indicates that the decision will turn on the relation of the defendant’s 
claim to the plaintiff’s action and the nature of the relief sought by the 
defendant. In the present case, applicant’s position seems to be that since 
opposer relied upon its registration and asserted rights in its mark as 
evidenced by its registration before expiration of the five-year period, 
applicant should not be precluded from challenging those rights, irrespec- 
tive of expiration of the five-year period during the pendency of the action. 
The weight of authority supports its position. 

Without passing upon the content of applicant’s pleading or upon 
the merits of its claim, on the narrow question of whether or not the five- 
year period prescribed by Section 14 of the statute is a bar to the filing 
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of an affirmative action seeking cancelation of a registration relied upon 
in a pleading filed before expiration of the five-year period, it is held that 
the filing of the pleading in which the registration is relied upon tolls, 
during the pendency of the action, the time within which an affirmative 
defensive action may be filed. 


The decision of the Examiner of Interferences on this question is 
reversed. 





EX PARTE GEMEX COMPANY 
Commissioner of Patents — September 6, 1955 


REGISTRATION PROCEDURE—Ex Parte REJECTION 


Applicant seeks to register RHAPSODY for bracelets and watch bands but is 
refused on ground of possible confusion with registration for watches issued to 
Bulova. Record shows clearly that RHAPSODY is one of applicant’s model designa- 
tions. A model designation may function as trademarks if promoted by user to 
identify his goods and distinguish them from others and if so used they are 
registrable. Proof shows however that mark used by applicant is GEMEX RHAPSODY 
and not RHAPSODY alone and therefore registration is refused but leave is granted 
to amend drawing to show the trademark as used. 

Application for trademark registration by Gemex Company, Serial 
No. 621,511 filed November 21, 1951. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Affirmed. 


Koenig & Pope, St. Louis, Mo., for applicant. 
LEEpDs, Assistant Commissioner. 


Application has been filed to register RHAPsopy for bracelets, watch 
bracelets and watch bands, asserting use since November 16, 1951. Regis- 
tration has been refused on the ground of likelihood of confusion with 
Registration No. 563,428 for watches, issued to Bulova Watch Company 
on August 26, 1952.* Applicant has appealed. 

It is clear from the record, and applicant admits that the word rHap- 
soDy as used by applicant is one of applicant’s model designations—along 
with HERCULES, GOVERNOR, SONATA, JEWEL, ADORATION, COLONY, CAVALCADE, 
MARDI GRAS, BRIGAND, PIROUETTE, FIRST LOVE, ST. REGIS, CHALLENGER, and 
ADVENTURER. GEMEX is its primary mark. 

It appears from the file of the cited registration that it, too, is one of 
the registrant’s model designations. 

Model designations may function as trademarks, and when they are 
advanced and promoted by the user, and are so used as to identify the 
applicant’s goods and distinguish them from those of others, they are 
registrable. Hat Corporation of American v. John B. Stetson Co., 100 
USPQ 147 (Com’r., 1954), and cases cited therein. 





* The original refusal to register cited also as a reference Reg. No. 511,987, 
RHAPSODY for finger rings; but when applicant filed a letter from the registrant stating 
that it believed there was no conflict between the marks and it “consented” to use and 
registration by the applicant, the reference was withdrawn. 
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This applicant has unquestionably promoted its model designations— 
but as used on and in connection with its goods, and in the bulk of its 
advertising, the mark is GEMEX RHAPSODY and not RHAPSODY alone. GEMEX 
RHAPSODY is displayed on the mounting cards for the watch bracelets in 
a single line and in identical type. It is @2MEX RHAPSODY which creates the 
commercial impression, and not RHAPSODY alone. Registration is, therefore, 
refused on the ground that the mark which applicant seeks to register is 
not the mark being used— it is only a portion or a component of the whole. 

In refusing registration on the previously issued registration of 
RHAPsoDY for watches, the Examiner of Trademarks relied upon Hamilton 
Watch Co. v. Young’s Inc., 40 USPQ 568 (29 TMR 242) (Com’r., 1939), 
and Ex parte Societe Horlogere de Porrentruy, 92 USPQ 93 (42 TMR 267) 
(Com’r., 1952). In the former, the registration of HAMILTON for watch 
chains, bracelet attachments and neck chains and ornaments was canceled 
on petition of the registrant of HAMILTON for watches. In the latter, regis- 
tration of PHENIX for clocks and watches was refused on opposition of the 
registrant of PHOENIX for necklaces, bracelets, rings, brooches, clips, and 
earrings. These precedents are believed to be sound. A consistent applica- 
tion of the principles enunciated in them would seem to require a refusal 
of the registration sought here on the ground of likelihood of confusion 
with Registration No. 511,987, rHapsopy for finger rings, irrespective of 
any ‘‘consent to use and register’’ given by the registrant. It may be, 
however, that the examiner was persuaded that the nature of applicant’s 
use was such as to avoid any likelihood of confusion with RHAPSODY rings; 
but if such were the case, then consistency would seem to require a similar 
conclusion in connection with RHAPSODY watches. 

Applicant’s mark is GEMEX RHAPSODY. On the record before me, it 
is not believed that purchasers are likely to believe that applicant’s GEMEX 
RHAPSODY watch bracelets emanate from the same source as Bulova’s 
RHAPSODY watches or Sickler’s RHAPSODY rings. 

Registration on the present application is refused on the ground stated 
above, but applicant is given leave to amend its drawing to show the trade- 
mark as used. If amendment is made, the mark should be published in 
accordance with Section 12(a). 


KRAFT FOODS COMPANY v. THE APPLETON CORPORATION 
No. 4751 — Commissioner of Patents — October 12, 1955 


REGISTRATION PROCEDURE—APPLICATION 
Before registration is issued, application should be amended to show correct 
date of first use. 
TRADEMARK ACT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 
While products of both parties are cheese, CRACKER BOX reaches consumer in 
trademarked package and CRACKER BARREL reaches consumer unmarked; first is 
likely to be known and ordered by brand name and second is likely to be unknown 
as to name and ordered by type; under circumstances, consumer confusion is not 
likely to result from concurrent use of marks. 
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Interference proceedings between Kraft Foods Company, application, 
Serial No. 604,915 filed October 14, 1950 and The Appleton Corporation, 
application, Serial No. 602,994 filed August 31, 1950. Appleton Corpora- 
tion appeals from decision of Examiner of Interferences for Kraft Foods 
Company. Reversed. 

Soans, Glaister & Anderson and Marshal Wiedel, of Chicago, Illinois, for 

Kraft Foods Company. 

Samuel W. Kipnis, of Chicago, Illinois, for The Appleton Corporation. 
LEEDs, Assistant Commissioner. 

On August 31, 1950, The Appleton Corporation, hereafter called ‘‘ Ap- 
pleton,’’ filed an application to register CRACKER BOX, with a caricature of 
a butler carrying a tray, for cheese, club cheese and cheese spreads, asserting 
use since July 3, 1950. 

On October 14, 1950, Kraft Foods Company, hereafter called ‘‘Kraft,’’ 
filed an application to register CRACKER BARREL for cheese, asserting use 
since January 1, 1948. 

On January 2, 1952, an interference was instituted, and the Examiner 
of Interferences found in favor of Kraft. Appleton has appealed. 

There is no question but that Kraft used CRACKER BARREL earlier than 
Appleton used CRACKER BOX.’ 

According to the testimony, in the fall of 1948, the supply of New 
York sharp cheese was inadequate as a result of diversion of fluid milk 
to the New York City area, and Kraft found it necessary to seek other 
sources of supply for a natural sharp, white cheddar cheese. The Vermont 
cheese which Kraft sells under the mark CRACKER BARREL is, according to 
the record, a natural, sharp, white cheese of the same type as New York 
sharp. The Vermont cheese was introduced into the market by Kraft, 
and it has been sold to retailers under the CRACKER BARREL label ever since 
except for periods when it was not available. 

Natural cheese, as differentiated from processed cheese, is ordinarily 
sold as midgets (12 lb. size), daisies (20 lb. size), flats (about 40 Ib. size), 
and full cheddars (about 70 lbs.). The CRACKER BARREL cheese is sold by 
Kraft, for the most part, in flats. Kraft’s witnesses testified on cross- 
examination, and it is common knowledge, that when the purchasing 
public buys natural cheese, the customer usually asks for a strong cheese, 
or a sharp white cheddar, or a brick cheese; the cheese is ordered by the 
pound, or fraction, by the customer; and the retailer cuts the amount 
ordered from the flat or brick, as a result of which the label is cut so that 
the customer does not see it. Kraft’s witnesses testified, in effect, that labels 
and trademarks for natural cheese assume importance between the retailer 


1. Kraft’s record does not, however, support the January 1, 1948 date asserted 
in the application. The earliest proved date was the fall of 1948—the earliest price 
list showing the mark being dated September 13, 1948, and the earliest date fixed by 
any witness was the fall of 1948. Before registration is issued, the application should 
be amended to show the correct date of first use. 
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and his supplier rather than between the retailer and the ultimate pur- 
chaser, since natural cheese is usually ordered by the consumer by type 
rather than by brand name. 

The record shows that Kraft has sold to some of its small retailers 
six-pound wedges cut from the flats, and some of these wedges bore the 
CRACKER BARREL label, but the retailers cut the wedges in the same manner 
that the larger retailers cut the flats in filling consumer orders. 

The testimony of the single retailer offered by Kraft as a witness 
indicates that he does not notice trademarks on flats of natural cheese— 
he is interested only in the type of cheese, i.e., New York sharp, sharp 
cheddar, strong white, ete., and his customers order by type. 

So far as the record shows, none of the witnesses, (four of whom 
were in the sales department of the Kraft organization, one of whom was 
a division controller of Kraft and one of whom was a retail grocer) had 
ever seen any advertising—trade or consumer—of the CRACKER BARREL 
Vermont cheese. 

Kraft’s cheese products are sold to retailers by its own salesmen who 
call upon them in their stores. 

Appleton took no testimony, but the application indicates that its mark 
CRACKER BOX, with the caricature of the butler, is used on packaged pro- 
cessed cheese and cheese spreads by applying labels to the packages or 
containers. The products are items commonly sold to the consumer in 
the original packages. 

It is apparent from the record that while the products of both parties 
are cheese, one reaches the consumer in the trademarked package, and 
the other reaches the consumer unmarked; one is likely to be known and 
ordered by brand name, and the other is likely to be unknown as to brand 
name and ordered by type. Under the facts and circumstances of this 
record, it is not believed that consumer confusion is likely to result from 
concurrent use of the marks; and since Kraft’s cheese products are sold 
only by its own salesmen, it is not seen how retailers would be confused 
as to origin. 

The decision of the Examiner of Interferences is reversed; no inter- 
ference in fact is found to exist; and each party is entitled to the regis- 
tration sought. 


THE BORDEN COMPANY v. 
KNUDSEN CREAMERY CO. OF CALIFORNIA 


Opposition No. 31677 — Commissioner of Patents — October 13, 1955 


TRADEMARK AcT OF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 
OPPOSITION—EVIDENCE 
It is common knowledge that milk, cream and half milk-half cream products 
are sold in self-service outlets where customer selects product which gave satisfaction 
in past by its identifying and distinguishing mark; commercial impression is thus 
created visually rather than orally and effect of impression must be measured by 
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nature of mark and manner of display; taking into account the circumstances of 
purchase and prominent display of mark consisting of orange and blue disc design 
with words HALF AND HALF disclaimed, it is considered that purchasers are likely 
to notice mark and rely upon it as identifying product of one person and distinguish- 
ing it from like products of others. 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Examiner of Trademarks found that mark performed trademark function and 
was registrable; facts before Examiner of Interferences were same as those before 
Examiner of Trademarks; Examiner of Interferences should therefore refer question 
to Examiner of Trademarks for reconsideration rather than refuse registration on 
ex parte grounds. 
Opposition proceeding by The Borden Company v. Knudsen Creamery 
Co. of California, application Serial No. 611,436 filed March 16, 1951. 
Applicant appeals from decision of Examiner of Interferences dismissing 
opposition but refusing registration ex parte. Reversed. 


Arthur C. MacMahon and Harris D. Hineline, of New York, N. Y., and 
Joseph A. Greaves of Chicago, Illinois, for The Borden Company. 

Bacon & Thomas of Washington, D. C., and Dana E. Keech of Los Angeles, 
California, for Knudsen Creamery Co. of California. 


Leeps, Assistant Commissioner. 


Application has been filed to register as a trademark a disk design, 
the upper half of which is orange and the lower half blue. Upon the 
design are super-imposed the words HALF AND HALF, disclaimed for the 
obvious reason that the goods recited in the application are half cream 
and half milk. Use of the mark sought to be registered is asserted since 
September 10, 1949. 

An opposition filed by The Borden Company was dismissed, but the 
Examiner of Interferences refused registration ex parte on the ground 
that the ‘‘dominant portion’’ of the mark is the word portion, HALF AND 
HALF, which admittedly is unregistrable, and therefore the mark is, in its 
entirety, unregistrable. 

It is hardly within the realm of possibilty that HALF AND HALF, used 
by ths applicant and by others in the trade as the name of a half cream- 
half milk product, could perform a trademark function. It is the name 
of the product, used as such and readily recognized as such. No exclusive 
rights in the words HALF AND HALF for this product can be asserted, and 
the disclaimer in such circumstances is a disclaimer for all purposes and 
for all time. 

The mark presented for registration, however, is the orange and blue 
disk upon which the words appear. The mark is displayed upon each side 
of the carton in which the product is sold. 

The Examiner of Interferences, in his decision, stated: 

‘It is the opinion of the examiner that the average observer 
would regard the circular design as little more than background for 


the display of the generic name of the product, and therefore the 
dominant part of applicant’s mark would be the wording. Ez parte 
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Ottawa Silica Company, 65 USPQ 173 (35 TMR 185) (Com’r., 1945). 
A composite mark must be considered in its entirety, including descrip- 
tive and/or generic matter which has been disclaimed but where, 
as here, that portion of the mark deemed to be dominant is admittedly 
unregistrable, and where, as here, the circular design serves merely 
as a vehicle for the unregistrable matter, the entire mark becomes 
unregistrable.’’ ; 


Analysis of previous decisions in cases originating in the Patent Office 
indicates an evolution of legal principles which appear, at first blush, to 
create irreconcilable conflict. For example, one line of decisions stands 
for the proposition that the disclaimed portion of a mark cannot be con- 
sidered as the dominant part of the mark;' and another line of decisions 
stands for the propositioin that where the disclaimed part of a mark is the 
dominant part, the mark as a whole is unregistrable.* 

A third line of decisions stands for the proposition that the dominant 
portion of a mark is that portion which purchasers are likely to remember 
as indicating origin of the goods.® 

Legal conclusions in these cases are drawn from the facts. They do 
not exist in a vacuum; and the apparent inconsistencies in established legal 
principles are not necessarily inconsistencies when the facts are considered. 

Applying the last stated principle to the present case, the words HALF 
AND HALF are not likely to be remembered as indicating origin of the goods. 
They are likely to be recognized for what they are—the name of the 
product. They are therefore not the dominant part of the mark. 

Applying the first stated principle, the words HALF AND HALF are dis- 
claimed and they therefore cannot be considered as the dominant part of 
the mark. 

The Examiner of Interferences apparently applied the second prin- 
ciple in arriving at his conclusion, but it seems to me that the conclusion 
overlooks the facts and circumstances surrounding the purchase of the 
product involved and the commercial impression which is likely to be 
ereated by the mark. 

It is common knowledge that milk, cream and half milk-half cream 
products are sold in self-service outlets where they are kept in a refrigerator 
and the customer takes from the refrigerator the product which gave satis- 





1. National NuGrape Co. v. Judge & Dolph, Ltd., 69 USPQ 388 (36 TMR 164) 
(CCPA, 1946) ; Ex parte General Shoe Corp., 68 USPQ 400 (36 TMR 99) (Com’r., 1946) ; 
Hewitt Soap Co., Inc. v. Lan-O-Sheen, Inc., 99 USPQ 17 (44 TMR 300) (Com’r., 1953) ; 
Tinnerman Products, Inc. v. Speed Products Co., 70 USPQ 39 (Com’r., 1946); Sherman 
v. Kramer, 74 USPQ 268 (Com’r., 1947) ; McKesson § Robbins, Inc. v. Village Winery, 
72 USPQ 379 (37 TMR 238) (Com’r., 1947). 

2. Ez parte American Bearing Corp., 59 USPQ 166 (34 TMR 30) (Com’r., 1943) ; 
Ex parte Castalloy Co., Inc., 74 USPQ 269 (37 TMR 702) (Com’r., 1947); Phillips 
Packing Co., Inc. v. Phillips, Jr.. 70 USPQ 244 (Com’r., 1946); Ex parte Ottawa 
Silica Co., 65 USPQ 173 (35 TMR 185) (Com’r., 1945). 

3. Celanese Corp. v. E. I. Du Pont de Nemours & Co., 69 USPQ 69 (36 TMR 130, 
133) (CCPA, 1946); Frankfort Distilleries, Inc. v. Kasko Distillers Products, 45 USPQ 
438 (30 TMR 339) (CCPA, 1940); Price Candy Co. v. Gold Medal Candy Corp., 105 
USPQ 266 (45 TMR 715) (CCPA, 1955). 
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faction in the past, selecting it by its identifying and distinguishing mark.* 
Under these circumstances, the commercial impression is created visually 
rather than orally, and the effect of the impression must be measured by 
the nature of the mark and the manner of its display. The question, then, 
is: Is the mark sought to be registered of such nature and displayed in 
such manner that purchasers are likely to notice it and rely upon it as 
identifying the half cream-half milk product of one person and distinguish- 
ing it from like products of others? Considering the circumstances of 
purchase and the prominent display of the mark on each side of the carton, 
the answer must be in the affirmative. 


The Examiner of Trademarks had found that the mark performed a 
trademark function and was registrable; and he authorized its publication 
in the Official Gazette. The facts before the Examiner of Interferences were 
the same as were before the Examiner of Trademarks so far as this ques- 
tion is concerned. It would seem to provide greater consistency in admini- 
stration if, in cases where there are no additional facts, the Examiner of 
Interferences would refer the question to the Examiner of Trademarks for 
his reconsideration rather than to refuse registration on ex parte grounds. 
In the present situation, it is concluded that the Examiner of Trademarks 
was correct in his finding and the Examiner of Interferences was in error. 


The decision of the Examiner of Interferences is reversed, and the 
registration should be issued. 


MARS, INCORPORATED v. HALO-STAR CORPORATION 
No. 31422 — Commissioner of Patents — October 25, 1955 


TRADEMARK AcT oF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 
Public does not recognize stars in opposer’s marks as anything more than 
embellishments around primary word marks; no confusion is likely with applicant’s 

HALO-STAR and star design. 

Opposition proceeding by Mars, Incorporated v. Halo-Star Corpora- 
tion, application Serial No. 613,004 filed April 23, 1951. Opposer appeals 
from decision of Examiner of Interferences dismission opposition. Affirmed. 

See also 44 TMR 977. 

Mason, Fenwick & Lawrence, of Washington, D. C., for opposer-appellant. 

Clarence A. O’Brien & Harvey B. Jacobson, of Washington, D. C., for 
applicant-appellee. 

Leeps, Assistant Commissioner. 

An application has been filed to register the representation of a five- 
pointed star, with a ring or HALO’ encircling the top point, for candy. Use 
is asserted since July 1, 1949. Registration has been opposed by the owner- 

4. This statement does not overlook the fact that some half cream-half milk 
products are delivered at the home and some are sold by telephone order; but this 
type of mark is of lesser importance in such distribution methods. 

1. The distinctive portion of the applicant’s name is HALO-STAR, and the word mark 


shown on the specimens filed is HALO-sTAR. The specimens are fully described in Borden 
Co. v. Halo-Star Corp., 101 USPQ 371 (44 TMR 977). 
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registrant of MARS ALMONETs, with a representation of a small five-pointed 
star, for candy ;7 A MARS CONFECTION—TWO BITS, with a representation of 
a five-pointed star, for candy;* DR. I. Q., with a representation of a five- 
pointed star, for candy ;* and Mars, with a representation of a five-pointed 
star, for candy.° The Examiner of Interferences found that there was no 
likelihood of confusion, mistake or deception of purchasers and dismissed 
the opposition. Opposer has appealed. 

The record consists of copies of opposer’s registrations and a stipula- 
tion of facts stating that opposer has advertised nationwide the design 
of a five-pointed star and its word marks for twenty years in magazines, 
trade journals and by radio and point of sale posters; approximately 
twenty million dollars have been spent by opposer in advertising its candy 
bearing the five-pointed star design and its word marks; sales of opposer’s 
candies bearing its word marks and the five-pointed star exceeded one 
hundred million dollars in value between 1942 and 1951; sales outlets for 
the candies include drug, department and grocery stores, vending machines, 
cigar counters and lunch rooms; and the wrappers used by opposer for its 
candies during the past ten years show DR. I. Q., MILKY WAY, FOREVER 
YOURS, and SNICKERS, each accompanied by one or more small five-pointed 
star designs and A MARS CONFECTION Or MARS Or MARS TWIN. 

The stipulated facts indicate that MARS ALMONETS and TWO BITs shown 
in two of the pleaded registrations have not been used during the ten-year 
period prior to filing the opposition. 

The Examiner of Interferences correctly stated, “It has not been made 
to appear that the public in any way associates the pictorial representation 
of a star applied to candy as indicating origin in opposer.” It may be 
further observed that if opposer’s extensive advertising programs for its 
products utilize the little stars in the same manner as they appear on the 
wrappers, there is little likelihood that the public would have recognized 
them as anything more than embellishments around the primary word 
marks. 

Applicant’s mark obviously is an illustration of its word mark HALO- 
STAR. 

Considering the circumstances surrounding the purchase of the prod- 
ucts of the parties, it is believed that opposer’s products are likely to be 
ealled for or selected by either DR. I. Q., MILKY WAY, FOREVER YOURS or 
SNICKERS; and applicant’s is likely to be called for or selected by HALO-STAR. 
The necessary conclusion is that there is no likelihood of confusion, mis- 
take or deception of purchaser between the respective marks. 

The decision of the Examiner of Interferences is affirmed. 


2. Reg. No. 308,958, issued Dec. 26, 1933; published in accordance with Sec. 12(c) 
on Dee. 21, 1948. 

3. Reg. No. 316,733, issued Sept. 4, 1934; published in accordance with Sec. 12(c) 
on Dee, 21, 1948. 

4. Reg. No. 377,211, issued Apr. 23, 1940; published in accordance with Sec. 12(c) 
on Dec. 21, 1948. 

5. Reg. No. 543,758, issued June 12, 1951. 
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VALLEY PAPER COMPANY v. WHITING PAPER COMPANY 
No. 6113 — Commissioner of Patents — October 25, 1955 


CANCELLATION—PLEADING AND PRACTICE 

Petitioner claims that it is damaged not by respondent’s registration but by 
conclusion of Examiner that confusion will result from petitioner’s use of OLD 
ENGLISH and respondent’s use of ENGLISH VELLUM; this is insufficient to form basis 
of petition to cancel under Section 14; final refusal of Examiner to register is 
appealable, but it, in and of itself, cannot be used as sole basis of alleged damage 
in petition under Section 14 to cancel a registration. 

Averment contains none of the essential] elements of pleading of fraud, namely 
representations, falsity, knowledge of falsity by maker of representations, and 
deception and injury, and it therefore is insufficient to state a cause of action under 
provisions of Section 14(c). 

Cancellation proceeding by Valley Paper Company v. Whiting Paper 
Company, Registration No. 171,983 issued August 21, 1923, renewed 
August 21, 1943. Petitioner appeals from decision of Examiner of Inter- 
ferences dismissing petition. Affirmed. 


Thiess, Olson, Mecklenburger, Von Holst & Coltman, of Chicago, Illinois 
for petitioner-appellant. 


Chapin & Neal, of Springfield, Massachusetts, for respondent-appellee. 
Leeps, Assistant Commissioner. 


Valley Paper Company has petitioned to cancel the registration of 
ENGLISH VELLUM for writing paper and mailing envelopes. The registration’ 
issued on August 21, 1923, the mark was published in accordance with 
Section 12(c) of the statute on May 18, 1948, and the affidavit of continued 
use was accepted by the Patent Office as of September 3, 1953. 


The Examiner of Interferences dismissed the petition on motion of 
respondent on the grounds that the petition was filed more than five years 
after the mark was published in accordance with Section 12(c) and was 
therefore barred by the provisions of Section 14(b) unless the petition 
stated a cause of action cognizable under Section 14(c), and that no such 
cause of action was stated. Petitioner has appealed. 


The decision of the Examiner of Interferences is not challenged with 
regard to the holding that the petition is barred by Section 14(b), but 
petitioner contends that its pleading is sufficient to state a cause of action 
under the “fraudulently obtained” provision of Section 14(c). Almost 
two months after this appeal was filed, petitioner submitted a proposed 
amendment under Rule 15 F.R.C.P., stating, “The added material com- 
prises matter which is explanatory of and/or gives further facts in support 
of the fraud or illegality charge.” 


This petition was provoked by the refusal of the Examiner of Trade- 
marks to register OLD ENGLISH to petitioner on the ground of likelihood of 


1. Reg. No. 171,983. 
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confusion with the registered mark ENGLISH VELLUM. The petitioner’s only 
averment regarding likelihood of confusion is a follows: 

“Accordingly, the final refusal to register OLD ENGLISH because of 
the examiner’s confusion that ENGLISH VELLUM is so comparable there- 
with that confusion will result when these two notations are used on 
the goods of the parties constitutes continuing and irreparable damage 
to Petitioner.” 


The effect of this averment is a claim that petitioner believes it is 
damaged, not by respondent’s registration but by the conclusion of the 
examiner that confusion will result from petitioner’s use of OLD ENGLISH 
and respondent’s use of ENGLISH VELLUM. This portion of the pleading is 
insufficient to form the basis of a petition to cancel under Section 14. The 
final refusal of the examiner to register is appealable, but it, in and of 
itself cannot be used as the sole basis of alleged damage in a petition 
under Section 14 to cancel a registration. Although the motion to dismiss 
did not raise any question concerning the sufficiency of this portion of the 
pleading, nor did the Examiner of Interferences make any reference thereto, 
nevertheless it bears a direct relationship to the averment which petitioner 
contends is a sufficient pleading of fraud on the part of registrant in obtain- 
ing its registration and to the proposed amendment. 

That portion of the pleading contended by applicant to state a pleading 
of fraud reads as follows: 

“The above-identified registration of Whiting Paper Company was 
invalid when granted because of Petitioner’s use of OLD ENGLISH during 
the ten years next preceding February 20, 1905, and for this reason 


said registration is cancellable at any time under the provisions in the 
1946 Act.” 


It is “hornbook law” that the essential elements of fraud are repre- 
sentations, falsity, knowledge of falsity by the maker of the representations, 
deception and injury. 

Rule 9(b) F.R.C.P. provides: 

“In all averments of fraud or mistake, the circumstances econ- 
stituting fraud or mistake shall be stated with particularity. Malice, 
intent, knowledge, and other condition of mind of a person may be 
averred generally.” 


The phrase “circumstances constituting fraud” within the rule means 
the time, place and contents of the false representations, the facts misrepre- 
sented, and an identification of what has been obtained. United States v. 
Hartmann, 2 F.R.D. 477 (D.C. Pa., 1942). 

The facts constituting the alleged fraud must be definitely and posi- 
tively alleged. Independence Lead Mines Co. v. Kingsbury, 175 F. 2d 983 
(C.A. 9, 1949). General allegations of fraud are insufficient, and facts 
must be alleged which justify the allegation of fraud. Davis v. State Bank 
of Woodstock, 151 F. 2d 180 (C.A. 7, 1945); Hirshhorn v. Mine Safety 
Appliance Co., 54 F. Supp. 588. 61 USPQ 517 (D.C. Pa., 1944). 
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The averment under consideration here contains none of the essential 
elements of a pleading of fraud, and it therefore is insufficient to state 
a cause of action under the provisions of Section 14(¢) of the statute. 

Turning now to the proposed amendment which petitioner states “is 
explanatory of and/or gives further facts in support of the fraud or 
illegality charge,’’ it is unnecessary to pass upon either its propriety at this 
late date or its sufficiency, since there is no pleading of damage which 
would entitle petitioner to maintain this proceeding. 


The decision of the Examiner of Interferences dismissing the petition 
is affirmed. 


COLLINS & AIKMAN CORPORATION v. 
BIGELOW-SANFORD CARPET CO., INC. 
(BIGELOW-SANFORD CARPET COMPANY, INC., 
assignee, substituted) 


No. 31767 — Commissioner of Patents — November 4, 1955 


TRADEMARK AcT oF 1946—REGISTRABILITY—LIKELIHOOD OF CONFUSION 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Application to register CORDALON for woven pile rugs and carpets is opposed 
by applicant of pending registration of CANDALON for like goods. Opposer owns 
registration of CANDALON for upholstery and piece goods. 

Since applicant uses CORDALON together with house mark BIGELOW on carpets 
for household use and opposer uses CANDALON for upholstery fabrics and air craft 
carpeting where sales are made directly to the industry, no confusion seems to be 
likely and decision of Examiner of Interferences is reversed. 

Opposition proceeding by Collins & Aikman Corporation v. Bigelow- 
Sanford Carpet Co., Inc. (Bigelow-Sanford Carpet Company, Inc., as- 
signee substituted), application Serial No. 622,000 filed December 3, 1951. 
Applicant appeals from decision of Examiner of Interferences sustaining 


opposition. Reversed. 

Paul & Paul, of Philadelphia, Pennsylvania for opposer-appellee. 
Rowland V. Patrick, of Boston, Massachusetts for applicant-appellant. 
Leeps, Assistant Commissioner. 


An application has been filed to register CoRDALON for woven pile rugs 
and carpets, use since December 19, 1950 having been asserted. Opposer 
is the registrant of CANDALON for upholstery fabrics,? and for piece goods ;* 
CANDALON FABRICS and design for upholstery fabrics ;* and CANDAIR FABRICS 
for drapery, upholstery and aircraft carpeting fabrics.° Opposer has a 


1. The application recites ownership of Reg. No. 546,855, issued Aug. 21, 1951, 
showing corDAY for pile fabric rugs. 

2. Reg. No. 543,414, issued June 5, 1951. 

3. Reg. No. 560,994, issued July 1, 1952. 

4. Reg. No. 565,368, issued Oct. 14, 1952. 

5. Reg. No. 438,721, issued May 11, 1948, published in accordance with Sec. 12(c) 
on Dee. 5, 1950. 
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pending application to register CANDALON for woven pile rugs and carpets.® 
The Examiner of Interferences sustained the opposition, and applicant has 
appealed. 


Opposer is a manufacturer and seller of upholstery fabrics, wearing 
apparel fabrics, yarns, and carpeting for special purposes. 


It sells its upholstery fabrics to the furniture, automobile, theater and 
transportation industries, to interior decorators and to retail stores. Sales 
of such fabrics to the automobile and transportation industries are made 
directly by opposer to the user; sales to the furniture industry are made 
sometimes directly to the users and sometimes through jobbers to the 
furniture manufacturers; sales to the theater industry are made through 
theater supply jobbers; sales to interior decorators are made through 
jobbers; and sales are made through jobbers to retail stores for resale to 
the purchasing public. 


Opposer first used the trademark CANDALON on automobile upholstery 
fabric sold to The Studebaker Corporation on August 30, 1947; and in 
1948 or 1949 it expanded its use of the mark to all upholstery fabrics sold 
to the automobile industry. Until late in 1949 or 1950, opposer had used 
CA-VEL as its identifying mark for furniture upholstery fabrics, caNDAIR 
for its aircraft upholstery fabrics, and LEEWwoop for its apparel fabrics, but 
at that time it decided to expand its use of CANDALON to identify all of its 
upholstery fabrics; and sometime in 1950 use of CANDALON on furniture 
upholstery fabrics commenced. 


According to the testimony, CANDALON automobile upholstery fabric 
was first advertised in Vogue magazine in 1948; The Studebaker Corpora- 
tion’s Engineering Manual of 1948 included a statement about CANDALON 
upholstery fabric in the new Studebaker; in the Saturday Evening Post 
of March 26, 1949 an advertisement featured “cANDALON, the new three- 
dimensional nylon created for automobile upholstery”; the Saturday Eve- 
ning Post of November 12, 1949 included an advertisement for opposer’s 
CANDALON automobile upholstery with a statement that the advertiser also 
manufactured “caveL for furniture; cANDAIR for aircraft; LEEwoop for 
clothing”; and commencing with the July 15, 1950 issue of the Saturday 
Evening Post the advertisements of opposer’s CANDALON upholstery men- 
tioned its use on better furniture. Such advertising of cANDALON upholstery 
fabrics has continued, and approximately $250,000 were spent in advertis- 
ing the product—first automobile upholstery and later automobile and 
furniture upholstery—between March of 1949 and March of 1952. There 
is no doubt but that opposer has a valuable goodwill in CANDALON as applied 
to upholstery fabrics. 

From 1929 to 1934 opposer manufactured carpet material under a 
patent which was subsequently licensed and later sold to applicant. Opposer 
manufactured no carpet materials from 1934 until 1942 when it com- 


6. Ser. No. 630,990, filed June 10, 1952, suspended pending final termination of 
this proceeding. 
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menced manufacturing aircraft carpeting for the Armed Forces. In 1944 
it expanded its production of aircraft carpets for sale to commercial air- 
lines, and in December of 1944, according to its Reg. No. 438,721, it adopted 
and started using the mark canparr to identify such carpets. From 1947 
to 1950 opposer made and sold automobile carpeting to the Studebaker 
Corporation. There was a stoppage of production of automobile carpeting 
in 1950, but late in 1951 production of a sponge-rubber backed carpeting was 
commenced for supplying the manufacturers of Cadillac and Oldsmobile. 


In an affidavit filed on August 24, 1950 by opposer for republication 
of the mark caNDAIR shown in Reg. No. 438,721, it was stated that that mark 
was then in use on the goods recited in the registration, which included air- 
craft carpeting. 


The testimony concerning opposer’s use of CANDALON on carpeting is 
not free from reasonable doubt. Opposer contends that the record “indi- 
cates” first use on August 30, 1950, but the testimony is neither clear nor 
convincing. The first tags showing CANDALON Carpets apparently were 
printed in 1952. There is some testimony to the effect that on August 30, 
1950 in filling certain orders for aircraft carpeting tags showing “cCANDALON 
Upholstery” were attached to the carpeting, but the invoices show no iden- 
tifying marking for the carpeting, and aside from the fact that use of such 
tags would hardly amount to use of CANDALON as an identifying mark for 
carpeting, the witnesses were testifying from memory almost three years 
after the orders were filled, relying merely on their belief that all fabrics 
and carpets shipped bore the “canpALon Upholstery” tag. Furthermore, 
one of these witnesses upon whose testimony opposer relies heavily did not 
know upon what the cANDAIR mark was used. So far as the record shows, 
the mark CANDALON has never been advertised in connection with carpeting 
of any kind. 


Opposer argues that upholstery, in its broad sense, includes carpets, 
citing some dictionary definitions of the verb “upholster” which might tend 
to support the argument. We are dealing here, however, with ordinary 
commercial names, and it is common knowledge that to both the trade and 
the public the terms “upholstery” and “carpets” have different meanings, 
and they are neither used interchangeably nor does one include the other 
in usage. 

Applicant’s record shows that it uses BIGELOW as its house mark, and 
in addition, it has, for a long time, used an individual mark on each type 
or variety of carpet. Prior to 1950 applicant manufactured an all-wool 
carpet having a cord effect which it sold under the mark corpay. Sales of 
the corpAy carpets amounted to about seven million dollars during 1950 
and 1951. In 1950 a half rayon-half wool carpet was developed, and the 
mark CORDALON was adopted and first used to identify this particular car- 
pet on December 19, 1950. Sales volume of the corDALON carpet in 1951 
amounted to more than two and one-half million dollars and in 1952 to 
more than five million dollars. At the time testimony was taken in August 
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of 1953 the sales volume was continuing at about the 1952 rate. During 
each of the years 1951 and 1952 applicant spent approximately a quarter 
of a million dollars in advertising its CORDALON carpet in magazines of 
national circulation (some of which also contained opposer’s advertising), 
and close to one hundred fifty thousand dollars were spent during the first 
half of 1953. Applicant has used its mark on carpets manufactured for 
household use, and its advertisements have been directed to such use. 

It seems clear from the record that applicant used CANDALON to identify 
its upholstery fabrics from a date prior to applicant’s use of CORDALON on 
its carpets; and the record indicates that applicant has used CORDALON to 
identify its carpets for household use from a date prior to opposer’s use 
of CANDALON to identify its aircraft and automobile carpets. 

Applicant also manufactures and sells carpets for aircraft and auto- 
mobiles, but it appears from the record that a different mark is used on 
them. Opposer does not manufacture or sell carpets for household use, 
although the record suggests that at some indefinite time in the future it 
may decide to do so. 

On the record here, when the differences in the marks as applied to 
the goods are considered, and when the differences in channels of distri- 
bution and the class of purchasers of the carpets of applicant and the 
carpeting material of opposer are considered, and when applicant’s long 
established practice of using its house mark BIGELOW with its individual 
marks for each type or variety of carpet is considered, it is not believed 
that confusion or mistake or deception of purchasers will result between 
opposer’s CANDALON upholstery fabrics and aircraft carpeting and appli- 
eant’s CORDALON carpet for household use. 

The decision of the Examiner of Interferences is reversed. 


LL 
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